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I. Introduction
The inequitable conduct doctrine governs a patent applicant’s duties before the United States Patent and Trademark Office (“USPTO”). The doctrine requires the inventor to disclose information to the USPTO that is relevant to the patentability—the utility, novelty, nonobviousness, and adequate disclosure—of the invention at issue.
 The doctrine is pervasive, imposing a duty to disclose and be truthful in every correspondence with the USPTO.

The penalty for failing to discharge this duty is dramatic—coined an “atomic bomb” by one Federal Circuit judge.
 A finding of inequitable conduct renders the entire patent unenforceable for the rest of the patent term, even when the undisclosed information was material to only a particular patent claim.
 In some cases, the doctrine extends its reach to related patents, rendering them unenforceable as well.
 The resulting unenforceability persists even if the invention actually meets the patent requirements.
 The nature of the inequitable conduct doctrine makes it unique in patent law, in that it is an individual’s failure to disclose—rather than an inherent trait of the claimed invention—that results in the denial of protection for the invention and other related patents. 

Given the all-encompassing nature of the inequitable conduct doctrine and its death-penalty-like remedy, it is not surprising that the doctrine has garnered much attention and criticism since its inception. The Federal Circuit has gone out of its way on more than one occasion to criticize aspects of the doctrine.
 There has been a tremendous amount of recent activity at the Federal Circuit regarding the proper strength of the doctrine, resulting in enough of a conflict to prompt two judges over a five-month period to draft dissents addressing the doctrine in general.
 One Federal Circuit judge recently expressly called for reconsideration of the doctrine by the whole court.
 Patent practitioners constantly monitor and critique the development of the doctrine, partly because it focuses on “the person rather than the patent.”
 This attention by both judiciary and bar spurred two major patent system studies to discuss possible modifications to the inequitable conduct doctrine.
 One study went so far as to suggest the elimination of the doctrine altogether.
 Congress has also begun to pay attention, with essentially every draft of its recent patent reform legislation containing some amendment to the doctrine.
  Even the USPTO has suggested rule changes that would affect the doctrine.

Every facet of the patent system—Congress, the Federal Circuit, the USPTO, and patent practitioners—is concerned about the state of the inequitable conduct doctrine. No consensus exists, however, as to what is wrong with the doctrine and how it should be changed. As a result, the disjointed discussion has created inconsistency at the legislative level—with reform proposals driven by whichever critique Congress is focused on in a given session. 

Running in parallel with the conversation about the inequitable conduct doctrine is a broader discussion of patent quality. One of the major focuses of the patent reform movement is to ensure that the USPTO issues only those patents that claim truly patentable inventions.
 The number of patent applications is rising exponentially, the time a patent examiner can spend examining them is decreasing, and the quality of patent applications and the information available for examination is dropping.
 All of these factors cause more patents to issue that, in actuality, should not be issued. The resulting “bad” patents—patents that fail to meet the patentability requirements—are harmful, creating detrimental societal costs via hold-ups and the in terrorem effects that invalid patents create.
 

These two topics—the inequitable conduct doctrine and patent reform in general—are being addressed with increasing frequency by academics. Academics have written articles on the patent examination process, ways to reform it, and the negative impact of issuing bad patents.
 Likewise, many scholars have written articles specifically on the inequitable conduct doctrine.
 However, this scholarship has failed to fully link these two areas. As a result, it has failed to engage in two basic, interrelated exercises that would greatly assist the discourse on the inequitable conduct doctrine and patent reform in general. 

First, no one has attempted a comprehensive, theoretical analysis of how the inequitable conduct doctrine as a whole affects patent applicants, patent examination, and potential inventors.
 Performing a fundamental analysis of the doctrine would provide a framework by which proposed changes could be tested. Such an analysis would also flesh out how the doctrine plays a significant role in the patent system overall. 

Second, and related, almost all of the scholarship on the inequitable conduct doctrine has kept the discussion tied to its equitable roots, focusing on the doctrine as an ethical tool.
 These discussions are of little help when the specific criticisms of the doctrine are not morally focused. Furthermore, any proposed change to the doctrine needs to be considered in the context of broader reforms rooted in the utilitarian theory that underlies American intellectual property law. Thinking on the inequitable conduct doctrine needs to be modernized and framed in the same utilitarian terms that form the foundation for the patent system. This Article attempts to fill these scholarly holes and answer the question as to how the doctrine should be changed and used to improve the patent system. 

This Article’s main finding is that the inequitable conduct doctrine has the ability to improve patent quality as long as the inherent tendency to overcomply with the doctrine by overloading the USPTO with information is kept in check. The Article reaches this conclusion by proceeding in five parts. Part II describes the current thinking on the inequitable conduct doctrine, with particular focus on the major critiques of the doctrine and proposed legislative and administrative responses. Part III of the Article begins the construction of a fundamental, conceptual framework for the doctrine by explaining how it impacts both patent quality and patent examination. If properly calibrated, the doctrine can improve both the quality of the patent application (by increasing the patent attorney’s knowledge and care) and the quality of the examination (by acting as an information producer and verifier). 

The doctrine’s potential impact is not all positive. The tremendous incentive for applicants to overcomply can actually decrease patent quality. Part IV completes the conceptual framework by detailing how the doctrine, through the extreme legal and extra-legal costs it currently imposes, incentivizes inventors and, in particular, patent attorneys to overcomply by submitting all information, regardless of relevance, to the USPTO. Part V explains how this overcompliance negatively affects patent examination and the patent system by causing information overload that hampers the USPTO’s ability to operate effectively and by creating high compliance costs that price inventors out of the patent system. Finally, in Part VI, the Article uses this framework to suggest changes that maintain the positive effects of the doctrine on patent quality while minimizing overcompliance.

II. Current Thinking on the Inequitable Conduct Doctrine

Before a conceptual framework regarding the inequitable conduct doctrine can be developed, the basic process of obtaining a patent, the current contours of the inequitable conduct doctrine, and the debate surrounding it need to be detailed. This Part begins with a description of the patent prosecution process. It then details the three requirements of the inequitable conduct doctrine—materiality, disclosure, and intent—and available remedies. This Part concludes by describing the popular critiques of the doctrine, the proposed legislative responses, and the major disconnects in this discourse. Those familiar with the patenting process and the inequitable conduct doctrine can skip directly to Section II.C. 

A. Basics of Patent Prosecution 

To patent an invention in the United States, an inventor must file a patent application with the USPTO. The patent application contains a textual and graphical description of the invention called the specification. The specification includes general statements regarding the technical background of the invention, the problem it is trying to solve, and some specific examples—embodiments—of the invention.
 The patent application also includes a set of claims. Each claim is a single sentence that defines the exact invention the inventor wishes to protect.
 The application can either be filed by the inventor herself or by a patent attorney or agent, who must be a member of the USPTO bar and represents the inventor.
 

Once filed, the application is given to a patent examiner assigned to the invention’s technological area. The examiner reviews each claim to determine whether it meets the requirements for patentability—whether the claim defines an invention that is useful, novel, and nonobvious, and whether the specification adequately describes and enables the claimed invention.
 To make this determination, the examiner must first gain an understanding of the exact scope of the claims. From there, the examiner searches for information—referred to as “prior art”—that might render the claims invalid.
 This information can come in many forms, such as scientific articles, general publications, other United States patents or patents issued by other countries, and general public knowledge or use.
 

The applicant can submit potential prior art to the USPTO. Such art may be cited in the background section of the patent application to give context to the claimed invention.
 The information is usually submitted via an information disclosure statement (“IDS”).
 Depending on the timing of the submission of the IDS, the applicant may have to request another round of examination to give the examiner time to consider the submitted information.

The examiner compares the prior art to the application’s claims to determine whether the claims are novel and nonobvious.
 The examiner also looks to see if the specification adequately describes and enables the claimed invention.
 Based on the results of this initial examination, the examiner issues an “office action” to the applicant describing the examiner’s findings and identifying which claims she believes to be and not to be patentable and the reasons for this conclusion.
 

The applicant responds to the office action by rebutting the examiner’s analysis, amending the patent’s claims to overcome the examiner’s objections, or canceling patent claims altogether.
 The examiner then reviews the applicant’s response and either agrees and allows the claims or does not and maintains the rejections. The examination ends when either some of the patent claims are allowed or the patent is abandoned altogether. Once a patent is issued, it may be used to exclude others from practicing the claimed invention.
 The patent claims that the USPTO concludes are patentable enjoy a strong presumption of meeting the patentability standards, requiring a challenger to prove by clear and convincing evidence that the claims are invalid.
 

This whole process is secret, with the application and the correspondence only being publicly disclosed when and if the patent issues (or sooner if the applicant so elects).
 The process is ex parte with the examiner representing the public’s interest and is meant to be non-adversarial.
 The public may comment on or submit art relating to a pending application,
 but these options are rarely used.
 This makes the patent examiner, the reviewing authorities within the USPTO, and the reviewing courts incredibly important to the patent process. They are essentially the only gatekeepers to the initial and very important determination that an invention is worthy of twenty years of exclusivity.

B. Requirements of the Inequitable Conduct Doctrine

The current inequitable conduct doctrine is judicially-created and impacts the entire patent prosecution process. The doctrine focuses on the patent application and related correspondence between the applicant and the USPTO during patent prosecution. It is comprised of three basic elements: materiality, intent, and disclosure. Specific remedies accompany a finding of inequitable conduct. 

1. Materiality 

The doctrine focuses on the disclosure of material information. Information is material if it is relevant to the patentability of the claimed invention being examined.
 The standard for materiality is articulated in a USPTO regulation, 37 C.F.R. § 1.56 (Rule 56).
 The most recent version of Rule 56 deems information material if 

(1) It establishes, by itself or in combination with other information, a 
prima facie case of unpatentability of a claim; or (2) It refutes, or is 
inconsistent with, a position the applicant takes in: (i) Opposing an 
argument of unpatentability relied on by the Office, or (ii) 
Asserting an argument of patentability.
 

The materiality standard does not create a “but for” test, in which the information needs be disclosed only if it would actually render a pending patent claim invalid.
 Instead, materiality is broader, requiring disclosure of information that would merely establish a prima facie case of invalidity that may be rebuttable.
 


2. Intent 

The non-disclosure of material information must be intentional to rise to the level of inequitable conduct.
 An omission or misrepresentation of material information is considered intentional if the applicant actually intended to deceive or mislead the USPTO.
 Gross negligence is not enough.
 Circumstantial evidence can be used to prove the relevant party’s intent.



3. Disclosure 
The doctrine requires the disclosure of material information.
 A failure to disclose can occur in two instances—by omission or misrepresentation.
 Omission is where the patentee fails to disclose material information in her filings with the USPTO. The typical non-disclosure by omission situation involves an applicant who fails to submit information which is in her possession, qualifies as prior art, and is material to one or more of the application’s claims.
 Misrepresentation, in contrast, occurs when the patentee does disclose information to the USPTO, but misrepresents a material aspect of the disclosed information.
  Misrepresentation can also be more blatant, with the application simply submitting false information to the USPTO.
  Again, there is disclosure, but the truth is not disclosed. 
The inequitable conduct doctrine does not require the disclosure of information that is material if it is cumulative in light of information already provided to the USPTO.
 Cumulative information is information already before the USPTO, albeit from a different source. Thus, not providing the USPTO with cumulative information is not, in fact, a failure to disclose.
 

The duty to disclose imposed by the doctrine applies to more than just the inventor. Rule 56 extends the duty to all “[i]ndividuals associated with the filing or prosecution of [the] patent application.”
 This includes the attorney or agent who prepares or prosecutes the patent application.
 The duty also applies to those who are “substantively involved” and associated with the inventor or her employer.
 

The duty to disclose does not currently include a duty to search. The inequitable conduct doctrine only requires the applicant to disclose material information within her possession or the possession of those other individuals associated with prosecution. The duty does not, however, compel an applicant to actively search for additional prior art and, in turn, disclose it to the USPTO.
 


4. Remedy 

The inequitable conduct doctrine is available as an affirmative defense to allegations of patent infringement.
 An alleged infringer must prove, by clear and convincing evidence, that the applicant intentionally failed to disclose information material to the invention’s patentability during patent prosecution.
 If inequitable conduct is established, all the patent’s claims are rendered unenforceable.
 Depending on the circumstances, inequitable conduct with respect to a particular patent can infect and render unenforceable other related patents.
 The doctrine has a much larger effect than a finding of invalidity for non-novelty or obviousness, which simply renders the particular claim in question invalid.

C. Recent Critiques of the Doctrine

Since its inception,
 the doctrine has garnered a tremendous amount of attention and criticism from the bar and the judiciary. The Federal Circuit has often noted the importance and seriousness of the doctrine.
 Some Federal Circuit judges have gone out of their way to criticize the current use of the doctrine—viewing it as “overplayed”
 and labeling its habitual assertion in litigation as “an absolute plague.”
 

The doctrine gets as much attention, if not more, from patent practitioners. Almost every patent Continuing Legal Education (“CLE”) program includes a discussion of the doctrine.
 The Practicing Law Institution (“PLI”) issues multiple articles a year on recent developments in inequitable conduct law.
 Even blog posts detailing recent inequitable conduct cases inevitably receive numerous comments from patent attorneys, postulating (and complaining) as to the breadth of the decision’s impact.
 This attention by practitioners is not surprising given that the doctrine focuses on “the person rather than the patent” by reviewing the patent attorney’s actions to determine whether they engaged in inequitable conduct.
 

This extensive attention from the courts and the bar has pushed the inequitable conduct doctrine into the general discussion about patent reform. Since early 2000, many commentators have focused on perceived shortcomings of the United States patent system. Highly publicized reports issued by the Federal Trade Commission (“FTC”) in 2003 and the National Research Council (“NRC”) in 2004 discussed target areas for reform.
 Included in these discussions is the inequitable conduct doctrine. The inequitable conduct doctrine has even garnered Congress’s attention. Over the past four years, almost every draft of patent reform legislation contains some amendment to the doctrine.
 Even the USPTO has proposed a new regulation concerning the applicant’s duties regarding information submissions.

From this discourse, two main critiques have emerged. One, supported by the NRC report, is that the doctrine is asserted too frequently by defendants and creates exorbitant litigation costs.
 The second critique, discussed in the FTC report, focuses on the doctrine’s failure to impose additional duties on the applicant, such as a duty to search or at least provide relevancy statements with regards to what is submitted.
 Each noted problem has generated its own legislative solution, with the latter also prompting a proposed regulation by the USPTO. These two criticisms, the previously proposed legislation, and USPTO responses are discussed in detail below. 

1. Creation of Unnecessary Litigation Costs and the Legislative Response

By recent estimates, the inequitable conduct defense is asserted in around one fourth of all patent cases filed.
 More than one member of the judiciary has viewed this rate as inappropriately high.
 The NRC report and other commentators concur.

This rate of pleading inequitable conduct is problematic because litigation of inequitable conduct claims is particularly costly. Most of the high cost comes from the subjective element of the doctrine—intent.
 The circumstantial nature of most intent evidence makes summary judgment particularly difficult. Moreover, the deposition of the prosecuting attorney who handled the application is almost always necessary in the inequitable conduct inquiry.
 Such depositions are uniquely costly because they are littered with complex attorney-client privilege issues that generate their own legal questions which demand additional attorney and judicial resources to resolve.
 

Introducing inequitable conduct into the litigation also diverts attention from the heart of the dispute—the validity and infringement of the patent at issue. While inequitable conduct does concern the patent, the actual validity of the patent is irrelevant to the doctrine. Inequitable conduct inquiries turn into satellite litigations where the effort expended has little spillover benefits for other parts of the litigation. The time and energy spent on the defense may detract from the core issues and hamper their complete and correct resolution.
 For these reasons, many push for reforms to lower the rate of pleading and reduce the cost of litigating inequitable conduct. 

The 2005 proposed changes to the inequitable conduct doctrine, contained in Section 5 of H.R. 2795, attempted to address the litigation cost concern.
 The proposed legislation would have made the determination of inequitable conduct the exclusive province of the USPTO.
 The doctrine would no longer be a defense to a claim of infringement. Instead, if inequitable conduct were alleged in litigation, the matter would be referred to the USPTO after the litigation ended.
 The legislation also required a predicate finding that the non-disclosed information rendered one or more asserted patent claim invalid.
 

The 2006 version of the patent reform legislation, S 3818, proposed modifications to the doctrine that were less dramatic than those in H.R. 2975. S. 3818 did require a predicate finding of invalidity,
 but kept the doctrine in district court, not proposing the use of the USPTO to adjudicate such disputes.
 

The changes in H.R. 2975, presumably, were intended to keep litigation costs down. Referral of the matter to the USPTO was one of the NRC report’s proposals to “discourag[e] resort to the inequitable conduct defense and therefore reduc[e] its cost.”
 By making a finding of invalidity a prerequisite, costs would be reduced by limiting the instances under which the doctrine is litigated. This also necessarily heightens the materiality standard, making the doctrine tougher to plead. An alleged infringer must claim the undisclosed information renders one or more patent claims invalid, not that the information is simply relevant to the patentability issue. 

2. Lack of an Expanded Duty and the Legislative and USPTO Response

Another criticism is the narrowness of the current duty to disclose. The critique is that the duty is improperly limited to providing only the information already in the applicant’s possession.
 The applicant should do more. Suggestions range from requiring the applicant to search for additional material information and submit it to the USPTO to requiring the applicant to include “relevancy statements” indicating how the information she does submit is relevant to the patentability of the application.
 

Critics believe that the current doctrine’s narrow duty to disclose allows the applicant to simply bury his head in the sand.
 In order to minimize the scope of his duty to disclose, the applicant affirmatively avoids coming across new information.
 And to avoid misrepresenting information to the USPTO, the applicant says very little about what he does submit.
 The USPTO is thus robbed of the additional knowledge a search would turn up and the insight that statements about the information would provide.

Two specific reasons are offered for requiring a search. First, if the applicant searches prior to filing her application, she may find out that her invention is not patentable.
 Alternatively, she may discover that while patentable, the scope of protection she will get is narrow because the technological field is crowded.
 If the invention sits in a field of art where there has already been a tremendous amount of technology patented, she will not be able to capture much in a new patent application. As a result of the information discovered in pre-filing search, the applicant may forgo patenting altogether and remove the burden of examining an invalid or worthless application. Or, the patent applicant will tailor the application to contain more realistic claims in light of the prior art, simplifying examination by the USPTO.
 

Second, more information presented to the USPTO can improve the patent examination.
 With more information describing the prior art, the USPTO has a better chance of correctly determining the patent’s validity. This line of arguments is exhaustively explored below in Section III.C.
 But, for now, it can simply be said that a duty to search is an information-producing mechanism that would result in a more through and accurate examination.

A duty to provide relevancy statements provides benefits similar to the last reason for a duty to search. Relevancy statements help the USPTO understand the submitted information in the context of patent application.
 The USPTO does not need to spend as much time digesting the submitted information. Nor does the USPTO have to expend as much energy placing the submitted information in the context of the patentability of the claimed invention. Such statements facilitate a better and more efficient examination.

Recent legislative and USPTO proposals address this concern of an overly narrow duty to disclose. In the 2007 Patent Reform Bill, Congress gives the USPTO the ability to establish an applicant’s duty to search and disclose the results of that search when filing a patent application.
 The 2007 bill no longer focuses on the litigation cost reducing procedures in previous reform bills.
 Instead, the focus is on expanding the duty governed by inequitable conduct. 

The USPTO has proposed changes to the IDS requirements to require that applicants provide additional information, in certain circumstances, about the submitted information.
 An applicant may be required to pinpoint representative portions of the submitted information, correlate these identified portions with the patent claims, and explain how the submitted information is different from other information already submitted.
 The new rules would also require the applicant justify why the application is patentable in light of the submitted information depending on the number of submissions and the timing of the IDS’s filing.

D. Disconnects in the Current Discourse 

Almost every facet of the patent system—Congress, the Federal Circuit, the USPTO, and patent practitioners—is concerned about the state of the inequitable conduct doctrine and lodge specific criticisms against the doctrine. The judiciary and NRC both assert that the doctrine is over-asserted and that this results in burdensome litigation costs. The FTC believes that the duty to disclose should be expanded. 

This is the first disconnect in the current discourse—the two major critiques of the doctrine push in opposite directions. Concerns about litigation costs suggest weakening the doctrine, but increasing the duty to disclose means the doctrine should be strengthened. The conflict between these two critiques is difficult to resolve. A reduction of litigation costs necessarily means rejecting a duty to search. Giving the doctrine a broader reach makes it easier and more likely to be asserted as a defense to a claim of patent infringement.
 This magnifies the harm the litigation cost critique is trying to minimize. From the other direction, the removal of the doctrine to the USPTO in order to reduce litigation costs would minimize any impact of a new duty to search. Moving the doctrine to a less favorable forum makes its assertion and enforcement less likely, weakening the substantive boost a new duty is meant to create.

The character of these two criticisms exemplifies another disconnect. Both of these concerns are utilitarian-focused, looking at how the doctrine impacts the patent system’s goal of creating an optimal incentive to invent.
 The traditional rationale for the inequitable conduct doctrine, in contrast, is the maintenance of ethical standards during prosecution. 

The doctrine’s equitable roots give the doctrine its moral bent. Since the mid-1800’s, the judiciary has driven the development of the inequitable conduct doctrine as a creature of equity.
 The Supreme Court identified the inequitable doctrine as the “equitable maxim that ‘he who comes into equity must come with clean hands.’”
 If a patent was born from fraud or deceit, then its holder cannot ask a court to enforce the patent.
 The doctrine is seen as “a vehicle for affirmatively enforcing the requirements of conscience and good faith.”
 

In contrast, the alleged problems with the doctrine focus on the doctrine’s impact on the optimal procurement and enforcement of patent rights. The litigation-costs argument is part of a larger movement to reduce the costs and uncertainty associated with patent litigation.
 A reduction in such costs minimizes the likelihood a patent holder can improperly holdup a competitor practicing outside the area of valid patent protection.
 The argument to broaden disclosure duties is focused on ensuring that only truly patentable inventions receive patent protection.
 If patents are issued for inventions that are actually unpatentable, these “bad” patents will improperly deter competitors and follow-on innovators.
 These problems are focused on the utilitarian goal of maintaining an optimal incentive to invent—providing protection where it is needed but not giving overprotection that does more harm to innovation than good.

A similar disconnect surfaces when comparing the current view of the inequitable conduct doctrine to the patent reform movement as a whole. One of the focuses of the movement is the optimal balance of patent protection and open competition. That is, providing patent protection where it is needed to prompt invention and innovation, but reigning in patent protection where such protection, on net, is detrimental to society.
 The inequitable conduct doctrine, in contrast, focuses on the deontological ethics of the patent applicant’s actions. The reform movement is results oriented, while the doctrine is focused on the means. This view of the doctrine finds no home in today’s patent discourse.

III. Framing the Inequitable Conduct Doctrine as a Patent Quality Mechanism

Scholars have written extensively on the inequitable conduct doctrine.
 But the scholarship has not engaged in two basic, interrelated exercises that would greatly assist the discourse. First, no one has attempted a comprehensive, theoretical analysis of how the doctrine as a whole affects patent applicants, patent examination, and potential inventors. That is, they have not linked the doctrine to the general push to improve patent quality and reform the patent system. A majority of the scholarship, instead, is piecemeal—focusing on specific parts of the doctrine,
 particular proposed statutory changes, and individual Federal Circuit cases.
 Performing a fundamental analysis of the doctrine would provide a framework by which current and future reforms could be tested.

Second, and related, almost all the scholarship has kept the discussion tied to the doctrine’s equitable roots, focusing on the doctrine as an ethical tool.
 As just noted, these discussions are of little help when proposed changes need to be considered in the context of broader, utilitarian-justified reforms.
 Thinking about the doctrine needs to be modernized and framed in the same terms as other targets of patent reform.
 

This Part revisits the underlying rationale for the doctrine. Instead of focusing on ethics, this Part articulates the various ways in which the doctrine impacts the quality of the application and its examination.
 The doctrine is well suited to affect quality of the process of issuing a patent given that the doctrine applies to all aspects of prosecution related to patentability. The beauty of placing inequitable conduct in the context of patent quality is that this analysis interjects the doctrine into the current discourse of patent reform. As demonstrated below, the doctrine can be an effective tool in improving patent quality, the system of patent examination, and the incentives generated by the system.

In order to frame the doctrine as a patent quality tool, this Part first defines patent quality and links the quality concerns to the need for information. This Part also discusses the lack of an inherent incentive for applicants and others to provide the USPTO with relevant information during examination. This Part then explains how the inequitable conduct doctrine provides such an incentive. The doctrine improves the quality of the application by increasing the patent attorney knowledge and understanding of the invention and the related technological area. The doctrine also helps ensure that the application and related correspondence are drafted with care. The doctrine operates as an information producer and verifier, giving the USPTO more resources and time to properly examine the application. 

A. Patent Quality and Information

Put simply, optimal patent quality is the issuance of patents that meet the patent requirements and the rejection of those that do not. The assurance of a good patent quality is all about information—both access to it and time for the examiners to use it. 

1. Patent Quality Problem Defined

The concept of patent quality focuses on the patentability of those patent claims allowed by the USPTO. The patent system assumes that only those patent applications that describe and claim a patentable advance are granted the power to exclude. Those patents that meet the validity requirements—claim useful, novel, and nonobvious inventions that are fully disclosed and enabled—are considered to be of good quality.
 Patents issued by the USPTO that claim subject matter that does not meet the patentability requirements are known as poor quality, or “bad” patents.
 

Most agree that the patent system should maintain high patent quality.
 Granting patents on patentable advances provides incentives for the creation of beneficial technical advances and facilitates their commercialization.
 Society benefits when quality patents issue.

In contrast, the issuance of patents of poor quality has deleterious effects. A bad patent, for example, may give its holder exclusive control over a minor technological advance, creating roadblocks to innovation typically allowed under patent law.
 Since even poor quality patents enjoy a presumption of validity, holders of bad patents have the power to impede the legitimate innovation of others and seek licensing fees for activities that are actually allowable.
 The bad patent creates in terrorem effects, deterring socially acceptable and beneficial behavior.
 Those who want to use the patented technology must expend significant resources to determine and, if forced, legally establish, that the patent is invalid.

Many factors contribute to the poor quality of U.S. patents. Some critiques point to the standards for determining patentability, concluding that they are too low and, even if properly applied, result in the issuance of socially detrimental patents.
 Most, however, view the patent quality problem as an information and resource problem. That is, the USPTO does not have access to adequate information to correctly determine whether a claimed invention is novel and nonobvious.
 This is particularly problematic in new technological areas, such as software and business methods, where the best information on what has previously been done is not in prior patents, but trade publications, public presentations, product brochures, and computer code.
 

Even if the USPTO does have access to such information, patent examiners often do not have the time to find and apply it to the patent claims.
 The number of patent applications is rising exponentially each year while, at the same time, the USPTO faces a significant examiner attrition rate.
 Examiners are given very little time to perform a complete examination—gain an understanding of the invention, determine the meaning of the patent claims, search the prior art, apply the prior art to the claims, write office actions, and respond to the applicant’s arguments multiple times.

Finally, some worry that poorly drafted patents hinder the examiner’s ability to understand the claimed subject matter.
 The harder the application is to comprehend, the more difficult it is for the examiner to properly and efficiently examine the application.
 As the saying goes—garbage in, garbage out. 

2. Disincentives for Those Outside the USPTO to Solve the Quality Problem 

Why is the patent quality problem not self-correcting? Surely patent applicants have an interest in high patent quality. If the USPTO is doing a good job examining patents, a patent holder can readily rely on the USPTO’s determination and not expend resources in making its own assessment after issuance. In turn, a patent holder can charge more for a clearly valid patent and valid patents are less likely to get embroiled in costly litigation and, thus, more efficient to enforce. Put simply, the value of a quality patent is higher than a bad one. Why wouldn’t patentees want that?

Patent applicants have countervailing strategic reasons to ignore patent quality. As mentioned, even bad patents provide value to the holder because of the costs they create for others.
 Any attempt to assist in improving patent quality may destroy a bad patent’s value altogether by preventing it from ever issuing.
 An issued, poor quality patent is more valuable than no patent at all.

Even for good patents, it may be in applicants’ best interest to keep patent quality information to themselves. Applicants are in the best position to determine the true validity of the patent because of the information asymmetry between the inventor and potential challengers.
 The inventor and related individuals know the most about the invention and potential prior art in the invention’s technical field.
 Thus, the patentee can make its own determination as to the quality of the patent. While costly, this determination is more difficult, if not impossible, for those without easy access to information the patentee holds.
 This information asymmetry gives the patentee the ability to engage in strategic behavior by withholding information and preventing a potential licensee or defendant from knowing the true value of the patent. 

Irrespective of information asymmetry and strategic behavior, the cost of improving the quality of examination alone may deter applicants from engaging in self-help. Assisting in the examination process by either doing a pre-filing search for prior art or submitting prior art to the USPTO is a costly endeavor.
 Some applicants are willing to take the risk of receiving a bad patent given the high costs of ensuring the patent is a good one. 

Finally, other applicants may be ignorant of the patent quality situation at the USPTO.
 An examination for patentability is what an applicant pays for and some may assume that is what they will get.

Third parties have no incentive to assist in the examination process. Mechanisms do exist for third parties to participate in an ongoing examination or to force the reexamination of an issued patent.
 However, because challenges to validity “exhibit the characteristics of public goods,” potential challengers face a collective action problem.
 A successful challenger cannot prevent others from free-riding on the resulting patent invalidation by practicing the previously exclusive invention.
 A potential challenger is better off keeping the invalidity information to herself and only using it when she is accused directly of infringement.

Because of these reasons, the patent system cannot rely on applicants or third parties to sua sponte assist the patent examination process. Information-forcing rules must be considered.
 That is, certain patent doctrines should force the patent applicant to act against their strategic interest. The inequitable conduct doctrine serves in this capacity by incentivizing applicants to produce valuable information and, in turn, improve patent quality.

B. Doctrine’s Ability to Improve the Quality of Information before USPTO

The inequitable conduct doctrine is a disclosure doctrine, which, by its inherent nature, creates a flow of information from the applicant to the USPTO. The doctrine does even more by focusing on the production of information relevant to patentability and, in turn, de facto verifying it. Both of these aspects of the doctrine improve patent quality and are discussed below. 

1. Produces Relevant Information to the USPTO

At its core, the doctrine is an information producer. The inequitable conduct doctrine requires patent applicants provide the USPTO with information relevant to the patentability of the claimed invention.
 The doctrine acts as a conduit through which information from the patent attorney, the inventor, and related parties flows to the examiner. This information, coming in the form of patents, periodicals, data, physical specimens, affidavits, and the like, is directly related to patent examiner’s primary responsibility—determining the application’s patentability. 

This information is especially relevant because the doctrine draws it from those who know the most about the invention and its area of technology—the inventor and those directly involved in the patent’s prosecution.
 These are all individuals—the bench scientists, technicians, technology group leaders, in-house patent attorneys, etc.—who were either intimately involved in the invention’s creation or in the drafting of the patent application. 

Getting information from these individuals gives the examiner access to information that is not contained in the databases readily available to her. Patent examiners have the ability to search world-wide patent databases and some technical article databases. However, they do not have ready access to all technical literature, such as specialized industry publications or dissertations, or the technologies themselves, such as computer code listings or actual devices.
 The USPTO does not have access to information in the technology areas new to patenting.
 Patent examiners also must rely on applicants to inform them of potential offers to sale, conference presentations, test data, and product brochures regarding the invention.

The doctrine generates valuable information by placing information production responsibilities on a low-cost provider. Production of information costs the applicant,
 but the doctrine limits this cost by requiring the applicant to consider only the information already in her possession.
 More importantly, the cost to the applicant is lower than the cost of the examiner finding the same information. The examiner has some specialized knowledge, but less than the applicant in understanding the particular invention and processing the information already in the applicant’s possession.
 Even if the examiner can gain access to information similar to that which is at the disposal of the applicant, the examiner starts from scratch in evaluating the information’s relevance to patentability. For at least some information, the applicant has already filtered out the irrelevant material to force the examiner to repeat the process would be wasteful. 

The breadth of relevant information under the doctrine—information that simply creates a prima facie case of invalidity but does not necessarily render the claim invalid—has a second-order information production effect. The exact information produced by an applicant may not be used by the examiner, but that information can mark a path to a different technological area that contains relevant information.
 The information may also contain or prompt a line of technical thought that could justify a rejection.
 

By mandating production of this valuable information, the inequitable conduct doctrine addresses some of the causes of the current patent quality problem. The doctrine provides the examiner with more invention-specific information from which sources examiners likely do not have access. The better the information, the better the examination.
 Furthermore, the burden of producing this information is not born by the examiner, so it increases the amount of time the examiner has to complete the examination. 

2. Verifies Information Provided to the USPTO

The doctrine also works as an information verifier. The inequitable conduct doctrine fundamentally requires that patent applicants must be truthful in their correspondence with the USPTO.
 They cannot misrepresent information. Nor can they omit anything relevant to the truthfulness of disclosed information. Because of this duty of truthfulness and full disclosure, an examiner does not have to question the veracity of a statement or response by an applicant. They are self-authenticating.

The doctrine’s information verification function comes at a low cost. The individuals who make statements—the applicant, patent attorney, and related parties—are the ones who have to stand by their reliability. And since the applicant makes the statements, she is in the best position to attest to their accuracy. In contrast, the patent examiner is in a very poor position to determine veracity. Almost all correspondence is done in writing, removing the option for examiners to look for visual or audible signs of a particular statement’s truthfulness.
 With their heavy workload, examiners do not have the time to independently verify all of an applicant’s statements and claims.
 Nor do examiners have the resources or the training.
 Verification costs are further minimized by requiring the applicant to attest only for information in her possession.
 No duty to search for relevant art or other information exists currently, and thus, the applicant is not asked to expend the time and resources to attest to all the information or knowledge in a given area. 

The doctrine also works as an external verifier of information. The threat of unenforceability not only assures the examiner that statements made by the applicant are true, it also assures others external to the USPTO that the information is correct.
 Members of the public who may be looking at the patent as either an educational tool or an indicator of the patent holder’s technological direction can rely on the inequitable conduct doctrine to settle any question as to the application’s truthfulness. The applicant, as was the case when compared to the examiner, is in a much lower cost position to verify this information than each member of the public. 

Problematically, the truth of any given submission is only as good as the subjective belief of the submitter.
 The intent requirement of the inequitable conduct doctrine requires that the applicant only subjectively believe that what is submitted is true.
 It could turn out that the applicant was, objectively, wrong in her conclusion—the information may actually be incorrect. So, the doctrine’s ability to verify information is only as good as the applicant’s subjective knowledge. If the information is actually false, a reliant examiner could be lead astray by the erroneous comment. However, while this is certainly possible, the applicant is in the best position to have a correct understanding of how her invention works when she came up with the invention, the result of any tests done on the invention, and so on. Other statements, such as those in affidavits, are not meant to prove anything more than the affirmant’s subjective belief. The applicant’s subjective believe is, in most instances, the best the system can produce and the inequitable conduct doctrine ensures that is what is communicated. 




This verification function improves patent quality. The quality of the information before the examiner is increased because it is much more likely to be true under the doctrine. Moreover, the examiner does not have to waste any of the finite examination time on making truth determinations. 

C. Doctrine’s Ability to Improve the Quality of the Patent Application

The doctrine also improves the quality the patent application and other correspondence with the USPTO. It does this by increasing the patent attorney’s knowledge of the invention and related technology and causing the attorney to exercise more care when drafting the application and correspondence. By improving the quality of these documents—both their technical fidelity and accuracy—the doctrine can improve the quality of examination and the issued patent itself.

1. Increases the Patent Attorney’s Knowledge of the Invention and Related Technology

The patent attorney, in the process of complying with the inequitable conduct doctrine, gains a great deal of knowledge about the invention and its technological field. Initially, compliance generates a base of knowledge in the relevant technology. To assess materiality, the patent attorney must read all of the information within her possession to determine its relevance to patentability.
 The doctrine’s focus on patentability information forces the attorney to concentrate on information related to the invention. Take the patent at issue in Monsanto Co. v. Bayer Bioscience N.V., which claimed a specific type of genetically-modified corn that is toxic to insects, but not humans.
  The inequitable conduct doctrine would require the patent attorney who prosecuted the patent to read and analyze the information within her possession discussing the genetic modification of food and safe pesticide products in order to determine what needs to be disclosed. Through the process, she would learn the chemistry and biology behind genetic modification and pesticides. She would also learn the composition of previous pesticides, how they were designed, and their particular uses.
 The patent attorney digests this type of information not only to gain an understanding of the technological area, but also to comply with a legal doctrine. This added importance means that not only will patent attorneys read the information, but they will do so with care and attention to detail.

In complying with the doctrine, the patent attorney also learns more about the invention itself. The patent attorney must obviously speak to the inventor in order to draft the application and get an understanding of what she can claim as the invention.
 The inequitable conduct doctrine, however, forces her to dig deeper and analyze all information regarding the invention. She must evaluate all publications, correspondence, and prior uses regarding the invention to see if there is any material information—such as a public use or an offer for sale—she must disclose.
 The patent attorney must also ensure that all of the statements in the application regarding the invention’s operation, prior testing, and the invention’s construction are correct.
 

The doctrine is also structured to funnel information from the inventor and related parties to the patent attorney. The duty to disclose is not imposed only on the patent attorney communicating with the USPTO. The inventor and “[e]very other person who is substantively involved in the preparation or prosecution of the application and who is associated with the inventor” must also disclose material information.
 Material information in the hands of any such individual necessarily makes its way to the patent attorney before it is disclosed to the USPTO.
 The patent attorney is the hub for all communications to and from the USPTO.
 The doctrine’s broad scope thus causes those most knowledgeable of the invention and relevant technology to share their knowledge with the patent attorney to meet their duty to disclose.
 As a result, the drafter of the application is exposed to even more relevant information.

All this additional knowledge translates into a patent application that is easier to examine. Many patent law doctrines ask the USPTO and courts to view the patent through the lens of one skilled in the relevant technological art.
 A knowledgeable patent attorney can write to this intended audience because she has gained an understanding of a given science or area of engineering and knows the relevant terminology.
 This means the examiner, who specializes in the invention’s technological field,
 spends less time trying to understand the application and what is claimed and more time determining patentability. 

The patent attorney’s better understanding of what has been previously accomplished in a technical field also facilitates the drafting of patent claims that avoid subject matter that is not novel or obvious.
 This streamlines examination because unpatentable subject matter is weeded out prior to filing. The examiner does not waste time rejecting clearly invalid claims. 

The patent application also becomes more socially beneficial. A patent is not only meant to incentivize the creation of the invention; it is also meant to educate others and facilitate improvements and design-arounds of the claimed invention.
 The doctrine causes the patent drafter to better understand the invention and be able to “talk the talk” technically. And the more technically-accurate and accessible the patent, the better it can fulfill these goals. The patent becomes like any other scientific reference material, explaining the subject matter in a way that is comprehensible to its intended audience.
 

Gaining a better understanding of the invention also allows the patent attorney to draft claims that give the inventor and her company the necessary “shelf space” so they can effectively commercialize the invention.
 Patent protection incentivizes invention because it gives the inventor an ability to recoup her research and development costs.
 Patents do this by giving the patent holder the ability to exclude competitors and control price.
 The less understanding the patent attorney has of the invention, the less likely she will draft claims that facilitate this purpose of patents and, in turn, are valuable to her client. Patenting is as much a business decision as it is a legal one. By giving the patent attorney more information about the invention and its use prior to filing, the doctrine allows the patent application to better align with the invention’s intended commercial use. 

2. Increases the Care Taken in Drafting the Application and Related Correspondence

The doctrine also prompts the patent attorney to exercise more care in drafting the patent application and correspondence with the USPTO. The inequitable conduct doctrine penalizes applicants for misleading the USPTO with false statements in patent applications or other correspondence.
 The choice of a single word can make the difference between full disclosure and misrepresentation.
 As a result, patent attorneys are likely to exercise more care when drafting their communications with the USPTO. Patent attorneys ensure that everything discussed relevant to patentability is true and that nothing could be construed as a misrepresentation. This leads to a more accurate and readable public record, multiplying the benefits of a high quality patent application discussed above. 

The current intent standard dampens the level of care required by the doctrine, however. The patent attorney must specifically intend to make a false statement or mislead the patent examiner; gross negligence is not enough.
 However, misrepresentations are still considered material under inequitable conduct. Their appearance in an application or response to an office action will likely prompt at least an allegation of inequitable conduct. This potential exposure at least affects the behavior of some patent attorneys, making them more careful in what they write.
 

IV. Current Inequitable Conduct Doctrine Results in Overcompliance

The inequitable conduct doctrine can only increase patent quality through compliance by patent applicants. The doctrine does this, like most other legal doctrines, by imposing certain legal and extra-legal costs on those who do not comply. In their current form, however, these costs are extremely high and instead of causing compliance, they prompt overcompliance. 

Failure to comply with the doctrine renders the whole patent and, potentially, related patents, unenforceable.
 A finding of inequitable conduct also exposes the patentholder to antitrust liability and liability for attorney fees.
 The doctrine imposes specific costs on the patent attorney too, ranging from disciplinary action from the USPTO and the applicable state bar to malpractice liability to irreparable damage to the attorney’s reputation.
 All these costs are high in absolute terms and become even greater when compared to the low costs of overcompliance—simply submitting all information in one’s possession to the USPTO, regardless of its materiality. This dramatic cost differential combined with uncertainty inherent in the inequitable conduct doctrine leads to overcompliance. This line of analysis is explored in detail below.

A. Breadth of Remedies Makes Non-Compliance Extremely Costly

Initiating a patent lawsuit exposes the patent holder to a range of liabilities. The patentee may, if unsuccessful, be saddled with the other side’s attorney fees under the fee-shifting statute.
 More significantly, the patentee may lose any of the asserted patent claims if they are found to be invalid. A final judgment of invalidity prevents the patentee from successfully asserting the now invalid claim against other infringers.
 Thus, by asserting particular patent claims in a given lawsuit, the patentee is putting those claims at risk.
 Patentees have to weigh the potential benefits of enforcing their patent—monetary damages and an injunction
—with the risk of losing patent claims and paying attorney fees. A patentee may pay for high cost litigation with nothing to show for it—no finding of infringement or remedies because the patent is adjudged unenforceable.

As compared to invalidity, the inequitable conduct doctrine places the patent holder in far less control over the downside of enforcing a patent claim. Invalidity affects only those asserted patent claims.
 If a patentee does not want to risk the value in a particular claim, she simply does not assert it. Inequitable conduct, in contrast, causes the assertion of a single patent claim to expose the whole patent, and potentially all related patents, to a finding of unenforceability.
 Sure, she still has control on a broader level as to what patent families are exposed. But her control is not nearly as fine as compared to her ability to cabin the impact of invalidity.
The costs resulting from a finding of inequitable conduct also include liability for attorney fees and exposure to antitrust liability. The patent statutes give courts the ability to award a successful party its attorney fees if the case is “exceptional.”
 A finding of inequitable conduct typically makes the case exceptional
 and results in a fee award, which can reach well into the seven figure range.
 The assertion of a patent obtained by inequitable conduct may also be subject to antitrust liability.
 “If a patentee asserts a patent claim and the defendant can demonstrate the required fraud on the PTO, as well as show that ‘the other elements necessary to a [Sherman Act] § 2 case are present,’ the defendant-counterclaimant is entitled to treble damages under the antitrust laws.”
 

B. Doctrine’s Specific Impact on Patent Attorneys Makes Non-Compliance Even More Costly 


A finding of inequitable conduct does not directly result in personal liability for the patent attorney.
 Nor does such a finding necessarily include a factual holding that the patent attorney was at fault.
 Inequitable conduct can occur where the attorney disclosed all she knew, but one of the other parties under the duty intentionally failed to come forward with material information.
 

However, the patent attorney is invariably at the center of any inequitable conduct inquiry. The patent attorney acts as the hub for the information flow from inventor and related parties to the USPTO. She assists in drafting the patent application and correspondence with the examiner. She typically signs all correspondence with the USPTO.
 Her name also appears on the front of the issued patent.
 Finally, the patent attorney is the one who best understands the legal obligations set forth by the inequitable conduct doctrine and usually communicates these obligations to the other relevant parties. So any non-disclosure, even if not her fault, has the patent attorney’s fingerprints on it. As a result, the patent attorney is usually the first person noticed for deposition on the inequitable conduct issue and almost always mentioned by name in any inequitable conduct decision.
 The doctrine truly puts “the person on trial, not the patent,” and that person is the patent attorney.
 

The doctrine can result in personal legal costs for the patent attorney involved. A failure to comply with doctrine can form the basis for a disciplinary action before the USPTO.
 The patent attorney can also lose her license to practice before the USPTO.
 The matter may be referred to her state bar, where the patent attorney may be disciplined or even lose her general license to practice law.
 A judgment of inequitable conduct can also form the basis of a malpractice claim.

The personal costs can also be extra-legal. Allegations of inequitable conduct implicate a patent attorney’s professionalism and reputation in the legal community at large and before the USPTO, where she is a repeat player.
 This reputation and personal liability exposure are so important to patent attorneys that some have even moved to personally intervene in inequitable conduct cases. Recently, in Nisus Corp. v. Perma-Chink Systems, Inc., a patent attorney who prosecuted the patent at issue filed a motion to intervene in the patent infringement litigation and asked the district court to reconsider the conclusion of inequitable conduct.
 He specifically challenged the court’s “characteriz[ation] of his behavior in the court of the prosecution as constituting inequitable conduct.”
 

C. High Cost of Non-Compliance, Uncertainty in Court Decisions, and Low Cost of Overcompliance Results in Overcompliance

Typically, law shapes behavior by making the costs of non-compliance outweigh any benefits.
 Law relies on both legal and extra-legal costs to incentivize individual compliance.
 As a result, rational, risk-neutral individuals do exactly what the legal rule requires to avoid engaging in behavior that is, on balance, detrimental to that individual. Applying this to the inequitable conduct doctrine, the doctrine uses certain legal and extra-legal costs to prompt patent applicants to disclose material information to the USPTO. Rational, risk-neutral patent applicants therefore respond by disclosing material information.

Legal rules almost always have some inherent ambiguity, either because the scope of the rules is uncertain, or because the likelihood of enforcement is not absolute. Individuals may not know ex ante exactly what they must do to comply with a given doctrine. Inequitable conduct is no different. It, like most patent doctrines, has some ambiguities.
 Determinations of whether a piece of information is material are difficult.
 Materiality is a multi-step inquiry, involving the determination of each patent claim’s meaning, analysis of the content of the information in question, and a judgment as to whether the information is relevant to issues of novelty, nonobviousness, or the disclosure requirements.
 Whether the necessary subjective intent is present is often ambiguous, particularly given that intent is proven in court through circumstantial evidence.
 An applicant cannot predict with absolute certainty how a court will decide these requirements given their fact-dependency. 

Patent attorneys, and others under the duty to disclose, are faced with an array of choices as to how to comply. For example, what type of information should they submit to the USPTO?  And under what circumstances should they submit such information?  They essentially must make a choice as to whether they err on the side of undercomplying or overcomplying—either of which, depending on the distribution of uncertainty around the legal rule, has a certain probability of avoiding liability.
 Undercompliance is typically chosen where there are, on net, substantial benefits to undercompliance that outweigh the risk and impact of being found liable.
 In contrast, an individual chooses to overcomply where the costs of overcompliance are small compared to the costs of being found liable.

As previously discussed, the inequitable conduct doctrine makes a finding of non-compliance extremely costly.
 The doctrine extracts both legal and extra-legal costs on both the patent holder and the patent attorney. In comparison, the costs associated with overcompliance are minimal. The most common method of overcomplying under the current legal regime is to submit everything of even remote relevance in one’s possession to the USPTO.
 Even if the information is not material to the claimed invention, disclosure absolves any potential violation of the doctrine.
 The common mantra is “when in doubt, disclose.”
 Even Federal Circuit case law, particularly recent case law, gives this advice.

But every quanta of information submitted has its costs. The patent applicant must submit an IDS with the information, which must include a listing of each reference being submitted and identify for each reference, where relevant, the “publisher, author (if any), title, relevant pages of the publication, date, and place of publication.”
 The applicant is also required to submit a legible copy of any reference that is not another U.S. patent or published U.S. patent application.
 If the applicant needs to disclose a piece of art that is in a foreign language, the applicant must also submit a “concise explanation of the relevance” of the foreign language reference.
 Depending on the timing of the information’s discovery, the applicant may have to pay the fees associated with continuing prosecution to allow the examiner to consider the newly submitted information.
 

These costs, however, are minuscule compared to losing the enforceability of a valid patent, or possibly a whole family of valid patents. And when viewed from the patent attorney’s perspective, overcompliance looks even more inviting. The patent attorney, while getting some satisfaction (and presumably repeat business) from successfully obtaining a patent, obtains no personal gain from the issuance of the patent. In contrast, she has significant concerns that getting caught up in an inequitable conduct claim will damage her livelihood. Added to this is the fact that overcompliance generates more legal fees. The attorney gets to charge her client for the time required to submit the additional information and continue prosecution if necessary. So, even if overcompliance becomes marginally expensive, patent attorneys may still push clients to overcomply because of their self-interest in such a course of action.
V. Overcompliance Caused by the Inequitable Conduct Doctrine Reduces Patent Quality
Overcompliance puts any improvement in patent quality created by the inequitable conduct doctrine at risk. It overloads the examiner with information that, in most instances, is immaterial. The examiner, with an extremely small amount of time to examine highly technical subject matter, does not process all of the submitted information or ignores it altogether, erasing any quality gains. In fact, the doctrine may end up doing more harm than good. Overcompliance can so stress the examiner as to impair her ability to make a sound decision based on the information she does process. Overcompliance further prices inventors out of the patent system, causing its own set of societal harms. These harms from overcompliance are discussed below.

A. Overcompliance Causes Detrimental Information Overload

The inequitable conduct doctrine is focused on getting quality information before the USPTO. The doctrine requires only material information be submitted. The patent applicant is not required to submit “information which is not material to the patentability of any existing claim.”
  The doctrine places no weight on the quantity of information placed before the patent examiner. In fact, the doctrine invites the applicant to thin her submissions by not requiring the submittal of cumulative information.
 

However, as established above, the doctrine incentivizes the patent applicant to err on the side of quantity.
 Applicants make the safe play and overcomply. They disclose all of the information within their possession that is remotely relevant to the claimed subject matter. The doctrine, therefore, causes examiners to receive additional quantities of information that are increasingly immaterial to the task at hand—determining patentability.

The patent examiner, with this additional information generated by overcompliance, can experience information overload. Information overload occurs when a decision-maker cannot naturally process the information in their possession in an allotted time without a high likelihood of making mistakes.
 The chances of overload are particularly high when the information is highly technical or complex.
 Examiners are overworked, with an increasing number of patent applications to examine in an ever-decreasing amount of time.
 And the information they must process—the application and prior art—is technical by definition. Adding information submitted by the applicant to the mix, particularly large amounts of information from those who overcomply, plays a significant part in overloading the examiner.

Information overload can negate any benefit in patent quality gained by the inequitable conduct doctrine. When overloaded, an individual has difficulty identifying information relevant to the decision-making task at hand.
 An individual may overlook the most critical information.
 The overloaded examiner must choose where to allocate her finite examining time. She may have to choose which of the submitted references she will read.
 In the overload situation, the submitted information becomes increasingly immaterial, meaning the examiner will waste at least some of her time reading non-material information.
 The bigger the haystack, the more lost a needle becomes. 

Information overload can even cause the examiner to become so overwhelmed that she does not even attempt to sift through the applicant’s submissions.
 She ignores them completely. The benefits of the additional, relevant information the doctrine generates are lost in the sea of information.

The harm from information overload can go beyond wiping out the doctrine’s quality gains. In an attempt to process all of the information, the examiner simplifies her processing strategy.
 This results in poorer decisions because fidelity is lost across the board—none of the information is properly processed.
 She loses her ability to identify the relationship between details and her overall perspective on the decision at hand.
 She becomes stressed, confused, and generally cognitively strained, impairing her ability to think analytically.
 More becomes less.

Empirical studies indicate that this analysis holds true even if the additional information is as material as that already submitted.
 That is, the increase in quantity still overwhelms the decision-maker even if the additional information is of high quality. The materiality of the additional information is irrelevant to the information overload scenario. The overwhelming volume of the information degrades the examiner’s ability to reach a proper decision.

B. Results in Socially-Wasteful Costs

As previously stated, the costs of overcompliance are small when compared to the costs of being found non-compliant. To the patentee and the attorney, spending a few thousand dollars, even tens of thousands of dollars, and delaying the issuance of the patent is miniscule compared to losing a full family of patents, paying attorney fees, facing exposure to antitrust liability, risking possible bar discipline, and so on. However, this is the private, internal cost-benefit analysis. 

The answer to the question of costs is very different when looked at in terms of the big picture. That is, is this spending beneficial to the public? The answer is no, given that overcompliance artificially increases the price of patent procurement, and the extra dollars spent going beyond what is required under the inequitable conduct doctrine add nothing to the quality of the patent examination. In fact, as discussed above, the submission of additional information, particularly immaterial information, actually hampers the examination process by creating information overload.
 Overcompliance is socially wasteful spending.

These additional costs can also create another harm—pricing out potential patentees. The costs of compliance are not significant. In most cases, they may constitute, at most, one percent of the total cost of obtaining a patent.
 However, price tolerances for patenting can be extremely sensitive, especially for individual inventors or small companies.
 Each increase in the cost of patenting can deter these would-be inventors from inventing altogether, or, prompt them to choose trade secret protection in lieu of patenting.
 Both of these options are disadvantageous, possibly robbing society of the next great invention or hiding the details of that invention from the general public. 

One option for these individuals, for which compliance is too costly, is to undercomply.
 But given that the patent attorney has significant individual interests at stake, the attorney is unlikely to play along. In fact, the professional advice to patent attorneys is to “avoid being pressured by clients to compromise [their] ethical duties.”
 Furthermore, the cost of compliance with the doctrine is likely not transparent to the cost-sensitive applicant. The cost is simply included in initial quote for the cost of getting a patent. The small inventor has no practical choice to forgo compliance.

VI. Using This Framework to Reform the Inequitable Conduct Doctrine

The benefits of constructing a modern framework for the inequitable conduct doctrine are two-fold. First, the framework identifies ways in which the doctrine can be beneficial and detrimental. From there, reforms can be targeted, attempting to maximize the positive aspects of the doctrine and minimize the negative ones. Second, the framework provides a workable model upon which current concerns and suggested reforms can be vetted. And given that the framework established is utilitarian based, it is much easier to address recent criticisms, which all have a utilitarian bent.

This Part uses the analysis previously performed to do both of these things. Reforms are initially suggested to remedy the overcompliance currently provoked by the doctrine. The extent of the remedies for violating the doctrine needs to be reduced, a specific intent standard separate from materiality must be maintained, and the submission of immaterial and cumulative information discouraged. The positive aspects of the doctrine should, however, not be lost, and so, the materiality standard must remain broad. 

Next, the Article’s framework is applied to the two most common criticisms regarding the doctrine. The duties under the doctrine should not be expanded to include a duty to search or provide relevancy statements. Such duties are likely to overload the examiner, price inventors out of the patent system, shift the burdens of examination away from a low cost provider, and destroy the benefits of independent review. Finally, if the reforms proposed in this Part are adopted, a reduction in litigation costs follows. Thus, there is no need for any specific reforms to address this perceived problem.

A. Reducing the Likelihood of Overcompliance

The cost of non-compliance can be reduced, the ambiguity surrounding the doctrine can be minimized, or the costs of overcompliance can be increased. All three options are suggested below. 

1. Minimize the Remedy  

The current remedy is incredibly severe—truly an “atomic bomb.”
 One way of reducing the amount of over compensation is to minimize the costs associated with non-compliance. It is the high cost of not complying that, in part, drives applicants to overcomply.
 The question is to what extent should the costs of non-compliance be reduced. How far should the available legal remedies and associated legal and extra-legal costs be reigned in? 

A good place to start is to tie the legal remedy with the harm non-disclosure does to patent quality. Failure to disclose material information hampers the examination of those patent claims to which the material is relevant.
 The remedy should be adjusted accordingly. No longer should a finding of inequitable conduct render the whole patent, and possibly related patents, unenforceable. The remedy should mimic a finding of invalidity—only those claims to which the undisclosed information is material should be rendered unenforceable. The patent holder can then control her exposure by subjecting only asserted claims to a finding of unenforceability.

The legal remedies could be reduced further, taking the form of a monetary remedy, for example. A finding of inequitable conduct could result in a fine or the damage award for infringement could be reduced. The problem with swinging this far in the other direction is that, by taking the patent out of harms way, the applicant may undercomply. The fine or potential reduction in damages could simply be folded in with the cost of enforcing the patent. And to make monetary damages effective, the amount would have to be adjusted in light of the potential upside—monetary and injunctive remedies—to the patent holder benefiting from successful enforcement. This introduces uncertainty into the remedy regime, which makes it even more difficult to predict the extent to which applicants will comply.
 Adjusting the monetary remedy is an imperfect way of getting at the patent’s value to the patent holder. If that is the goal, the simple solution is to find the asserted claims unenforceable. 

A final possible remedy is to give district courts the discretion in determining the remedy.
 The court can vary the equitable relief accordingly, from finding the whole family of patents unenforceable to denying injunctive relief. Discretion allows the district court to fine-tune the remedy to the facts of a particular case. But ex ante, when the applicant is trying to determine how to comply, the applicant has no idea what remedy a judge will choose. This introduces uncertainties of its own, which increases the variation in the levels of compliance. Furthermore, if the extreme remedy is still in play—unenforceability of a group of patents—rational applicants are still likely to overcomply.

2. Maintain a Specific, Independent Standard for Intent

The high costs unique to the patent attorney—potential disbarment, malpractice liability, and damage to reputation—may cause overcompliance to continue even if the remedies are reduced. The best way to reduce these attorney-specific costs is not through just changing the costs of non-compliance, but reducing the uncertainty in the doctrine, particularly as it pertains to the attorney. As the target—how to comply with the doctrine—becomes clearer, it becomes easier for patent applicants, and their attorneys, to tune their response to actual compliance.

The intent requirement in the inequitable conduct doctrine is the best candidate to reduce ambiguity. The materiality requirement is too complex for any reforms to provide much certainty because the standard for materiality and the underlying concept of patentability would need to be cleared up.
 Intent, in contrast, is a familiar doctrine, common across multiple legal fields. The clearer the standard of intent under the inequitable conduct doctrine ex ante, the easier it will be for patent attorneys to feel confident that they will be found in compliance.

The “bleed through” from the materiality finding is responsible for most of the intent doctrine’s current ambiguity. The recent conflict at the Federal Circuit over the intent requirement is evidence of this ambiguity.
 A finding of high materiality—the information was very material to patentability—is used as conclusive circumstantial evidence that the applicant intended to deceive the patent examiner.
 This type of analysis reduces the inequitable conduct inquiry into nothing more than a determination of materiality. It also makes it difficult for applicants, and their attorneys, to be confident that they are free from liability if they actually believe something is not material or if they unintentionally overlook information in their possession. Even if these facts are true, and they did not intend to deceive the USPTO, inequitable conduct will likely be found because of bleed through. 

This ambiguity leads to overcompliance. Applicants second-guess themselves, submitting information even if they personally believe the information is not material. 

To resolve this ambiguity and make the lack of intent a true safe haven, a specific intent standard that is distinct from materiality needs to be adopted. The 2007 Patent Reform Act contained such a provision.
 With such a requirement, patent applicants, and particularly attorneys, can better tailor their conduct to meet the doctrine’s requirements. If they do not intend to deceive the USPTO—they truly believe that undisclosed information is not material, for example—they can be pretty sure they will not be found liable. 

This solution does not create absolute certainty. Circumstantial evidence is still available to establish intent, and it should be. If the doctrine required direct evidence, it would be near impossible to establish inequitable conduct, resulting in massive undercompliance.
 However, removing the ability of accused infringers to piggyback an intent finding based on materiality still reduces a significant amount of the ambiguity in the doctrine.
 The more certain a path towards compliance, the less one overcomplies. Establishing a truly independent intent standard goes a long way in providing that certainty.

3. Prohibit the Submission of Cumulative and Non-Material Art

Even with a reduction in costs and a clearer legal standard, the incentive to overcomply likely remains. This incentive does not come solely from fear of the costs of non-compliance. Instead, it is also driven by the fact that overcompliance—submitting all information in the applicant’s possession without reviewing for materiality—can still be the cheapest way to comply. Reading and evaluating a reference is the most attorney intensive, and thus expensive, part of submitting information to the USPTO. Thus, even if costs of non-compliance are reduced, applicants may still overcomply because it is the least costly type of compliance. Information overload, therefore, continues.

Currently, an applicant who overloads the USPTO with immaterial or cumulative information does not commit inequitable conduct.
 Even if the large volume of submissions effectively “buries” a particularly material reference, the applicant does not per se commit inequitable conduct.
 Some district courts have used such activity as circumstantial evidence of intent.
 But none, yet, have gone any further.

The potential solution is two fold. First, the intentional submission of immaterial or cumulative information should be actionable under the doctrine. This addresses the most egregious overloaders—those who are truly trying to bury the examiner with information they know is irrelevant. This does not, however, address those who are simply grossly negligent in their submission methodology by not reading references, or barely reading them, and then submitting them. 

The second part of the solution is to actively enforce existing USPTO disciplinary rules that require applicants to read information before they submit it to the office. Rule 10.18(b)(2) requires patent attorneys to make an “inquiry reasonable under the circumstances” as to why a paper is submitted.
 The rule requires the patent attorney to represent that “[t]he paper is not being presented for any improper purpose, such as to harass someone or to cause unnecessary delay or needless increase in the cost of prosecution before the [USPTO].”
 Failure to comply with this rule risks the validity of the patent and sanctions against the attorney.
 If this rule were actively enforced, it would incentivize applicants to read information before submitting it, with an eye toward not overloading the USPTO. Enforcement of this rule would temper the amount of low-cost overcompliance.

B. Maintaining an Independent and Broad Materiality Standard
The inequitable conduct doctrine needs to maintain its positive effects on patent quality as well. To do this, the standard for materiality must stay independent of the standard for invalidity. That is, “materiality” need not require that the withheld information actually render a claim invalid.
 

Requiring the submission of information that establishes only a prima facie case of invalidity, but does not make a conclusive case, broadens the patent quality gains under the doctrine. This standard includes information that is extremely relevant to the patent examination, but still broad enough to create spillover benefits. The more information required to be submitted, the larger the knowledge base of the patent attorney and greater the benefits from this increased knowledge.
 This broad information base also increases the second-order information production benefits to examination. The examiner gets more information that may lead to additional relevant information or thinking that, in turn, produces a better examination.
 However, this information base would not be so large and its relevancy not so tenuous as to significantly increase the likelihood of information overload.

In addition, if materiality were limited to claim-invalidating information, the inequitable conduct doctrine would become redundant during litigation. A finding of inequitable conduct may have secondary, legal cost effects on the patent holder. But once the claim is found invalid, the damage to that claim is done—the claim is no longer valid and thus cannot be enforced.
 The value added by the doctrine is minimized greatly by equating the materiality standard with validity.

C. Avoiding Expansion of the Duties Governed by the Doctrine

Some critics question whether the duties governed by the doctrine should be expanded to include a duty to search and provide relevancy statements about submitted information. The 2007 version of the patent reform legislation contained a provision that gives the USPTO authority to require an applicant to do a search and inform the USPTO as to how the application is patentable in light of the search results.
 The pending IDS rules proposed by the USPTO require relevancy statements in certain circumstances—again asking the applicant to link the submitted information to the application’s claims.

Expanding the applicant’s duties to include either of these—searching or relevancy statements—would dramatically increase the cost of compliance. To perform a search in-house or request a search from an outside firm costs between $2,000 to $3,500.
 Relevancy statements, which require the applicant to identify the relevant portions of the submitted information and distinguish the disclosed invention, are even more costly, ranging from $12,250 to $20,000.
 These costs become more significant when compared to the typical cost of patent prosecution; they dwarf the cost of preparing and filing a typical patent application, which ranges from $6,600 to $15,000.
 The ambiguous nature of these duties—how many databases to search, whether the search needs to be updated if new information is discovered during prosecution, whether new searches are required if the claims are amended—magnify these costs.
 When the tendency to overcomply because of the legal and extra-legal costs exacted by the inequitable conduct doctrine is added, the costs of expanded duties become even higher.

These high costs could temper the current environment of overcompliance by making excessive disclosure cost-prohibitive.
 This can reduce the problem of information overload. The additional duties can also magnify the patent quality effects of the inequitable conduct doctrine. The patent attorney would be exposed to more relevant information, making her think more about the patentability of the application, and increasing the amount of quality information before the examiner.

These gains are unlikely to be realized, however. First, even normal compliance with these additional duties is likely to overload the examiner. While these duties do provide a plethora of new information on the examiner, there is no mechanism to give her additional time to process it. The new information does not only come in the form of new references, but analysis by the patent applicant if relevancy statements are also required. 

The high costs of compliance will likely not cause the applicant to undercomply with the doctrine. The patent attorney has a personal interest in complying that goes beyond a single client’s interest in getting a patent at a low cost. Again, patent attorneys are advised to not “be[] pressured by clients to comprise [their] ethical duties.”
 This means that applicants will be forced to pay the high fees to comply or forgo patenting altogether. By essentially doubling the cost of obtaining a patent, the expansion of duties may price potential inventors out of the system altogether, which either deters the formal invention process or pushes it outside the patent system and into the realm of trade secret.

Finally, making the applicant essentially perform the examiner’s job—searching and textually analyzing patentability based on the search—is socially inefficient. Having applicants evaluate and produce information already in their possession makes sense because they are the lowest cost provider even if they are not good at analyzing patentability.
 But, having an applicant conduct searches, something in which she is not necessarily an expert, is a poor use of resources. Searching, and in particular searching the invention’s field of technology, is the examiner’s profession. If more searching is required, the examiner is the one to do it. 

Maintaining the independence and second-review benefits of examination is also a goal.
 An examiner is unlikely to do more than verify the applicant’s patentability analysis under these new expanded duties. New examiners will not have the opportunity to gain search skills in a patent system where searching is done by the applicant, and independent review becomes even more of a fallacy.

D. Reducing Litigation Costs as a Result of the Proposed Reforms

A final concern regarding the doctrine that needs to be addressed is litigation costs. Critics assert that the doctrine is alleged too often and too costly to litigate.
 The reforms already mentioned, while not eliminating the litigation costs entirely, greatly reduce them. Thus, no additional reform is needed to address this problem.

Most of the reforms aimed at reducing overcompliance also make the inequitable conduct defense less attractive to assert. The breadth of remedies would be reduced, with only individual claims being exposed to unenforceability. Specific, independent evidence of intent would be required to prove inequitable conduct. Both of these changes weaken the doctrine, making it harder to prove and the rewards less tantalizing. This would decrease the rate of assertion.

Declining to expand the duties under the doctrine would also keep litigation costs down. The more theories of liability under the doctrine, the more opportunities for an alleged infringer to assert the defense of inequitable conduct. As the duties under the doctrine increase, the easier it becomes for a defendant to find at least one plausible theory of inequitable conduct. The defendant is also able to keep the claim alive longer during litigation. By keeping the duty focused on information within the applicant’s possession, the doctrine does not open up new doors through which the defense can be alleged. 

Some of the reforms could increase litigation costs. If materiality were tied to the question of validity, the doctrine would no longer be an independent litigation tool. It would become infrequently litigated because of the need to prove invalidity as a predicate. So maintaining the distinction between materiality and validity does forgo one option for saving litigation costs. The addition of a theory of inequitable conduct based on intentional submission of immaterial or cumulative information will likely spark some additional allegations of inequitable conduct. As the liability theories expand, so does the room for the doctrine’s assertion. 

On net, however, these reforms would constrict the scope of the doctrine, thus litigation costs overall will decrease. In addition, this concern may not sit within the broader utilitarian goal of patent law. Gains in patent quality caused by the suggested reforms would likely outweigh the negative impact from the already high cost of litigating the doctrine. The breadth of positive impact is so much greater—affecting every patent and patent examination—than the small percentage of patents that are actually litigated.

VII. Conclusion

One of the most pressing questions in the U.S. patent system is how responsibilities should be shared between the inventor and the USPTO when examining a patent application. The inventor wants to externalize costs by burdening the USPTO with the majority of the work and the USPTO, similarly, wants the inventor to internalize as much of the costs as possible. The inequitable conduct doctrine, which governs the inventor’s duties during patent examination, sits at the center of this tension. The doctrine addresses when the applicant needs to assist in examination by providing information to the USPTO. The question has always been how much information needs to be provided. 

This Article exposes the complexity of this problem by constructing a conceptual framework by which to measure the inequitable conduct doctrine’s impact on the patent system. The doctrine can have a very positive impact on the system, by improving patent quality, but can also have tremendous negative impacts, by hindering examination and denying access to the incentive to invent. Knowing how the doctrine impacts the utilitarian goals of the patent system is crucial when determining how to tune the inequitable conduct doctrine. But understanding these dynamics tells even more about the patent application process and how examiners, applicants, and potential inventors are impacted by shifts in the cost-sharing of patent examination. This fundamental understanding, and the specific reforms it suggests, can help not only improve the inequitable conduct doctrine, but also the entire patent system. 
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�.	Thomas, supra note � NOTEREF _Ref97651402 \h � \* MERGEFORMAT �17�, at 333.


�. 	Id. at 333–34.


�. 	Id. at 334.


�.	See Wagner, supra note � NOTEREF _Ref97654466 \h � \* MERGEFORMAT �143�, at 216–17, 221 (discussing penalties for underproduction of information and viewing the prosecution history estoppel doctrine as one of these penalties); cf. Scott R. Boalick, Patent Quality and the Dedication Rule, 11 J. Intell. Prop. L. 215, 221 (2004) (arguing that a strong dedication doctrine “improve[s] overall patent quality by creating incentives for good patent drafting at the earliest stages of the patent acquisition process, and long before litigation arises”).
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�.	See supra note � NOTEREF _Ref228031810 \h � \* MERGEFORMAT ��59� (identifying the various individuals beyond just the inventor who have a duty to disclose under the inequitable conduct doctrine).


�.	Empirically, examiners are at a “disadvantage in searching for non-patent prior art and foreign patents.” Bhaven N. Sampat, Determinants of Patent Quality: An Empirical Analysis 3 (Sept. 2005) (unpublished manuscript), available at http://-siepr.stanford.edu/-programs/SST_Seminars/patentquality_-new.pdf_1.pdf. Notably, the information examiners have access to is growing everyday. See MPEP § 901.06(a) (2007) (describing the resources available to patent examiners); The Scientific and Technical Information Center (“STIC”), available at http://www1.uspto.gov/web/-offices/pac/dapp/-sir/-stic/-brochure.-html (same); Iain M. Cockburn et al., Are All Patent Examiners Equal? The Impact of Characteristics on Patent Statistics and Litigation Outcomes, (Nat’l Bureau of Econ. Research, Working Paper No. 8980, 2002), available at http://www.nber.org/-papers/w8980 (describing the STIC). A vast amount of inventor specific material, or hard to find material in a given field, is just not accessible.


�.	Peter S. Menell, A Method For Reforming the Patent System, 13 Mich. Telecomm. & Tech. L. Rev. 487, 504 (2007) (“Similarly, since this is a new patent field, examiners have relatively little training in this area, there is little or no patent prior art, and time and database constraints severely limit the ability of examiners to search non-patent prior art.”); Cockburn, supra note � NOTEREF _Ref97961879 \h � \* MERGEFORMAT �156�, at 6 (“In very young technologies, or in areas where the USPTO has just begun to grant patents, there may be very limited patent prior art.”).


�.	This information is unlikely to be found in any database available at the USPTO. See, e.g., supra note � NOTEREF _Ref97961879 \h � \* MERGEFORMAT �156�. 


�.	See infra Section � REF _Ref102126651 \w \h � \* MERGEFORMAT �IV.C� (detailing the costs of submitting information to the USPTO).


�.	See supra Section � REF _Ref102126689 \w \h � \* MERGEFORMAT �II.A� (noting how the current doctrine does not include a duty to search).


�.	See supra note � NOTEREF _Ref102126711 \h � \* MERGEFORMAT �145� (explaining how the inventor is in the best position to know the most about her invention). 


�.	See, e.g., In re ICON Health & Fitness, Inc., 496 F.3d 1374, 1379–80 (Fed. Cir. 2007) (looking to folding bed art to invalidate an application directed toward a folding treadmill).
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Judge Linn, in a recent concurrence, called for an en banc review of the intent standard in order to clarify the standard and identify acceptable evidence to prove intent. See Larson Mfg., 2009 WL 691322, at *20.
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