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To lose firm ground foonce! To float! To err! To be madlithat was
part of the paradise and debauchery of former ages, whereas our bliss is
like that of the slpwrecked man who has climbed ashore and is standing
with both feet on the firm old eadimarveling because it doestriwb up
and down

8 Friedrich Nietzsche

We are all textualists now.
8 Hon. Marjorie Rendefl

1. FRIEDRICH NIETZSCHE, THE GAY SCIENCE 60 (Bernard Williams ed., Josefine
Nauckhoff & Adrian Del Caro trans., @#ridge Univ. Press 2001) (1888).
2. Marjorie O. Rendell2003 A Year of Discovery: Cybergenics and Plain Mea
ing in Bankruptcy Case49VILL. L. REV. 887, 887 (2004)see als Jonathan R. Siegel,
Textualism and Contextualism in Administrative |.&&B.U. L. Rev. 1023, 1057 (1998)
(Aln a significant sense, we are alutde-textualists now.
ly ... make no distinction between words in the texa atatute and words in itsgiela-
tive historyd are sur elGommowaw CoortsifhgCGiaiti ng Antonin Sca
Law System: The Role of United States Federal Courts in Interpreting the Qtaorstit
and Laws in A MATTER OF INTERPRETATION FEDERAL COURTS AND THELAW 3, 31



2009] TRADEMARK DEFENSES IN A "FORMALIST" AGE 899

l. INTRODUCTION

Numerous articles decry the expansion of trademark law. This Article
assumes the premise that these critiques are valid and asks what courts can
doinresponse The answer may be, no¢- much. The #fc
tices that expanded trademarkdés scope are n
adequate countervailing defenses.

|t i's by now commonplace to observe that
considerably in theakt century. A oncelimited remedy designed taop
|l ice the false fipassing offod af goods has m
ble of targeting mere references to popular brdn@sitics warn that
trademar kds expans i stfles $phechaadiceatess compet i ti on,
Apropertyo r i ghbsersed Whe eommentargaise offars e  d
range of potential reforms. Some suggest that courts should require plai
tiffs to prove that defendants engaged in
court will impose liabiliy.® Others argue that courts should weigh the e

(Amy Gutmann ed., 1997)) (footnote omitted)).

3. See, e.g.Robert G. BoneHunting Goodwill: A History of the Concept of
Goodwill in Trademark Lan86B.U. L. Rev. 547,592-615 (2006) (outlining expansion);
Jessica LitmanBreakfast with Batman: The Public Interest in the Advertising A8
YALE L.J. 1717, 1722 (1999). Thomas McCarthy,anham Act § 43(A): The Sleeping
Giant is Now Wide Awakes9 LAW & CONTEMP. PROBS 45, 46 (1996)( il n -a hal f
century, section 43(a) has undemgoan amazing transformation at the hands of tte fe
eral judiciary. Section 43(a) has risen from obscurity as a largely ignored subsection of
the Trade Registration Act in 1945nfaéro todayds unrival
competition. 0).

4. See e.g, Mut. of Omaha Ins. Co. v. NovaB36 F.2d 397 (8th Cir. 1987)f(a

firmingarulingthatads hi rt with the phrase fAMutant of Omahao in
Omhao mar k where a survey found that AfAten percent of
that Mutwa | 6goes alongd wit hshprach@ef3eanld22rinbtihng u s e) ; Litman,

enforcement of trademark c¢claims conaerning fAconfusi ol
ship or acquiescenceo) .
5. Glynn S. Lunney, iJ, Trademark Monopolies48 EMORY L.J. 367, 48586
(1999)( cr i ti ci zi ng -consideredileanal giniierthataetves simply to enrich
certain trademark owners at the expense of consumer s
ture, and the publicinteset mor e generall yo).
6. See, e.glisa P. RamseyDescriptive Trademarks and the First Amendméat
TENN. L. ReEv. 1095, 1101 (2003farguing that protection of descriptive trademarks fails
the Central Hudsoncommercial speech test).
7. See, e.gMark A. Lemley, The Modern Lanham Act and the Death of Common
Sense108 YALE L.J. 1687, 1693 (1999]locating a tendency of courts to treat #ad
mar ks as assets in fa broader tremndn-towards Ooépropert
ney,supranote5, at 372 ( oyperowienr @ the bhetabthateipanied
trademark protection was necessarily desirable so long as the result could bee€haract
nzed as o)p.roperty. o
8. SeeMargreth BarrettJnternet Tral e mar k Suits and the Demise of ATr e
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fect of challenged practices on consumer search tasmphasize the
protection of a trademark hol derdés goodwi I
law,*® or apply stricter First Amendment scrutiny to &axrk law*

The underlying premise of many reform proposals is the belief that
courts have the ability to implement these visions by creating nee-trad
mark defense¥, be it with new safe harbors, new doctrines, or modified
defenses? In their attack on the tradenkause doctrine, for example,
Graeme Dinwoodie and Mark Janis express confidence that courts have
authority to craft more targeted defenses that will protect tradengark d
fendants who engage in socially beneficial activitfeheir sparring

Us 3 U.C.DAvIS L. REv. 371(20006); Stacey L. Dogan & Mark A. LemleyGroun-
ding Trademark Law Through Trademadse 92 lowa L. Rev. 1669 (2007); Uli Wid-
maier, Use, Liability, and the Structure of Trademark La®3 HOFSTRAL. REv. 603
(2004).
9. See, e.g.Stacey L. Dogan & Mark A. Lemleylrademarks and Consumer
Search Costs on the Internd Hous. L. REv. 777 (2004).
10. See, e.g.Bone,supranote 3, at 616 22; Michael GrynbergTrademark Litig-
tion as Consumer ConflicB3N.Y.U. L. REv. 60,116-17 (2008)
11 See, e.g.Ramseysupranote 6, at 1176 (AThe First Amendment req
government to revise the tradark laws to prevent registration and enforcementxef e
clusive rights ichRelokeca Tushnglrademaek Laweas Gosnme ) ;
cial Speech Regulatiopn8S.C.L. REv. 737,755(2007)( A Taki ng modeé&rn First Amen
ment doctrine seriously would hasgnificant effects on the Lanham Act, affectingeev
rything from the standard of prooftothefdi ni t i on of what counts as misl eadi

12 Unl ess otherwise noted, when | unse the term fidef e
compass any doctrine that a deferidaay invoke to defeat a trademark claim natwit
standing the plaintiffés ability to establish that a

13. See, e.g.Graeme B. DinwoodieDeveloping Defenses in Trademark Lal3

LEWIS & CLARK L. Rev. 99, 112 (2009) [hereintr Dinwoodie,Developing fensef

(A[ T]rademar k -beaved byvtbewévdlopment ofwreal defenses mamne ge

er al WiliandNicGeveran,Rethinking Trademark Fair Usé4 lowA L. Rev. 49,

115121 (2008)(proposing safe harbors); Mark P. McKendaademark Use and the

Problem of Source2009U. ILL. L. Rev. (forthcoming 2009) (manuscript at 7&yaia-

bleathttp:// papers.ssrn.com/sol 3/ papers.cfm?abstract __ioc

way to curb further expansion of trademark rights is to reizegadditional doctrines,

like functionality, that are outcome determinative without regard to consumer-unde

starding. Some existing defenses could be made more independent simply by ceasing to

condt i on the defenses on | adk of confusion. o) (footnot
14. Graeme B. Dinwoodie & Mark D. Janisgessons from the Trademark Use-D

bate 92 lowa L. Rev. 1703, 170809 (2007)[hereinafter Dinwoodie & Janid,essonk

(A[ O]l ur contextual approach contemplates that courts

as thg are called upon to balance cosibrravoidance values against other values in

new contexts. And we believe that the trademark statute provides them plenty of room do

s 0 . 0 Jnote( omittem);see alsoGraeme B. Dinwoodie & Mark D. Jani§onfusion

Over Wse: Contextualism in Trademark La@2 lowA L. Rev. 1597, 1616 (2007here-

nafter Dinwoodie & JanisContextualish ( A U. S. trademark | aw has |l ong re
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partners and ot commentators agree.

This Article takes issue with this faith and argues that efforts to reform
trademark law with new defenses lack a firm basis. At first glance, this
claim may seem inconsistent with the history of trademark law. Courts
nursed trademmr k 6s expansion by acting in the com
crafting judicial rules to respond to perceived needs. Even after the La
ham Act® filled the federal common law void left lBrie Railroad Co. v.
Tompkins'” judicial elabogtion of federal trademark \a frequently left
statutory text behind. Congress acquiesced by amending the lam-to co
form to judicial interpretation of the original statutedTay 6 s Lanham Act
permit® even if it does not compila robust federal trademark .

Just as trademark lialiji has roots in the common law, so too do
trademark defenses. Many of these defenses are now cddifiethe
pendulum has swung too widely with respect to trademark rights, might
courts employ similar Acommon | awd deci sion
to circumscribe trademark liability?
Perhaps not. We live in a different world, one in which judges are less
confident about crafting rules to supplement statutes, and the Supreme
Court routinely reminds litigants that the days of implied causes of action
arever®This reticence is manifest in the Cour
assetions of trademark rights beyond the express confines of the Lanham
Act.?! If these outcomes bespeak a more formalist, textualist approach to

extrastatutory defenses to statutory causesbfiaon. 0 ) .
15. Dogan & Lemley,supranote 8, at 1685 (AThe fact that Congress
explicit exclusions for some of these categories does not foreclose courts fromzecogni
ing others, particularly those that have long been implicit in trademark laeednadnost
of the exclusions and defenses in the Lanhand Aatluding descriptive fair ugebegan
ascommod aw doctrinesup@npotel3Mc&eve2an(iAFortunately, commot
law reasoning is alive and waétl tracemark law. Indeed, the entire structure of likelihood
of confusion resoning is extrastatutory. Just as courts created nominative fair use and
First Amendment bal ancing as common Il aw, t he
McKenna,supranotel3( manuscri pt at 78) (ACourts could d
comparative advertising has social benefit and is not infringeevamt if it causes some
confusion 60) (emphasis added) .
16. 15 U.S.C. 88§ 10511141n(2006).
17. 304 U.S. 64 (1938).
18. See infraSectionll.A.4.
19. 15 U.S.C. § 1115(b) (2006).
20. See, e.g.Stoneridge Inv. Partners, L.L.C. v. Scientiftlanta, Inc., 128 S. Ct.
761, 772 (2008f A [ | ]tled thatshers is &n implied cause of action only if the unde
lying statute can be interpreted to disclose the intent to create. one se& jnfraSec-
tionIll.A .
21 See, e.g.Moseley v. V Secret Catalag, Inc., 537 U.S. 418, 4331 (2003)

y coul
et ermin
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trademark law, so much the worse for defge innovations, which lack

the broadly worded atutory language that continues to nourish expansive

liability. Put another way, the swinging pendulum may have slowed
trademarkés spread, but past gains are safe.

Trademark defenses already enjoy an uypesatus in federal law.
Trademark liability rests on broadly worded text. The Lanham Ant co
tains two causes of action for trademark infringe@eiound in sections
32 and 43(a) of the statute. The first applies to infringement of registered
marks?® the seond sweeps more broadly to reach any use of a word,
symbol, or device that is likely to cause confusidoBy contrast, trae-
mark defenses are less expanéf/€he Act 6s statwtory defenses
pressly apply to the cause of action fegisteredmarks?®> While the g-
plication of these defenses to section 43(a) is arguably thxtegitimate,
either as an exercise of federal common law or as statutory construction,
there is little room for courts to go furth@r.

What does this mean for the future of #athrk law? If judges have
only a limited ability to create trademark defenses, then broadened trad
mark defenses may requicengressional action or reliance upon extrinsic

(holding that the federal dilution statugguired proof of actual dilution and not merely a

likelihood of dilution). Congress negated this holding by passing tademark Dilution

Revision Act of 2006, Pub. L. No.0B-312, 120 Stat. 173@amending scattered sections

of title 15 of the United States Cod®astar Corp. v. Twentieth Century Fox Film Corp.,

539 U.S. 23,387 (2003)( hol ding that the Lanhama-Actds prohibitio
tions of origin do not prohibuncred i t ed copyi ng seégenaralpinflaer 6s wor k)

Sectionlll.B.

2215 U.S.C. A 1114 (2006) (proscriching the fduse in
tion, counterfeit, copy, or colorable irion of a regjistered mark in connection with the
sale, offering for sale, distribution, or advertising of any goods or services on am-in co
nection with which such use is likely to cause confusion, or to cause mistake,eoeto d
ive. 0) .

23. 15U.S.C. 8§ 1125(a) (200¢)pr ohi bi ti ng use of f#Aany word, ter m,
or device, or .. any false designation of origin, false or misleading description of fact, or
false or misleadinggpr esent ati on of facto that iis likely to ca
mistake, or to dceive as to the affiliation, connection, or association of such person with
another person, or as to the origin, sponsorship, or approval of his or her goods, services,
or commerci al activities by another persono).

24. See infraSectionll.B.

25. 15 U.S.C. 8 1115(b) (2004%¥etting forth defenses to incontestable registered
marks);id. § 1115(a)(providing that defenses to actions involving incontestable marks
apply to those involving any registered mark).

26. See infraSectionIV.A.2; 5 J. THOMAS MCCARTHY, MCCARTHY ON TRADE-

MARKS AND UNFAIR COMPETITION827:19(4thed. 2009( i[ T] he st atutory Ode
§ 43(a) case are merely guidelines to ascertain the federanmon | aw ®ubstant
fensesdé to a A 43(a) claim.o).

fensesod
ive 6d
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sources of law, such as the First Amendment. Beyond that, the best hope
may be forcourts to roll back the expansion that they have paced- Co

gress may have given the courts a | ever witd.l
scope, but it is a lever that operates on liability, not defenses. And it is in
the open wordi ng o fity-drehtiag ptogisiohsatmt Act 6 s | i abi |
judicial flexibility, to the extent that it exists, is to be found.

Part |1 outlines the problem created by tr

limited role that current doctrine leaves for defenses. Part Ill identifies
tradencaarkndesn Al awo problem and explains why
that spurred trademarkoés advance is not nec
Part IV discusses the consequences for future trademark defenses. Part V

proffers potential solutions to the defense dileanttmat are rooted in the

text of the Lanham Act, while urging contin
expansion. My argument nonetheless concludes on a pessimistic note. The

doctrinal realities of modern trademark law make reform efforts based on

judicial acton unlikely to succeed.

Il. TRADEMARKGOS ENANDNIISHLOMITS OF
TRADEMARK DEFENSES

This Part explains the need for further development of tradeneark d
fenses. While broad and flexible doctrines set the scope of tradeimark |
bility, defenses to infringememtre comparatively narrow and rigid. 1o
sequently, they are often-#lquipped to act as a check against ambitious
plaintiffs.

A. Trademar kdés Expanding Scope

Trademarks and servicemarks perform the basic function of allowing
sellers to brand their goods andnsces’’ The Lanham Act protects
marks by providing causes oftai on when a junior wusero6s mark
cause confusion with that of the senior fSer.

27. 15 U.S.C. § 1127 (200&¥efining trademarks and servicemarks). Unlessrethe

wi se noted, this Article uses the term fAtrademar kso
servicemarks.

28. Seel5USC. 81114 (establishing liability for conduct t
confusi on, or to cause mi st ake, or to decei veo wi t
§1125(a)(1)(A) (creating liail y under Acommon | awd trademark infring

f or ¢ ondukelyto tatsa tonfusions or fo cause mistake, or to deceive as to the

affiliation, connection, or association of such person with another person, or as to the

origin, sponsorship, or approval of his or her goods, services, or commercial activities by

anottr persono). Though state | aws may, and someti mes
federal sttute (subject to preemption principles) VBCCARTHY, supranote 26, § 22:2,
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A trademark plaintiff must meet several conditions for a successful
claim. First, she must possessalid trademark. This requirement enczo
passes the questions of markrnenshi@ as determined by prior use or
registratio’®@ and mark eligibility. The mark must be able to identify and
distinguish goods and services in the marketplace, while avoiding gariou
exclusions to trademark statifs.

If the senior user has a valid mark, she must establish that the defe
dant is using it (or something similar) in a manner likely to caussuo
er confusiort* which raises the difficult questions of what consum
must ke confused about, wh@onsumer confusiors measured, and how
do we measure it?

Today, plaintiffs have an easier time clearing the hurdles described
above. While courts have expanded the potential scope of trademark
claims, they have been less diligenbaberecting barriers to potential
plaintiff overreabing.

The story of tr a-tld and wik anly beggunmwt h i s of t
rized briefly in this sectio® The key point for present purposes is that
this growth was largely a judicial creatidhJudges gae expansive inte
pretations to seemingly restrictive statutory text, anag@ess gave its
blessing to the results.

1. What May Be a Trademark?

Feder al trademark protectiomr- was once | im
marks, which encompassed inherently distinctivarke and excluded
trade names or dress regardless of the acquisition of secondary meaning
(i.e., association by consumers of the identifying device with a single
sourcef** Today the Lanham Act broadly defines tamhrk to include

today most state law unfair competitiastions parallel their fieral counterpart4 id.
§2 3 : 1 M&sOcouts) in analyzing a claim of infringement based on both federal and
state | aw, wil!l apply to both a single analysis of ¢t
29. 15 U.S.C. § 1057(c) (2®) (declaring registration of a mark to give nationwide
priority subject to rights of prior userspgicants, or foreign registrants meeting certain
conditions).
30. 15 US.C. 8112{ decl aring that trademar ks and servicema
di st i mapdsiasdisérvices)d. § 1052 (sting forth registration requirements and
bars to registration).
31 15U.S.C. 881114, 1125(a)(1).
32. For some sources telling the tale, sapranote3.
33 See,egUS. Trademark AssoO6n TrRepgpgamdRe&k Revi ew Commdn,
ommendations to USTA President and Board of Direcf§ RADEMARK ReEP. 375, 376
(1987) [hereinafter USTA Report] (Aln the 1970s the
into a potent, fareachingcommercial Bill of Rights for the honest busisea n . 0 ) .
34. 1 McCARTHY, supranote26,A 4: 5 (fAUnder archaic usage, mar ks t
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Aany word, nra ndee,v i scyemb oolr, aony combination the
distinguish goods in the marketplaterrom this point of departure, the

Supreme Court approved trademark protection for c8l@msd unregi-

tered, but distinctive, trade dre¥dn the latter case, the Courtdso -

inherently distinctive were nweepmptectetiasct ed as 6étechni

6trade namesdé under the | aw of o6unfair competitiondé

id A 4:12 (iAiThe Lanham Act of 1946 integrated the two

(technical trademar ks and t rkasdée annmadmetsr)e atciang itnhgenbot h
I

in essentiall yidt§B:& (nairmthat lamaf onfaie competjtion emco
passed trade dress and fA[a]l]s with archaic oO6trade nan
| aw of déunfair competitomdadr vl wagsi mg@lu.i rEar Ipy ofod d erf ¢
trademark statutes restricted registration to these technical tradeidag&:3; 1 WiL-
LIAM D. SHOEMAKER, TRADE-MARKS: A TREATISE ON THESUBJECT OFTRADE-MARKS
WITH PARTICULAR REFERENCE TO THELAWS RELATING TO REGISTRATION THEREOF236
(1931) (APhysical characteri stiuperfatufes an articl e, i ts
of containers or wrappers cannot be subjeckolusive appropriation... . 0) .
35. 15 U.S.C. § 1127cf. RESTATEMENT (THIRD) OF UNFAIR COMPETITION, § 16
cmt.a (1995 AWi th the abandonment of the distinction bet w
and other indicia of source, the protection of distinctive packaging and product design has
beenhc or porated into the gener al |l aw of trademarks. o) .
36. Qualitex Co. v. Jacobson Prods. Co14 U.S. 159 (1995). The Court dismissed
the possibility that permitting colors to be trademarked would give rise to too many suits
or inhibit competition by depleting the supply of available colors in the marketpthce.
at 167-70. To be sureQualitex nodded at the concern by suggesting that secondary

meaning was required for color to function as a mitka t 163 (AWe cannot find in th
basic objectives of trademark law any obvious theoretical objection to the use of colo
al one as a trademar k, where that color has attained

identifies and distinguishes a particular brand (anc
Court later clarified that it did intend to so hold. Wart Stores, Inc. vSamara Bros.,
529 U. S. 205, 211 (2000) (Al ndeedscolowsi t h respect t
we have held that no mar k c¢ armQualitexet4Ulse i nherently
at 16263)). Compare 1 SHOEMAKER, supra nhote 34, at 163 (AWhether mere co
constitute a valid tradmark may admit of doubt. Doubtless it may be, if it impriessed
in a particular design, as a circle, square, triangle, a cross or a star. But the authorities do
notg furt her withiNarRMAN tFhHESSELTNE A DIGEST OF THELAW OF
TRADE-MARKS & UNFAIR TRADE 81, 8182 (1906).

37.iTrade dresso is undefined by tme Lanham Act, bu:
pass the trademark functions performed by product paadkaayid/or desigh i.e., the
total marketplace presetibn. RESTATEMENT (THIRD) OF UNFAIR COMPETITION 8§ 16
cmt.a(1995) AiThe term O6trade dressd pprarapdebren used to descr
image of goods or services as offered for sale inthéetal ace. 6) . The question at i sc¢
in Two Pesos, Inc. v. Taco Cabana, Im@s whether trade dress may be inherenty di
tinctive, that is, be treated as a trademark without evidence that consumers had come to
associate the trade dress with a single source.dlternative was first to require evidence
that the dress had acquired fAsecondary meaningo with
Inc. v. Taco Cabana, Inc505 U.S. 763, 765 (1992Yhe Court held that secondary
meaning was not requiredd. at 776. The Gurt later held, however, that secondary
meaning was required if protection is sought for an allegedly distinctive product design
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spite a strong textual argument that pcbte of unregistered trade dress

fell outside the L &dusteerStepensvéhemanle i gi nal scopeée
the agument, nonetheless concurred in the result, in part because the then

recent amendment of tret at ut e i ndicated @ongressds supfr
tion.3

2. About What Must Consumers Be Confused?

Justice Stevens based his skepticism of strong trade dress protection on
section 43( a) 0 s eswiated babilityad defendaxts who whi c h r
Aaffi xor aasprprieyx,, or us e corigm “BThesstats e desi gnati on
tory text strongl y geagndhicoegd indofareas fAor i gi n0 me e
it provided a cause of aadntthetealtyiby any per sol
falsely indicated as that of origiar theregion in which said locality is
s i t u‘Andiddeat, for a time, practitioners perceived the scope of the
cause of action as narrd@Secti on 43(a) also had p
description or representationaded whi c
dress®

rohi bit e
h | ackec

(as opposed to packaging). \AMArt Stores, Inc., 529 U.S. 205 (2000).

38. Two Pesos505 U.S. at 7779 (Stevens, J., concirg in the judgment)id. at
781 (fAEven t hougxXpangioh ef tht categonies aordainedtins8643 (&) is
unsupported by the text of the Act, | am persuaded that it is consistent with the general
purposes of the Act. OoOpf WhisktécsesolB¢ewhansdssmmrgaimeat i
Two Pesogoncurrenceid. at 776 (Scalia, J., conging), Justice Scalia acknowledged
its force in his later opinion for the Court Dastar, noting that fAa case can be mact
a proper reading of § 43(a), asongp | | y enacted, would rfreat the word 6c
ring only oO0to the geographi c 0Dasta,®39iUSn i n which the g
at 29 (quotingfwo Pesos505 U.S. at 777 (Stevens, J., concurring in the judgment)).

39. Two Pesos505U.S.at76 ( St evens, J. concurring in the jud
with this transformation, even though it marks a departure from the original text, because
it is consistent with the purposes of the statute and has recently been endorsed by Co
gress. o0). C8pgcrcesscadded | anguage that fdAmake] s] expli
prohibits 6any word, term, name, Gytmbatd ,i ®©r devi ce, |
likely to cause confusiond. at 783(quoting 15 U.S.C. § 1125(a)).

40. Trademark (Lanham) Act df946, ch. 540, § 43, 60 Stat. 427, 441 (current ve
sion at 15 U.S.C. § 1125 (2006) (emphasis added).

41. 1d. (emphasis added3ee alsdMicCarthy,supranote 3, at 4748 (observing that
a restrictive viewof 83 ( a) was ficonventional wisxdom in 19460 and
pansive possibilities of section 43(a) were only vagl

42. McCarthy,supranote3, at 52 (Al n 195e8ondCreuteze Cl ar k of the ¢S
mar ked of section 43(a) that O6the bar has not yet re
tuu ory proov.i si on. 6

43. Lanham Act § 43, 60 Stat. at 44durrent version at 15 U.S.C. § 1125 (2006))
That is, a trade dress does not seemtabe af fi xed Adescri ption or represen
tainly not the sort of trade dress at issudwo PesosSee Two Pesp8§05 U.S. at 778
(Stevens, J., concurring in the judgment) (arguing that the language served only to police
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Similarly, the original cause of action for infringement of a registered
trademar k onl y e x teggodecwod, courterfeit,ltapy, use of a #Ar
or colorable imitation of any registered ma
A ¢ a u s usioncoomsfake or to deceivpurchasersas to thesource of
origin of such goods or service® Subsequently, Ggress dropped the
purchaser limitation and origin language, provoking interpretive debate as
to the 1962 amendmentods significance.
From these statutoryoots, federal liability blossomed. Courtg-e
tended the section 43(a) cause of action to reach beyond designations of
origin to encompass situations pertaining to confusion of suscepm-

false advertising and the comon law tort of passing offBut see idat 787 (Thomas, J.,
concurring in the judgment) (arguing that the language encompasses trade dress prote
tion).

44. Lanham Act § 32, 60 Stat. at 437 (current version at 15 U.S.C. § 1114 (2006))
(emphases added).

45. Act of Oct. 9, 1962, Pub. L. No. 8772, sec. 17, 82, 76 Stat. 769, 773 (current
version at 15 U.S.C. § 1114 (2006))jhe USTA Report noted that courts took the

amendment to mean more than it did. iThe change was
paralel to a similar change being madgiadioni n Section 2(d),
bar for marks that were likely to cause confusion and was amended to by deleting the

Apurchaserso term Ato make it cl eagactualhat the provisic
purchaser s. 0supadhdted33, Reaptor3 7 8. Il nstead, ffa number of CC

viewed the deletion as evidence of Congressional intent to broaden the test for likelihood
of confusion. Now, they sayhe Act is designed to prohibit confusion of any kind, not
merely of purchasers or culdCanpaeClkeckpor as t o source o0
Sys., Inc. v. Check Point Software Techs., 1869 F.3d 270, 295 (3d Cir. 200Q0)A [ W] e
agree with the view h at Congressds amendment of the Lanham Act
trademark protection to include instances in which a mark creates initial interest conf
s i o nithd&lec. Design & Sales, Inc. v. Elec. Data Sys. Corp., 954 F.2d 713, 716 (Fed.
Cir. Ve @t colistrue this deletion to suggest, much less compel, tichepu
ercof usi on is no | onger the primary focus of the inqui
46. McCarthy,supranote3, at 53152;id.at 59 ( AWhi | eth¢ woids expansion of
source was criticized as unwise, by the early 1980s it had become a firmly embedded
reality. o) (footnotes omitted). Professor McCarthy e
The phrase fAfalse designation of origind was tho
false advertising of geographieigin. The first expansion of the mea
ing of Aforigino to include origin of source, spor
the classic trademark sense, came in 1963. In that year, the U.S. Court
of Appeals for the Sixth Cirtwuit held that dAori gi
geographic origin but al so Ato origin of source
seemingly simple new spin put on the word fAorigi:H
on a whole new chapter in federal unfair competition law. It heralded
the beginning of a new dimension of sent#B(a) as a vehicle to assert
in federal court a traditional case of infringement of an unregistered
mark, name, or trade dress.
Id. at 58 (footnotes omitted).



908 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 24897

sorship?” Other etensions stretched the concept of sponsorfioim a
form of endorsement or guarantee of quality to the mere permission to e
gage in a particular u$8 As a result, trademark holders may be able to
take control of merchandising markets in which a @aekg., a sports
team logo on a babkall ca@ is notserving as a source designation, but is
rather the product itseff. Other courts recognized claims based on pu
ported likelihood of consumer confusion that foreshadowed the later
enacted federal dilution statut@.

3. When Do We Measure Confusion?

Courts nowassess likely confusion at times other than the point of
purchase. For instance, courts adopting the theory of initial interest-conf
sion assign liability for cafusion even if it is dispelled before the point of
sale>! Courts have applied the doctrineaaange of activities deemed to
have Adivertedod a consumerdés @gttention even
ing when she pays her mon®&yin other cases, the trademark causecef a
tion has provenabust enough to include confusion of Rpurchasers who
view a poduct after purchasg.

47. 4 MCcCARTHY, supranote 26, 8 24:6. ProfessoMcCarthy writes that section
43(a) was originally seen as a minooyision that might be helpful in false advertising
casesld. § 27:7.
48. See, e.gsupranote4.
49, In such cases, the purchaser of thp isaattracted to the trademarked logo not
because he believes that the mark owner is the physical source of the hat, but because he
wants a hat with that particular logo. In this scenario, the logo is not a mark in tihe trad
tional sense, but rather an ispgensable feature of the product. Many courts allowetrad
mark holders to use the Lanham Act to restrict competition in the merchandising market.
See,eqgBoston Profédl Hockey Assdn v. Dall as Cap & Embl
1004 (5th Cir. 1975)see geerally Stacey L. Dogan & Mark A. Lemleyhe Mercha-
dising Right: Fragile Theory or Fait Accompli834EMORY L.J. 461, 47278 (2005)(sur-
veying judicial treatment of the merchandising right).
50. Under the current federal dilution statute, dilution cdosts two harms: di-
tion by blurring and dilution by tarnishment. Dil uti
from the similarity between a mark or trade name and a famous mark that impairs the
di stinctiveness 15dJS.Ct&la25(E)4xBoDilgion matanishment
is fAassociation arising from the similarity between
mar k t hat har ms t he r eldtdranexample of thrnishrheat f amous mar k. 0O
reasoning appearing in a likelihood of confusion caee, e.g.Pallas Cowboys Chee
leaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 205 (2d Cir. @§¥®)lding ds-
trict courtédés award of a pregidtirigecharacterswithi nj uncti on agai I
uniforms similar to that of professionalteédrs c heer | eader s) .
51. See, e.gGrotrian v. Steinway & Sons, 523 F.2d 1331, 1342 (2d Cir. 1975)
52. See infranotes102-104and accompanying textompareMcCarthy, supranote
3, at 50 (noting that saadstwidmr hd3IEed) idgeds acdti ccdyer Ab
53. See,egHer m s I nt ol V. Leder28F3d ¥4, P8r i s Fifth Ave.,
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4. Expansive Trademark and the Lanham Act

The judicial branchdéds | eading role in tra
problematic* Though the Lanham Act otains open provisions, it does
not grant courts common law authority over unfair cotitipea geneal-
ly.>> Yet many interpretations discussed above were, at least arguably,
hostile to the statuteds text and more cons
than statutory interpretatiofi.
To some extent, this is unsurprising. The LanhandAite the lawof
trademarks more generalljleaves much to the judicial imagination.
Most fundamentally, the basic fact question of whether consumers are
likely to be confused is a murky oneTr ademar kés root s, mor eover

(2d Cir. 2000)condemnig s al es of knockoff products dAfor the pur
prestige gained by displaying what many Vvisitors at
as a prestigi oMagtercaiftetsiClodk & Radi¢ Qou\o Yachergn &nzo
stantinLeCoultre Watbes, Inc.221 F.2d 464, 466 (2d Cir. 195k)

54. A point not lost on Justice Stevensliwo PesosSee supraote39.

55. SeeS.Rer. No. 79-1333 (1946)asreprinted in1946U.S.C.C.A.N.1274, 1276
77 (obsewing that trademark rights were once largely based in the common lawybut S

preme Courtés conclusion that federal common | aw doe
national markets, necessitated statutes that would creates national rights).

56. Theexpansiomf t he originalsioeactrieqmard3d ng) Gorprgoawno i s 01
example.See supranotes38-42 and accompanying text. For an especially tortured-inte
pretationo f AHoiokle loif ¢ o MBfouwsstioonn ,Por osf ebd Hockey Assdén v. Dal | &

Emblem Mfg., Inc., 510 F.2d 1004, 1012 (5th Cir. 1978)e court noted, in a case- i

volving sports team emblems:
It can be said that the public buyer knew that the emblemsaged
the teamsd symbols. Thus, it can be argued, the b
deceived. This argument misplaces the purpose of the confussion r
quirement. The confusion or deceit requirement is met by the fact that
the defendant duplicated theofected tademarks and sold them to the
public knowing that the public would identifythemasbng t he t eams b
trademarks. The certain knowledge of the buyer that the source and
origin of the trademark symbols were in plaintiffs satisfies the requir
ment of the act.

Id.

57. Courts have developed multifactor tests to guide the analy$¥C@ARTHY,

supra note 26, § 24:3043 (listing factors used by various circuits). For example, the

Lappfactors of the Third Circuit are:
(1) the degree of similarity between the owner
infringing mark; (2) the strength of the owner
the goods and other factors indicative of the care and attention expected
of consumers when making a purchasg;tf# length of time theed
fendant has used the mark without evidence of actual confusion arising;
(5) the intent of the defendant in adopting the mark; (6) the evidence of
actual confusion; (7) whether the goods, though not competing, are

o O
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in the common law? and common law practicasay well persist even

after the passage of a somewhat camensive federal statuté Finally,

courts were operating in what has been described as a less formdlist age

one in which courts were more |ikely to bend
confoomtoCongr esso6s perceived purposes even i f t
manifest from the words of the enacted legislatfon.

marketed througlthe same channels of trade and advertised through
the same media; (8) the extent to which the targets of titeip@ s 6 s al es
efforts are the same; (9) the relationship of the goods in the minds of
consumers because of the similarity of function; (10) othets sg-
gesting that the consuming public might expect the prior owner to
manufacture a product iin thgtodefendantds mar ket ,
expand into that market.
Interpace Corp. v. Lapp, Inc., 721 F.2d 460, 463 (3d Cir. 1983).
The number andgt times, vagueness of these tests leave them open to manipulation
by the factfinder, particularly a factor like good faith, which lacks a necessary nexus to
existence of likelihood of confusion. Grynbemypra note 10, at 69. In an empirical
study of the various circuitsé appliacati ons of the te¢
tively smal/l number of factors predominate, l eaving
once a determination is made based onctitecal factors.Barton BeebeAn Empirical
Study of the Multifactor Tests for Trademark Infringeméa CALIF. L. REv. 1581,
1581-82 (2006)
The elusive nature of the underlying inquiry similarly invitppellate overreaching.
Reviewing courts may sart i ni ze the | ower courtodés application of
order to second guess trialvel determinations of questions of faGee generally
MCCARTHY, supranote 26, § 23:73 (surveying circuit stands of appellate review on
likelihood of confusion question).
58. As a 1931 treati se-marbrigktisaeothmonfafveghti nce a trade
defined by the common law, the essentials of such a right are measured and analyzed by
the pronouncements ohte courts as to what the common | aw is o
1 SHOEMAKER, supranote34, at 1.
59. Such expansions were not inevitable. Writing after the passage of the Lanham
Act, Bartholomew Diggins observed ththe statute selfonsciously addressed tead
marks and not the law of unfair competition as a whd&tholomew DigginsThe Lan-
ham TradeMark Act 35GEo. L.J. 147, 150, 153 (1947¥ee alsaMicCarthy,supranote
3, at 5051. But then, as now, the Lanham Act was not a masterpiece of legislatitre draf
ing; it invited judicial play at the joints, ad®erved at its initial passag8eeDiggins,

supra at 208 (AAs a statute, t fhtseprovisons ares no't wel | dr af

ambiguous or even contradictory. Extensive litigation is almost inevitable and the courts

wi || be faced with difficult issues of statutory cons:¢
60. See infraSectionlll.A. For ea mp | e, section 43(a)dés expansion wa:

with respect to scope, but also remedies, as courts routinely made available remedies for
infringement ofregisteredmarks (provided by section 35 and including profits ana-da

ages) available under section 43¢xen though section 35, by its termgpléed only to
registered marks. IRickard v. Auto Publisher, Inc735 F.2d 450 (11th Cir. 1984for
example, the court identified no statutory basis for overlooking the plain meaning of the
text. Instead, it marfactured an ambiguity based on the fact that earlier holdings had
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Il n any event, A1 ]t was the federal courts
this new and pot entte rcponette nmtgarréiisye ebmi comagd lyy ni
and innocuous <£'tSmallwonder then that shpriyabg e . o

fore the passage of the 1988 amendments to the act, a body of the U.S.

Trademar k Associati on cuderthdrumieof | ar e confi der
Section 43(a), there is in every wayt name only a federal common law

of the major branches o¥ThetreadthioAw of unfair
the section 43(a) cause of action, in turn, shifted the focus of trademark

litigation from state to federal courts and invited further developraent

federal trademark la®?

While judicial interpretation of the Lanham Act may have once ou

paced its text, todayods broad cause of acti
Congress embraced the liberties taken with the original statute by-rewri
ingthe Lanham A&t to conform to the®Afourtsod interpr

applied section 35 to section 43(&). at 455. It then resolved the purported ambiguity by
looking to its perceived purposes of the Act concluding that they would be best served by
applying section 35 remedies tocien 43(a) actiondd. at 45758.
61. McCarthy,supranote3, at 4546.
62. USTA Report,supranote33, at 376;see alsoTwo Pesos,Hc. v. Taco Cabana,
Inc.,505 U.S. 763, 780 (1992%tevens, J., concurring). Justice Stevens agreed:
Section 43(a) is an enigma, but a very popular one. Narrowly drawn
and intended to reach false designations or representations as to the
geographical origy of products, the section has been widely interpreted
to create, in essence, a federal law of unfair competitionit has dé
initely eliminated a gap in unfair competition law, and its vitality is
showing no signs of age.
Id. (quoting USTA Reportsupra note 33, at 426) (ellipses in originalBut cf. Dastar

Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 29 (2Q08)[ B] ecause of i t's

inherently |limited wording,fixad43(0m)d odn thevervebal & f
l aw of o6uihfanyrdcbmpetan apply only to certain unfair
by its text.o) (citation omitted) (internal guotatio

basis for the 1988 Lanham Act amendme@®®eS. REP. No. 100515, at 2 (1988)as
reprinted in1988 U.S.C.C.A.N. 5577, 5578
63. McCarthy,supranote3, at 74 (nBefore passage of the Lanham
were largely played out in the context of statenowmn law. Today, the battleground is
section 43(a). o).
64. And it did so self consciously according to the Senate report:
[The bill] revises Section 43(a) of the Act (15 U.S.C. 1125(a)) to
codify the interpretation it has been given by the courts. Bec3as
tion 43(a) of the Act fills an important gap in federal unfair competition
law, the committee expects the courts to continue to interpret the se
tion.
As written, Section 43(a) appears to deal only with false gescri
tions or representations and faldesignations of geographic origin.
Since its enactment in 1946, however, it has been widtdypreted as
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creat ¢

ter amendment in 1988, section 43 )
re 0O that f

word, term, name, symbol, or device, orangnboi nat i on t he
likely to cause confusion, or to cause mistake, oretetve as to theffil-
iation, connetion, or associationof such person with another person, or
as to the origin, sponsorship, @pprovalof his or her goods, services, or
commercial acti vi t®Aspanned thimahangelrer per son. o
lowed broad auses of action without requiring radical stretches of the

Act 6§ text

Contemporary trademark liability standards lack clear textualdimit
tions. For illustration, one need look no further than the cornerstore of |

creating, in essence, a federal law of unfair cortipat For example, it

has been applied to cases involving the infringement of unregistered

marks, violations of trade dress and certain nonfunctional corafigur

tions of goods and actionable false advertising claims.
S.ReP. No. 100515, at 40 (1988)as reprinted in1988 U.S.C.C.A.N. 55775603;see
alsoUSTA Reportsupranote33, at 4 2 famigsibniwasereluCtant to recommend
any change at all [to section 43(a)]. However, to prevent judicial-tsacking ... the
Commission believes it advisable to conform the language of Section 43(a) t®-the e
parded scopeofmt ecti on applied by the courts. o).

Section 43(a)és Iliability provisiaen was not the on
cence. As the report not ed, courts fwith increased
Lanham Act ds t ext ediasnadailablg fprlinfringergent tofhregistaresl m
marks to 43(a) viet i ons even though #dA[a]s written, the remedy
Act ... apply only to viol atS REmMB0dA5Fat3n, 1888 gi stered tradem

U.S.C.C.A.N. at 560D2 (citatons omitted);see also supraote 60. Here, too, thee-
sponse was to amend the Act to conform to the unfaithful judicial pragti&epr. 100
515 at 3940, 1988 U.S.C.C.A.N. at 5602.
65. Trademark Law RevisipAct of 1988, Pub. L. 18667, sec. 132, § 43, 102 Stat.
3935, 3946 (codified as amended at 15 U.S.C. § 1125 (2006)).
66. USTA Reportsupranote33, at43536 (Al n drafting the foregoing | an
Commissbn in no way intended to limit the continuously expanding scope of Section
43(a) as developed in forty years of decisions. We trust we have left unlimited room for
the courts to expand even further this vigorous secti
67. See, for exampleDastar Cop. v. Twentieth Century Fox Film Corpwhich

noted:
Under the 1946 version of the Act, § 43(a) was read as providing a
cause of action for trademark infringement even where the trademark
owner had not itself produced the goods sold under its mark, buit had
censed others to sell under its name goods produced bythigetyg-
cal franchise arrangement. This stretching of t h
goodso i s seemingly no |l onger needed: The 1988
843(a) now expressly prromnanejstn- t he use of any dAwor
bol, or device, o0 or fifalse or misleading descript
to cause confusion as to dafwithiliation, connection
another person, 0 or as to fisponsorship, or approv
539 U.S. 23, 32 n.5 (20D&eitations omitted).
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bility: theikebhwddeft eccef wsi an.Aid The Act off er s
a quantiétive nor a qualitative definition of the term. That is, the text does

not explain how likely confusion must be before a court may act. Courts

are therefore free to find a likelihood of confusion even if corer su-

veys indicate that esumers are more likely than not to avoid confu$fon.

Similarly, there is no requirement that any likely consumerfusion be

material to a purchasing decisith.

Li kewi se, the Lanham ActoOs egedt hori zation o
confusion as to whether a trademarkdeot fAapprov|[es] o6 of a use o
mark’® provides textual saport for cases in which the claimed confusion,
if any, is simply over a point of lawgoecifically, whether the trademark
holder has the right to enjothe use of his marks even though the mark is

not used to indicateBec puoaduitdaPpr cwallr@ ei or
undefined, the term is textually capable of application to such claims.
Il n sum, whatever one may savyanabout tr adema

exercise of fealty to congressional will, Congress has endorsed the result
with language capable of expansive interpretatfdPerhaps the Lanham

A c t 0 ses of action should be read narrowly, perhaps broadly, but the
modern actos t thamatted®0es not resol ve

68. Seed4 MCCARTHY, supranote 26, § 32:188 (discussing surveys deemed arob
tive of likelihood of confusion).
69. Materiality considerations are not wholly absent from the Lanham Actex-or
ampl e, fdecepti veod gstereddamdrcaurt& lsok tmthg matenatity be r e
of misrepresentations to consumers to determine whether misdescriptive marks are d
ceptive. See, e.gln re Budge Mfg. Co., 857 F.2d 773 (Fed. Cir. 198&)plyinga mae-
riality test to determine whether a trademark is fAde
registration under section 2 of Lanham Act). Similar/|l
false advertising has been interpreted to include a materialityeate8ee, e.g.Time
Warner Cable, Inc. v. DIRECTV, Inc., 497 F.3d 144, 153 n.3 (2d Cir. 2000) T] h e
[false advertising] plaintiff must also demonstrate that the false or misleading represent
tion involved an inherent). or materi al quality of the
70. 15 U.S.C. § 1125(a)(1)(A) (2006).
71 15 U.S.C. § 1125(a) (20063ee, e.g.Mut. of Omaha Ins. Co. v. Noval36
F.2d 397, 400, 403 (8th Cir. 1987) (citingréle y i ndi cating that fiten percent
persons surveyed thooght wibhad MNMefeabaodvgodssuaé in uph
judgment that 3 hi r t with phrase fAMutant of Omahao infringe
mark); Robert C. DenicolaFreedom to Copyl08 YALE L.J. 1661, 1668 (1999] fi | f
trademark owners win enough highofile cases or brafpudly enough about licensing
revenues from ornamental usepsomers will naturally think that the products they see
must be | icensed, which in turn wil!/l help insure that
72. McCarthy,supranote3, at 46 (describing congsgional amendments of section
43(a) as a fAst amilinwrpretaipgng)r oval 6 on j ud
73. Indeed, this vagueness effectively expands the power of trademark by arming
markholders with plausible (or, at Eaplausble-sounding) threats of suit in contexts far
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B. Lagging Trademar k fADefenseso

Before turning to the question of whether the modern Lanhama@ct a
commodates new defenses as well as it does liability, we should first co
sider why new defensive dinines may be needed.

Arange of doctrinesarady | i mit trademar kds scope.

protect both the competitors of trademark holders and the consuniing pu
lic at large. In particular, they correct the tendency of trademark jurispr
dence to neglect the interests of roumfused consumers. A @essful
trademark claim protects a channel of communication between ttee trad
mark holder and her customers, but it simultaneously closes a similar
channel belonging to the junior user. The lost communications often have
real value to norronfused consumgy so trademark liability may come at
their expense. Trademark defenses and relatettimes mitigate these
costs’*

Some defensive doctrines protect consumer access to inforrfration.
Others safeguard a competitive marketplace by preventing theijppok
functional designs under the guise of protecting the seodecgifying
function of praluct design and trade dreSsCourts have also developed
doctrines based on the First Amendment to prevenertrark law from
threatening expressive rights (and, in tuhe right of listeners to hear the
speaker 6§ message).

But while trademarkds expanding scope

afield from traditional trademark infringement. Theterrorem prospect of a suit may
suffice to deter legal trademark us&ge, e.g.James GibsorRisk Aversion and Rights
Accretion in IntellectubProperty Law 116 YALE L.J. 882, 913 (2007)
74. For a fuller discussion of this aspect of
seeGrynberg,supranotel0, at 7887.
75. So, for example, junior users apermitted to use trademarked words in their
descriptive sense in the marketpla@eel5 U.S.C. § 1115(b)(4) (20063re generally
infra Sectionll.B.1 (discussing the classic fair use doctrine). Similarly, fife-sale, or
exhaustion, doctrine protects the ability of the reseller of goods to do sohstéwiding
the presence of affixed trademaree, e.gDavi dof f & CI E, S. A. V. PLD

The

S C

doctri

Il nt 61

263 F.3d 1297, 1301 (11t h tr&lemarked@db@shegre (M The resale of
ally does not constitutafringement.. . . Under what has someti mes been cal
saled or 6éexhaustiond doctrine, the trademark protect
after the trademar k .ownedr)bs first authorized sale

76. Seel5 U.S.C. § 1115(b)(8) (2006).

77. See, e.g.Rogersv. Grimaldi8 75 F. 2d 994, 999 (m2d Cir. 1989) (nf
ham] Act should be construed to apply tostidiworks only where the public interest in
avoiding consumer confusion outweggh t he publ i ¢c i nteredt in free expres

dressing a Lanham Act claim based on a movie Rtmersadopted a balancing test that
asks whether the title used by the defendant is artisticadiyanet to the underlying work
and, if so, whether these explicitly mileads as to source or contelat.
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standards of liability i.e., a broad and vague conception of actionable
confusior® traditional trademark defenses are comparativelyid.
Trademark law lacks any mechanism with the apparent flexibility of-cop
rightos f af The nesulemayl leefae imbaknce in trademark
doctrine. Trademark liability expands to new realms without the counte
balance of translated defensive doas that are harder to apply in novel
settings”’

For example, plaintiffs have used the Lanham Acttiaxc advertising
that evokes the identity of unconsenting celebrities\Waits v. Frite
Lay,?® the Ninth Circuit Howed a false endorsement claim endection
43(a) by singer Tom Waits against the commercial use of a saliked
musician®® The opinionds treatment of Waitsoés cl ai

78. 17 U.S.C. § 107 (200Q}etting forth multifactor test to determine whether use

of a copyrighted work is a protected fair use). Copy
with the intent that courteould continue the common law development of the concept.

Canpbell v. AcuffRos e Musi c, Il nc., 510 U.S. 569, 577 (1994) (
6to restate the present judicial doctrine of fair wus

any way 0 edithatlcourts dorgimue the commamw tradition of fair use adjud
cati on. 0 HR. ®eroNoi 944476, at 66 (1976),as reprinted in 1976
U.S.C.C.A.N.5659, 5679)S.ReP. NO. 94-473 at 62 (1975)).
79. In one respect, trademark defenses are flexible manner detrimental tced
fendants. Many defensive doctrines inawgie the malleable likelihood of confusion
standard into the deternaition of whether such confusion should be excused. While the
Supreme Court has held that the classic fair use dwgtdodified in section 33(b)(4) of
the Lanham Act, acts as a defense even where a likelihood of confusion exists, it held
open the door for courts to consider theteat of any confusion in determining whether
the defense applieKP Permanent Mak&p, Inc. v. Lasting Impression |, Inc., 543 U.S.
111, 123 (2004)
The expressive use test Bbgers 875 F.2d 994, is another example. The Second
Circuit announced the test as a way to mediate First Amendment and trademark policies
when a trademark is used &g title of an expressive work. If the title is artisticallyerel
vant to the work, the test asks whether the defendant has done anything to mislead. This
inquiry invites the return of confusion consideratioSee, e.g.Westchester Media v.
PRL USA Holdirgs, Inc., 214 F.3d 658, 6&b (5th Cir. 2000)noting that under the
Second Circuit applies the 8khood of confusion test to evaluate artistically relevant
titles but that ithe | ikelihood of confusion must be
theH rst Amendment (ditatianemitted)t s at st akeod)
As Bill McGeveran notes, the degree to which likelihood of asioh considerations
infect existing trademark defenses serves to strip potential defendants of any exante co
fidence regarding theiitigation prospects. Even when defenses will ultimately protect
socially beneficial uses, they may be unable to resolve cases at an early stage®f the pr
ceedings, therefore failing to provide prospective defendants with needed certainty.
McGeveransupranotel3, at 11015.
80. 978 F.2d 1093 (9th Cir. 1992).
81l Id The claim was made more viable by Waitsds disti
|l i ke someone who Adrank a quart awllownedur bon, smoked a
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law/congressional ratification dynamic discussed above. Even though

Waitsds si ngi nde tadityraleparametdrs af a tead f i1 t t

markd and notwihstanding the questionable basis of false endorsement

claims under the pramendment text of section 43{@) the court treated

the defendanto6és pr ac emacrék Teoget tietrehe mi suse of
however the panel did not analyze the statutory text in any great detail. It

relied instead on opinions from outside the circuit that had permitted false

endorsement claims under the Lanham #dthese expansionist intespr

tations wer e s up pecrecerg dnerfdyent@bseqione sso6s t h

43(a), which the court recogni-zed as <codi fy:
cialinterpret i ons on which WXitsdés claim depended.
But if a celebrityods | @eenttstangs i s treated |

to reason that traditiah trademark defenses would apply to any infeing

ment claims. Not so. IAbdutJabbar v. General Motors Corf’ the re-

tired basketball star sued the carmaker for a commercial that included the

trivia questioni Who hol ds the recoraltstdddor being voted
ing player o f th[e NCAA meméwerr basket ball] |
ALew Alcindor, U This jnforthdgive tidbibvea8fle 66 9. 0

| owed by the question and answer: AHas any
geggt()s Best Buy 6 | i ©OldsmohiterEghtyightan once?0 ATh
has. o

Abdul-Jabbar claimed the potential implication of endorsement v

a pack of razor blades. . Late at night. Afld. aad09Mn ot sl eeping for t

82. These claims seemed to apply only to designations of geographic @&gn.
supra notes40-43 and accompanying text.

83. Waits 978 F.2cat 1110.

84. Id. at 110607.

85 Idat 1107 (A[W]e read the amended | anguage to coc
section 43(a) to encompass tfudhercentermeddhatr se ment ¢l ai ms. ¢
the |l egislative history of the 1988 amendments fimake:
original terms 6symbol or devi c eo@ovadthet he definition ¢
broad judicial interpretation of these terms melude dgtinctive sounds and physical
app e arld (citatons omitted).

86. Although the Ninth Circuit applies the multifactokelihood of confusion test in
such cases, it has fAadapted these factors so as to
Downing v. Abercrombie & Fitch, 265 F.3d 994, 1007 (9th Cir. 2001)

87. 85 F.3d 407 (9th Cir. 1996)

88. Id. Abdul-Jabbar officially changed his name from Alcindor in 1971 and e
dorsed products under his new natdeat 409.

89. Id. During an ensuing fimilci p of the car, the ad further boast
made that list three years in a row. And now you can get this Ekjptyt special edition
for just $18,995.0 The clip concluded with the prin

r ¢
Pick, o0 andt @Dem88dbBe®Ol dsmobil ed adhd voiceover, #Altos

O —~+
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olated section 43(af. His problem was that he had long since changed his
name from Alcindor to Abdulabbar. Insofar as he was making adrad
mark claim, he tarefore appeared subject to the traditional trademark |
mitation that he not abandon his méatk.

Despite its comfort with employing the standard likelihood of genf
sion factors to establishtehbort defendantos
balked at importingan abadonment defense to an endorsement claim,
concluding that to do so w8TUddd fAstretcho fe
mark analogies could only be taken so*far.

My point is not that the abandonment defense should or should not
have played a factor iAbdul-Jabbar®® Rather, unfair competition cases
that accord trademailike protections to nontraditional subject matter,
|l i ke a celebrityds commerci al identity, ma y
trademarkiike defenses. Here, endorsement claims jumped theosecti
43(a) barrier, but the abandonment defense did not come along for the
ride. The same dynamic appears pplecations of defenses that are more

90. Id. at 410. The endorsement claim had stronger statutory support than that in
Waits because it arose under the amended (and current) text of th8e&dt5 U.S.C.
§1125(a) (2006) (providljpm cause of action for use of any
confusion or mistake as to fAapproval o of one
by another persono).

92 A mark is abandoned when #Aits wuse has been di scc
resume such useod0 or fAany course of conduct of the ow
well as commission, causes the mark to become the generic name for the goods-or se
es on or in connection with which it is used or otherwise to lose its signifieanee
mark.o 15 U.S.C. A 1127 (20 @énye.toalchimof | i mitation is ¢
infringement of a registered mark. 15 U.S.C. § 1115(b)(2) (2006)-userof a mark for
three years amounts to prima facie evidence of abandonment. 15 U.S.C. hdat
Jabbar had not used the Alcindor name for a commercial purpose in over terAgears.
dul-Jabbar, 85 F.3d at 409.

92. Id. at 413.

93 Idat 411 (AOneds bi
towed for commercial purposes,rno i s it

94. The court elaborated:

I n other words, an individual 6s given name, unl i
life and a significance quite apart from the commercial realm. Use or
nonuse of the name for commercial purgodees not dispel thatgsi-
ficance. An individual 6s decision to use a name
namewhether the decision rests agigious, marital, or other personal
considerationgloes not therefore imply intent to set aside the birth
name, or the iddity assciated with that name.
Id. at 412.

95. Though one could argue on the underlying merits that identification of laricele
ty by a name that he no longer wished to use in his personal life belies any false sugge
tion of endorsement.

deviceo
S

A
o} Afgood:

h name is as integral part o]
e

rt
6kept alived through commerci al



918 BERKELEY TECHNOLOGY LAW JOURNAL [Vol. 24897

central to consumenterests.
1. AiCl assico Fair Us e

Both the Lanham Act and the common law have long protdtied
right to use trademarked words in theesdriptive sensé® Yet, the fair
use doctrinebs status as a true affirmative
remained in doubt until recently.

The defense is narrow. In its statutory incarnation, it extendstonly
use that Ninis descriptive of aed used fairly
scribe the goods or services of such party,
A L

is a use fiot her®Hache!l ¢ mMamt alf e smarrikptdi ve, o
fairly and in t@goaodesfcaiitble, ® faomml ynot her wi se
mar ko) is essential to the def-rense. While ¢t}

pable of an expansive, poefendant reading, it is likewise capable of a
narrow one, particutty when read in conjunction with the otheements,
which are malleable enough to render the defense inapplicable if a court so
wishest®
Fair useb6s | imitati oneensetoghetkthal an ef fort t
expansion of the initial interest confusion doctrine to the IntéPhet.
Brookfield Commuigations v. West Coast Entertainment Carpolved
thetragmar ked term fimoviebuff, o6 which described

96. 15 U.S.C. 81115(b)(4);see als®2 MCCARTHY, supranote 26, A 11u-45 (AA |
nior user is always entitled to use a descriptive term in good faith in its primary,pdescri
tive sense other than as a trademark. o).
97. KP Permanat MakeUp, Inc. v. Lasting Impression |, Inmade clear that fair
uses may be excused even if they cause some consumer confusion. 543 U.S.-221, 121
(2004). The Court, hower, held open the possibility that the amount of confusion may
have a bearingrowhether the defense may be invokedat 123 (Alt suffices to real
that our holding that fair use can occur along with soegred of confusion does not
foreclose the relevance of the extent of any likely consumer confusion in assessing
whetheradeendant bjse cutsieveilsy of ai r. 0) .
98. 15 U.S.C. § 1115(b)(4). The statutory provision also defends the rights of those
who share a name with a trademarked term to accurately describe themselves.
99. See infranote106.
100 See, e.ginfra note1l23and accompanying text; Grynbesypranote 10, at 69.
The malleability problem is further exacerbated in courts, likeeNinth Circuit, that la
low the existence of some likelihood of confusion to influence its conclusion as th-whet
er the defense applies in the first instar@eeKP Permanent Makep, Inc. v. Lasting
Impression [, Inc., 408 F.3d 596, 609 (9th Cir. 2005).

100 Al ni ti al interest confusion is customer confusior
competitords product. Although dispedl ed before an ac
fusion impermissibly capalizes on the goodwill associated with a mark entherefore

actiorebl e trademar Pl apboyngemens. 0 | nc. V. Net scape Com

354 F.3d 1020, 1025 (9th Cir. 2004dotnotes ontted).
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of entertainmentelated informatiort®” The Ninth Circuit held that use by

a competitor of the mark in thedden text of its websitereated initial

interest confusion dzause of the risk that web surfers might click on the

Awrongod | ink when folowing search engine re

Whatever the harm to consumers of such diversions, they also carry
potential benefits by enabling competitorgd&scribe themselves as offe
ing similar products or services to those of the trademark owner. So, for
example, consumers who are unaware of the existence of genesaniacet
nophen may benefit if a search for ATYLENOL
drug sellers \wo offer a generic alternative and arrange to have their sites
displayed in response to a search for the trademarked¥&rm.

Though such uses honor the policies behind the classic fair use, they
do not strictly comply with the letter of the doctrine. Aatiagly, Brook-
field rejected the defense with respect to the moviebuff mark. Because
there was no space between eféena@t t er ms fAmovi e
was not wusing the term in its Apureo descr.i
for movi® buffso)

To besure, more flexible judicial interpretations of classic fair use e
ist in the case law’® But nothing in the text of section 33(b)(4) invites a
flexible interpret atdirather, themultiplbee def endant 6s
guirements of the defense suggest thereon More importantly, nothing
in the statute gives prospective defendants any certainty about whether to
proceed in the face of a trademarkdeor 6 s t htat of suit

102 Brookfield Commcéns, Il nc. V. W. Coast Ent mét Cor |
1999).

103 Id.at10062 (despite |l ack of source g¢eestnfusion At here |
confusion in the sense that, by using O6moviebuff . con
|l ooking for OMovieBuffd to its web d&ite, West Coast
willthat Br ookfield developed in its marko).

104. See generallysrynberg,supranote 10, at 10407 (discussing overlooked ben
fits of purported initial interest confusion). Nominative fair use may also address this
problem in a limited waySeeinfra SectionlV.C.

105 Brookfield 174 F.3da t 1066 (fiEven though [&6MovieBuf fd] di ff
Buf fé by only a single space, t hagaddi fference is piyv
scriptive term, which is routinely used in the English language to describe a mowgie dev

teeovieMuf f.6 id&) not.
106. McGeveran,supranote 13, at 8788 (discussing cases in which the defense is
any use of trademarked term in its fHedescriptive sense

scri bes def e sebenyPdlnanpvr CGhitdaga Tripune Co., 267 F.3d 628

(7th Cir. 2001)( fi nding that a newspaper Ooducech| e of me mor abi l
newspaper headline AJoy of Six0 tnstitutedcl ebrate champio
fair use).

107. McGeveransupranotel3, at 88 (fA[l]nconsistent readings of A
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2. Genericism

The problem raised byrookfield also reflects the limitations of
t r a d esmgenerikisin doctrine, which serves a similar role to the classic
fair use defense. Trademark law does not allow the protection of generic
terms'®® and trademarks that become generic lose protettiorhe g-
neric bar preserves the availability of certainrke&useful terms (e.g.,
wine, book, car). However, the doctrine lacks a clear mechanismdor pr

tecting uses of anoteventhéughhemamrk& i n a generic
tains distinctiveness. Returning to the exa
use of TYLENOLas a keywor d, such use may serve as
signal that Al am in the same product <categ

TYLENOL. O Permitting this Kkind of use woul d
the same information benefits that genericism is intended teqbroret

traditional generic mark doctrine, which pertains to the ptabdity of

TYLENOL in the first instance, is not designed to accommodate the- situ

tion. ﬁgr didBrookfieldcarve any new doctrinal space for such consider

tions:

3. Functionality andhe Question of Aesthetics

The bar to trademarking Afunctional 6 mat't
marketplace protection that is now an eetated defense to trademark
infringement*! The functonality doctrine protects market competition by

difficult to tell in advance whether the defense will be available, especially if idkear
in which circuit an eventual | awsuit might be brought
108 See, e.g.Canal Co. v. Clark, 80 U.S. 311, 323 (18{1fiNor can a generic
name. .. be employed as a tratieark and tke exclusive use of it be entitled to legabpr
tect i on. 0)
109 See,eqg. 15 U. S. C. A 1064(3) (2006) (all owing mark ¢
the registered mark becomes the generic name for the goods or services, or a @artion th
reof o) ; 15 U2086) @enying incbr@edt&ble 4tatus to marks that have b
come generic); 15 U.S.C. A 1127 (2006) (deeming abanct
conduct of the owner... causes the mark teedome the generic name for the goods or
serviceso) .
110 SeeGrynbeg, supranote 10, at 86. IndeedBrookfieldd s e mbr acme of initial i
terest confusion undermines other defenses like thesfitet doctrineSeeStd. Process,
Inc. v. Total Health Disc., Inc., 559 F. Supp. 22993839 (E.D. Wis. 2008)denying
summary judgment t o -saleandnomihative ese defehsesringartom i r st
grounds that wuse of productbés trademarked term in ke
sumer confusion).
111 15 U.S.C. § 1115(b)(8) ®6); see alsdl5 U.S.C. § 1052(e)(5) (2006) (fodsi
ding registration of trademark that Acomprises any me
15 U.S.C. A 1125(a)(3) (2006) (Aln a civil action fo
chapter for trade dss not registered on the principal register, the person who asserts
trade dress protection has the burden of proving that the matter sought to be protected is



2009] TRADEMARK DEFENSES IN A "FORMALIST" AGE 921

preventing tradent& protection of useful product features even if such
features perform a sourdgentifying function*?

Functionality has traditionally focused on excludingitarian features
from trademark!® Although trademarking aesthetically pleasing features
poses sme of the same problems as protecting utilitarian designs, some
judges fear the consequences of excluding aesthetic design froro- prote
tion, lest sellers be deterred from bringing attractive goods to niafket.
Courts sometimes finesse the issue by redefiningt might appear to be
an aesthetic feature as a utilitarian ohe.

When push comes to shove, the functionality defense often fails ou
side of its paradigmatic utilitarian caS8.In Au-Tomotive Gold, Inc. v.

not f un cedegemeradyirafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23

(2001 (setting forth tests for functional matter). The policy concerns animating the fun

tionality bar are venerabl&ee, e.g.Canal Co. v. Clark, 80 U.S. 311, 323 (187ah-

sevi ng that fA[n]o one can <c¢l ai m-nparkortraglet i on f or t he exc
name which would practically give him a monopoly in the sale of any goods other than

those produced or made by himself, 0 otherwise fAthe p
prot ected, for competition would be destroyed. 0).

112 See, e.g.TrafFix, 532 U.S. at 35 (withholding trademark protection from a
spring system designed to prevent roadside signs from blowing down in the wind).

113 TrafFix set forth two functionality tests. Underthesa | | ed tr ada ti onal test, fi
product featame icanfmwonctieowvael a6 a trademark, oif it
or purpose of the article or i0ldat32(quffects the cost
ing Qualitex Co. v. Jacobson Prods. Cal4 U.S. 159, 165 (1995)). Under the second
t estuncita ofnal feature is one the Oexclusive use of wi
significant norreputationr e | at ed d b Ha(duotmqQualigxe 514 U.S. at
165). This latter test is often at play in aesthetic functionality situations.

114 See, g., WILLIAM M. LANDES & RICHARD A. POSNER THE ECONOMIC STRUC-

TURE OF INTELLECTUAL PROPERTYLAW 199200 (2003)(contending that aestheticafe

tures used as marks do not disadvantage other firms when such features do not become

fan attributenofa tcloemspmedoest dgilfadetharks U-Al ex Kozinski,
plugged 68 N.Y.U. L. REV. 960,970(1993)( " Al | owi ng unresto-i cted copying of
lex trademark will make it less likely thatolRRx, Guess, Pierre Cardin, and others will

invest in image advertising, dgng the imageconscious among us something we hold

near and dear . o). This concern begsi-the question of
mate concern of trademdrkas opposed to copyright or desicagn®d law.

115 Eco Mf g. LLC. v. 3H0oFRBd §4% 634 (7thICin 2003)o(p | nc . ,
siting reasons why a circular thermostat shape may be functional independent @fi-consu
er aesthetic prefence);cf. Brunswick Corp. v. British Seagull Ltd35 F.3d 1527, 1531
(Fed. Cir. 1994) (ruling that use of thel@oblack for outboard motors was not entitled to
trademar k protecti on ibite bothwasloe cofpatibiéty wittbd or bl ack exh
wide variety of boat <colors and abimity to make obj e
petitive need for the color bytleer engine manufacturers).

116. Despite the room in Supreme Court precedent for considerations of aesthetic
functionality, see supranote 113 courts have been reluctant to embrace robust theories
of aesthetidunctionalty. 1 MCCARTHY, supranote26, § 7:80 (surveying federal circuit
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Volkswagen of America, Int’ the holders of tb Volkswagen and Audi

trademarks sued the maker of automobile accessories who used the marks

in key chains and license plate covers. The defendant argued that the logos

were aesthetically functiofaHatisaspects of the
Volkswagenowners do not purchase a key with the VW logo because they

think Volkswagen produced the key chain; they simply want their key

chain to match their car?

Note that the plaintiffs6é cause of action
of trademark law beyond itsaiitional boundaries. No trademark claim
would have been possible if courts had not expanded the likelihood of
confusion concept to encompass situations in which the mark seives pr
marily not as a designator of source, but as the product itself (e.gs-a Bo
ton Celtics jersey, for which demand is for a Celtics jersey regardless of
the physical source of thergey)?°

The Ninth Circuit had little difficulty embracing the expansionn-co
cluding that the case presentied an fAeasy an
ood of confusiort?* Despite absence of any evidence of sourceusio,
the court weighed most of the multifactor test in favor of thengitts'?
and found the def é&thalkmality & whichthescaseess model
was testing to be in and of itself @dence of bad faith? Similarly, the
court relied on the theory of pesale confusion of nepurchasers to di

courts and observing that most have either explicitly rejected aesthetic functionality or
expressed doubts as to its validity).
117. Au-Tomotive Gold, Inc. v. Volkswagen of Am., In&l57 F.3d 1062 (9th Cir.
2006)
118 Id. at 1064.
119 Id.
120. See supr&ectionll.A.2.
121 AuTomotive Gold457 F.3d at 1076.
122 Some factors, like similarity aharks,id., being especially easy once the unde
lying theory of litigation was accepted.
123 The court stated:
Auto Gold knowingly and intentionally appropriated the exacterad
marks of Volkswagen and Audi. Auto Gold argues, however, that it
does mrmwmtdofnitmt deceive the public as to the source
but merely sought to fill a market demand for auto accessories bearing
the marks. This argument is simply a recasting of aesthetic funitiona
ty. Even if we credit Angtttedi®al dés proffered | ack
counterfeiting undermines this argument. This factor tips against Auto
Gold.
Id;cf.iddat 1064 (AAuto Golddés incorporation of Vol kswage
chains and license plates appears to be nothing more than naked appropfidahe
marks. The doctrine of aesthetic functionality does not providefemse against actions
toef orce the trademarks against such poaching. o).
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count the defenddfAtods use of disclaimers.

No similar flexibility accompanied the cou
the aesthetic functionalitgefense. Part of the problem stemmed from the
fact that in the typical case, the functionality defense is strong medicine.
Thedefed ant 6s contention normally is that the
merit protection?® But the defendant could have made aedéht conce-
tual claim inAu-Tomotive Gold That the carmaker logos were functional
in contextneed not have undermined their distinctiveness as marks. For
the panel, however, the broad strokes of the functionality doctrige su
gested an extreme outcotnéhe loss of trademark protection for
Volkkswagends andowvwuiddih swd wlgbshave meant t he f
knell for tra'®®emark protection. o

What is telling is that the court showed no inclination to adjusetrad
mark defenses to accommodate a practice that aggo#éfiels consumers
the benefits of enhanced price competition. The court never considered the
prospect that the functionality doctrine could be malleable enougltto re
ognize functionality in the limited context of an adjacent mavk#tout
endangeringhepr ot ect abi l ity of the plaintiffsd ma
ket where the markdo perform a sourcedentifying functiord because
to do so woul d r ende.rindistimgaishabla Bosnt het i ¢ f unct i
and tied to 4 Henmaf ikB5Aie tha coatere . 0
comed a trademark claim that reached well beyond confusion as to
source*?® the perceived threat to source identification of an adjustezt fun
tionality defense proved too much to contemplate.

124. |d. at 107478 (AShorn of-caveried dpgasaocHagimeqg, Aut o Gol dos
products display no indation visible to the general public that the items are nai-ass
ciated with Audi or Volkswagen. The disclaimers do nothing to dispelposhase co-
fusion. o).

125 Cf.15 U.S.C. § 1125(a)(3) (2006) (placing burden on plaintiff in causetiofina
for infringement of unregistered trade dress to demonstrate that claimed trade dress is not
functional).

126. Au-Tomotive Gold457 F.3d at 1064.

127. 1d. at 1074;see also ida t 1073 (A[ T]l]he rule phdefendant] advoc
warranted breadth into our caselaw. In practice, aesthetic functionality has been |
mited to product features that serve an aesthetic purpose wholly independent of any
sourcei denti fying function. o).

128 AA [l ]ikelihood of confusion exists when cust ome
probablyassume that the product or service it repressrassociated with the souroé
a different product or s dd atl0¢56 (quotieghud-i fi ed by a si mil
druckers, Inc. v. Docbs B.R. Ot(dteaionsin I nc., 826 F. 2d ¢
original) (internal quotations omitted3ee also supraotes120-124 and accompanying
text.
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4. Other Defenses

The Lanham Act codifies a numberather trademark defenses. They
exist to police the conduct of the trademark claimant and rarely implicate
the issues discussed abd?®0Ot her fAdefensesd are either cl o
the underlying cause of action, like nhominative fair use, or were derived
from extratrademark sources, specifically the First Amendment. They
present their own difficulties and are discussed in greater detail H&low.

C. Summary

The modern equilibrium between the Lanham Act causes of action and
trademark defenses disadvantages cmess. At its best, trademark law
protects consumers and sellers alike. But overzealous mark protection may
harm consumers by depriving them of valuable information or the benefits
of market competition. Trademark defenses vindicate these interests, but
rigid judicial interpretation fien limits their effectiveness. For example, in
Au-Tomotive Goldthe trademark holders were able to expand their m
nopoly to an adjacent market and deprive consumers of effective price
competition because the asserted defgmewed less flexible than the
cause of actioh® The court failed to analyze the interests of -non
confused consumers in a meaningful way because there was no clear cut
doctrinal box in which to place them, notwithstanding the existence of the
functionalitydoctrine.

The Ninth Circuitds reluctamce to fl exi bl
nality suggests that courts are hardly eager to create new tradeezark d
fenses-*? To be sure, the current judicial attitude towards such creativity

129 See generaliyl5 U.S.C. § 1115(b)(4) (2006) (providing fdefenses of fraud
lent registration, abandonment, mismeg@ntation, prior use, violation of the antitrust
laws, and indicating where equitable princidlesuch as laches, estoppel, and acgtuie
cencéd apply).See alsmotes86-95 and accompanying text (discussingppkcability of
abandonment defense thbdutJabbay).

130. See infraPartlV.

131 See, e.g.Grynbergsuprancte 10, at 8586.

132 Indeed, reluctance to create new defenses may bias the evaluationref an i
fringement claimMcNeil Nutritionals, LLC v. Heartland Sweeteners, L1501 F.3d 350
(3d Cir. 2007) involved a tade dress claim by the seller of the artificial sweetener
Splenda (the brand name for sucralose) against the distributor of chemicallgleguiv
store brands (e.g., sucralose sold under the Food Lion label in Food Lion stdres). A
though the trade dress ttfese brands shared similar coloring to Splenda, the presence of
a distinct mark on the packaging of some of the store brands counteracted any likelihood
of confusion.Id. at 36061. Other packaging lacked such a prominent distinguishiang fe
ture, and thalistrict court (applying the multifactor likelihood of mfoision test) weighed
the similarity of the marks in favor of the phéffs. Id. at 363 n.4. With respect to that
packaging, the Third Circuit reversed the finding of no likelihood of confusibiat 367
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says little about judicial #edom to act should such attitudes evolve. The
next Part turns to the question of whether such leewiayse

[I. AWAY OUT? TRADEMARK 6 S COMMON L AWMPROBLE

Arguments that trademarkods ®Sasope is too br
are proposals for new or revitalizeldctrines to check it. In recent years,
courts** and commentatot¥’ alike have considered the existence and
reach of a trademark fAuseo requirement and
the Lanham At or older common law sourc€5even contain theer
quirement. Whats striking is the shared confidence of the debaters that
courts have the power to craft new defenses to liabfiityheir faith jibes

wel | with trademarkds history. Trademar k |
instance through judgesmamcmhem,g éwem dfctoammor
enact ment of a comprehensive federal statute
common | aw root s, why woul dnéeée- that traditd.i

velopment of defenses to complement and check any overgrowta-of li

(A[ T] here is no way the Districappfecoisrt coul d have ul
against McNeil after weighing the first, second, seventh, eighth, andl@pghfactors in
its favor. o). Of interest i ationtoh eemandbdu r t 6s precl usi on
cause it feared that the lower court was attempting to create a new defense te-infring
ment. In ruling against the plaintiff, the district court noted that consumer awareness of
the exstence of store brand products would negate anyylikehfusion especially when
coupled with other signals like price differential and shelf locatidnFor the court of
appeals this observation treaded too close to a categorical defense and thus justified ta
ing the matter out of the trial courtodés hands.
The danger in the District -btaadurtoés result is that
products will be held to a lower standard of infringing behavior, that is,
they effectively would acquir@er seimmunity as long as the store
brandds name or Irecog the alqggdly anfrirgings o me wh e
package, even when the name or logo is tiny. The Lanham Act does not
support such per serule.
Id. at 36768.
133 See, e.gsupranotess-8.
134 CompareRescuecom Corp. v. Google Inc., No-481-cv, 2009 WL 875447
(2d. Cir. Apr . 3, 2009) (holding Googlebs sale of tr
use in commerce under the Lanham Awfith 1-800 Contacts, Inc. v. WhenU.conmcl,
414 F.3d 400, 403 (2d Cir. 2008)olding internet advertising service that supplietheo
petitorpopup ads when plaintiffds website was visited dioc
marks).
135 See supraotes8 and14.
136. See, e.g.Dogan & Lemleysupranote8, at 167577.
137. Id. at 1677.But compare, e.gDinwoodie & JanisContextualismsupra note
14, at 160922.
138 See supraotesl4-15and accompanying text.
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bility?

One answer is thdaimes have changed. Whatever the past willingness
of courts to treat statutes in an opmrded manner, ours is said to be a
more selconsciously formalist age. Today commentators routinely note
the prominence, if not triumph, of textualist interpretiedries that leave
comparatively little room for judges to blunt harsh statutory edges with
invocations of congressional intent, pragmatic considerations, or ghe di
covery of statutory gaps in need of filling by federal common'faweg-
islative historyind cat i ng Congressoés inthent f
terpreto section 43t°A) may therefor

Recent Supreme Court trademark jurisprudencensisient with this
storyline. Almost twenty years agdwo Pesos, Inc. v. Taco Cabana, Inc.
recognizél expansive trademark rights in unregistered trade dress despite
their questionable statutory pedigré&While Two Pesosatified earlier
expansive judicial interpretation of the Lat
Court acted against a background of congoesdi acquiescence and-e
dorsement. Since then, the Court has useebiexhd interpretations of the
Lanham Act to slow further expansion of tr acf
ing opinions have checked furthexpea nsi on of trademar k6s scope
trademark had etady come far, with many gains reinforced by epen
ended stattory language. Because similar language does not exist with

or courts
e not ma t

respect to trademark defensespy- any ndfor mal i ¢
dence presents serious challenges for those who wouldrrelgwe defa-
sive doctrines to curtail trademarkds scope.

A. A Formalist Age?

Federal trademark law has always had a strong common lawoeomp
nent. The prd.anham Act federal statute was limited, so much of tde fe
eral judicial action consisted of administeririge tpreErie federal con-
mon law of unfair competitioff*? This tradition continued after passage of
the Lanham Act, and Congress largely endorsed the resulting de facto

139, See infraSectionlll.A.
140, S.ReP.No. 100515 (1988)as reprinted inl988 U.S.C.C.A.N. 5577, 5608 he
quoted passage, moreover, does not give an indication that Congress internmléte to i
the creation of new defenses as opposed to the continued application of ¢heatkad
cause of action to novel settings, diven that the rej
ing fian i mportant gap imdfederal wunfair competition |
141 Two Pesos, Inc. v. Taco Cabana, 15 U.S. 763 (1992kee supranotes37-
41 and accompanying text.
142 S.ReP. No. 79-1333 (1946)asreprinted in1946U.S.C.C.A.N.1274, 127677
(citing the postErie lack of federal common law as reason for natidredemark legisl-
tion); McCarthy,supranote3, at 4648.
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Acommon | awo of feder al trademar k protectio
sive statutory text*®
Had Congress remained silent, trademar kos

Numerous commentators argue that the current legal landscape & incre
singly formalist*** That could mean any number of thif§sput two -

pects are of péicular importance with respea tlesigning new trademark
defenses. First, the increasing prominence of textualist statutory indéerpret
tion means that construction of statutory text is less likely than in the past
to be guided by legislative history or pragmatic considerafiSidodern
textualists emphasize, however, that statutory construction is not strictly
limited to the text (and interpretive sources like contemporary dection

143 See supr&ectionll.A.
144. See, e.gWilliam N. Eskridge, Jr.The New Teualism 37 UCLA L. REv. 621,

624(1990)( A" The new textualism is the mosit interesting dev
sprudence (the jurispr uddanrgleMasHawIextugisms | ati on) i n the ]
Constitutionalism, and the Interpretation of Federal StatuBsWm. & MARY L. REv.

827,832 (1991 il s textualism dominant, orp-at |l east a major
proach to statutory interpretation? Mynteat i ve ansgwer Jiosnadtheasn. . Mol ot ,

The Rise and Fall of &alism 106CoLum. L. REV. 1,2 (2006)( A T alists have been
so successful discrediting strong purposivism, and distinguishing their new brand of
omodern textualismd from the ol der, more extreme Opl
longer can identify, let alone conquer, any remaining territorydetwn t e x tdhea |l i s mdés a
rents and nonasuprenote2nt at 0 L0531 € GéE]ledge yone must ackno
the valuable and very significant achievement of Justice Scalia in recallingehgon
of the leghcommunity to the importance of text in statutory interpretation. In a signif
cant sense, we a rThomaslCl Grayghe New BdrmalstiSsanfordd w. 0 ) ;
Pub. Law & Legal Theory Working Paper Series, Paper No. 4, 128@jlable at
http://ssrncom/abstract=20073 il t has | ong been anrclesnsult i n sophist
to call someone a formalist. . But within the last decade or so (overnight ingomi-
dential time) this has changed.. 0 ) .

145 For example, Grey identifies four foriis jurisprudential urges: objectivism
(the desire for determinate rules); originalism in constitutional law; textualismpf@s o
posed to statutory intgretation based on legislative purposes); and conceptualism, the
desire for bodies of law like contrastr t ort to be treatemd fas coherent st
cepts or prsupranotglfideas2. 0 Gr ey,

146. John F. ManningWhat Divides Textualists from Purposivistd®6 CoLuMm. L.
REv. 70, 110 (2006]hereirafter, ManningWhat Dividesp ( APr oper | » under st ood, t e
tualism means that in resolving ambiguity, interpreters should give precedence te sema
tic context (evidence about the way reasonable people use words) rather than pelicy co
text (evidence aboutthgeay r easonabl e peopl €ompareMo-d sol ve probl ems

lot, supranote 144, at 23 (fAln the i mmediate &ftermath of the
ism, the Courtds strong pur gnpdablewithslegigwas perceived to
tive supremacy. 0) . I't bears noting that definitions

SeeCaleb NelsonWhat is Textualism?1 VA. L. REv. 347, 351 (2005) A[ S] omeone
seeking to predict how textualist judges will diverge froneitionalist judges is well
advised to start with the distinction between rul es &
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ries), but rather considers broader statutory context asf@his caveat
dovetails with the second formsti strand relevant to trademarle-d
fense® the effort to harmonize discrete bodies of law into internally co
sistent wholes?®

Textualismés i mpact e®WhlmRiafessoreyond t he aca
Calabresi, writing in 1982, could advocate judicial updating atugts as
a form of common lawniang that had long been practiced without open
acknowledgment>® Judge Calabresi, writing in 2006, agreed that &is f

147. See, e.g.Scalia,supranote 2, at 17 (emphasi Diobbg eichterpretation
f i ed 60 the nntert ththha reasonable pgon would gather from the text of the law,

placed alongside thesmainder of thecorpus juri® ) ; M aWhati Diviges? supra

note 146, at 79 (Aln contrast maarhi ntghode. insod- haonocle st or s i n t he
erntextui sts do not believe that it is possible to infe
cornersé of a statute. Rat her , they assert t hat | ang
communityéds shared comwenrdtsi ams cfoort etxrnd e&r) s t(afmditmgpt e ¢
ted).

148 Grey, supranote 144, at 2 (defppobhgsmbhef dcmatkest tendency b
explaining that formalists fApreferas®-o treat abstract
herent structures of concepts and principles, rather than as bodies of sublegislation gene

ated in the course of judicial dispttee s ol uti ono). While Grey defines this

respect to common law categories (e.g., contract or tort), he rol@leeghat the impulse
applies to bodies of law that have been reduced in whole or in part to statutohy. lav.
2425.Hesiml arly fits Justice Scaliabds jurisprudence into
Scalia, fidelity to the derived overarching ruteay even trump@parent statutory text to
the contraryld. at 25 (discussinghntonin S@lia, Assorted Canards of Contemporary
Legal Analysis40 CASEW. Res. L. Rev. 581 (1990)[hereinafter, ScaliaAssorted @-
nardg). For Scalia, and the new formaligtsore generally, ad hoc judgments must do
more than simply avoid contgbleadndtanspasentas i The system mu s
well as consistent. Consistency can check judges only to the degree that inconsistency
can readily be identified. Thiswilant be t he case with a O6systemd made uj
of independent ad hoc totalitf-thec i r cumst anc e s lddfeotn@esontinat i ons. 0
ted). For his part, Scalia argues:
Without such a system of binding abstractions, it would be exiirgord
rily diffic ult for even a single judicial laxgiver to be confident of ¢o
sistency in his mangd hocjudgments; and it would be utterlynposs-
ible to operate a hierarchical judicial system, in which manividdal
judges are supposed tfdhelawsoduce O6equal 6 protection
Scalia,Assorted Canardsupra at 589
149, SeeManning, What Divides? supranote 146, at 109 n.141 (collecting exa
ples); Molot,supranote 144, at32-33 (agui ng t hat ithe broad appeal of te
underlying premises has led judges who do not consider themselves adherents to heed
textudism's warnings about the pitfalls of strong purposivism and to alter their approach
to statutory interpretatt6 and col l ecting empirical studies confiri
omitted); infra note152
150 GuiIpO CALABRESI, A COMMON LAW FOR THE AGE OF STATUTES 178181
(1982);id. a t 164 (AWhat, t h enctjon to be exeftised byacourtso n | aw f
today?It is no more and no less than the critical task of deciding when a retentionist or a
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vored approach f@Ais si nspéngr Gomsistenta part of our
with these claims, commentators halserved that recent Supreme Court

jurisprudence is less receptive to arguments based on legislative history or

stattory purposé?hostile to the use oF the fAfederal

revisionist bas is appropriately applied to an existing statutory or common lawaule;

id. at 166 (arguing that adopting adeot ed appr oach dAwill only be recogn

changes, not making themd and that this would merely
151 Hayden v. Pataki, 449 F.3d 305, 367 (2d Cir. 20@3labresi, J., dissenting).

He explained:

[SJome scholars, myselhcluded, have suggested that it might be a

good idea if, as a starting point, in certain circumstances, courts were

permitted to read the law according to what they perceived to be the

will of the current Congress, rather than that of a igngeby one.But

whatever the merits of such arrangement in the abstract, it is simply

not a part of our legal siem.
Id. (citations omitted).

152 Thomas W. Merrill, Textualism and the Future of the Chevron Doctriii@

WasH. U. L.Q. 351, 355 (1994jdocumetingCour t 6s i ncreasing use of diction
decreasing use of legative history). Writing in 1990, Eskridge observed:

The Supreme Court has not thrown over its traditional approach-to le

islative history in favor of the new textualism, yet. In each yhat t

Justice Scalia has sat on the Court, however, his theory has exerted

greater influence on the Couatds practice. This |

nifest in three respects. First, the Court is now somewhat less willing to

refer to legislative history when thé&atutory text has a plain meaning.

Second, the Court more often determines that a statutory text has a

plain meaning by reference to structural textual arguments. Third, the

Court has been increasingly influenced by textual and procedaral c

nons of statutry interpretation.
Eskridge,supranote 144, at 656. Other studies have found similar trends, though some
observe a comparatively small countermovement on legislative history ledstigesu
Breyer and StevendJolot, supranote 144, at 32 n.135 (collecting sourcesge also
Michael H. Koby,The Supreme Courtédés Declining Re
|l mpact of Just |36EARVSIRLEGIB®B9 Cr395qUe999)
emerged a clear and unmistakable patterneofirte in the use of legislative history by
the Supreme Court. While the pattern is most acute in the decisions of more areserv
justices, moderate and liberal justices are alng to legislative history lessfbe n. o) .
Other scholars challenge the categories used in such analyses as being incdanmete.
S. SchacterfThe Confounding Common Law Originalism in Recent Supreme Couwrt Stat
tory Interpretation: Implications for thed.egislative History Debate and Beygn8l
STAN. L. REV. 1,5 (1998 AiMy analysis of the recent opinions
gories are far too stylized to capture the Court
across these familiar categoried 9ee geerally FRANK B. CROSS THE THEORY AND
PRACTICE OF STATUTORY INTERPRETATION 134-39 (2008)(discussing research of the
Courtds met hodol ogy) .

153 Henry Paul Monaghargupreme Court Review of St&eurt Determinations of

State Law in Constitutial Cases103CoLuM. L. REv.1 91 9, 1984 dhe317 (2003) (n
Court has increasingly treated federal common law as a suspect enterprise, except within

~—~ =
oSt T

sugg
6s i
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and disinclined to read causes of action or defenses into statutes that do
not clearly provide for thertt* While most scholarship focuses on the S
preme Court, at least some evidence suggests that the textualist trend is
equally, if not more, pronounced in the federal circuit colirts.

Ali v. Federal Bureau of Prisonslecided lasyear, offers a nice x
ample of judicial practice following academic comment#ly.addresses
a bar to suit based on detention of propert
exciseoranyber | aw enf or™¢ Eheiatergretive fluestiane r . 0
iswhetherte phrase fany ot her tetalymeaesnf or cement of
any law enforcement officer, or does the text limit the phrase to include
only other officers when they are enforcing customs or excise laws? By a
5-4 vote, the Court took the first approach.
Of interest here is the relatively narrow battleground for the majority
opinion and primary dissent. Their arguments were almost entirelyate
focusing on statutory context and application of interpretive canons like

t he nar r owMomdgham arguesahatdthis hesitation applies to use of federal
common law to fill inerstitial gaps in legislatiorsee id.

154 Lastyear t he Court declared it Asettled that there i
only if the underlying statute can be interpreted t
Stoneridge Inv. Partners, L.L.C. v. Siific-Atlanta, Inc., 128 S. Ct. 761, 772 (2008)
see alsdBurlington Indus., Inc. v. Ellerth, 524 U.S. 742, 755 (19@8¢ding affirmative

defense to |iability under Titdealriel lis but maintaining
statutory interpetation pursuant to congressional direction. This is not federal common
law in the strictest sense. 0 juprgdnotas5 atn a | guotation on

1984 n.317 (citin@urlington Indusin supporto f proposi ti on that Athe Court ha
rather startling lengths to cast its results as statutory interpretation rather than federal
common | awod) . Regar dl ess oBulingttndndus,avhabis i t y6s | evel of
telling is its implcit agreemat with the dissent that the creation of a defense based on
policy alone would be illegitimateCf. Burlington Indus.524 U.S. at 772 (Thomas, J.,
di ssenting) (characterizing the majority holding as
pure and simpleo).
155 Crossds own study of the Courtds statutory inter
and 2002 reports that the Court uses tdidmamore than legislative intent, but by not as
large a margin as the commentary would suggasbss supranotel52, at 145, and that
all Justices demonstrated pluralist tendendiksat 158. Of greater intest, perhaps, is
Crossbés analysis of interpretation practices in the
fiddeat h we hegt stergrdiive #osl is mmuch more profound in the circuit
courts than i n IdaB5i& atid7 é&peeulatdg that the.shift may be
due to the fconventional wi sdomo regarding the rise
reliance on textualism increaséd.at 18 8. Crossds analysis also indicate
use of references to pragmatism, though he cautions that his tools for identifying such
cases are rela@ly crude.ld.at 189 (fiPragmati sm mabjeabe becoming more
an interpretive tool for the judiciary, though its at
156. Ali v. Fed. Bureau of Prisons, 128 S. Ct. 831, 834 (2@88alyzing 28 U.S.C. §
2680(c)).
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ejusdem generigndnoscitur a sociis®’By contrast, plustice Breyer
arate dissent, which argued epohdat the relevar
Latin canons and other such purelytteu al devi ceso to invoke the

legislative history and pragmatic considerations, drew only the afbte
Justice Stevend?®

Ali is obviously just one case, and the generalizations of the comme
tary are contestabl&® This Article has no mbition of engaging, much

157. Compare idat 83841 (rejecting arguments based €jnsdem gneris noscitur
a sociis and the presumption against superfluityjth id. at 84244 (Kennedy, J., €i
senting) (arguing to the contrangjusdem generi¢ iof t he same kind or <c¢cl asso) i
canon of construction providing that where a general termvislla group of specific
ones, the general term should be interpreted to include only matters of the same type as
encompassed by the prior specific terBISACK & LAW DICTIONARY 556 (8th ed. 2004)
Nosgtur a sociis( fi i t i s known b yprincipls thah ambiguous wdrds s 0 ) is the
draw meaning from surrounding wordd. at 1087.
158 Ali, 128 S. Ctat 849 (Breyer, J., dissentinggee also idat 85651 (making
arguments based on legislative history and practical implementation). Even when Justice
Breyer 6s relatively | ess tZankRub. &dh. DstpNor8&ach carried the
Depét ¢ 550 WESI 81c(2007)his colleagues noted discomfort with his method.
Zuniwas a 54 decision turning on interpretation of debatably ambiguous langoabe
federal Impact Aid Act (a school financing statute), Justice Breyer began his main anal

sis by fAdepart[ing] from a nor mal order of discussi o
Ssi on@&gr cbuancd and basic purlg at9e $Vbik holdirghiser t han its text
maj ority, Breyerds departure provoked ridicule by the

The opinion purports to place a premium on the plain text of the Impact
Aid statute, but it first takes us instead on a roundabout tour of
A[ c] on s iotheetr kma n oln & rpage aftgrepagé of unenacted
congressional intent and judicially perceived statutory purpose.
This is a most suspicious order of pradieg. . . .
Id. at 10809 (Scalia, J., dissenting) (emphasis added by Justice Scalia) (citatidhs omi

ted). Moreté | i ngl vy, as a r efrrleencttliyo nf aovfo rtehde pQoaucrttibcse sqgu Br ey
structure provoked a separate concurrence. Joined by Justice Alito, Justice Kemnedy o
served:

In this case, the Court is correct to find that the plain language of the

statute issmbiguous. It is proper, therefore, to invakdn e v g ralenod

deference. The opinion of the Court, however, invétgvrod s i-1 o0 g

cal progression. Were the inversion to become systemic, it would create

the impression that agency policy concerns, rathan the traditional

tools of statutory construction, are shaping the judicial inteafioat of

statutes. It is our obligation to set a good example; and so, in my view,

it would have been preferable, and more faithfuCtevron to arrange

the opinion dferently. Still, we must give deference to thateor of an

opinion in matters of exposition; and because the point does not affect

the outcome, | join the Courtédés opinion.
Id. at 107.

159 See supraote 152 Committed textualists have little difficulty identifyinge

ceptions to the Supreme CouludticeScallaandttheal i st ti | t . Joh
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less resolving, the attendingtmhtes:®® And indeed, shifts in emphasis in
interpretation methodogy do not mean that judicial practices are not, on
the whole, eclecti¢®! The claim here is not that the Court is or is not more
formalist now than in the past. Nor is it necessary to argue that the Court is
more formalist with espect to trademark litig@n than in the past. My
more modest contention is that sint@o Pesosthe last time the Court

construedthepr@ 988 Lanham Act, all od the Courtods
tations of the posh mend ment statute haver- been consi st e
malistnarrat e 0 ( speci fically, its textual focus, i

of law as a unified whole) and incompatible with treating the Lanham Act
as authorizing a federal common law of unfair competition. This is even
true of those trademark opinions that appeadepart from the formalist

line. These purported deviations are important, however, because they

Legislative Process62N.Y.U. ANN. SURV. AM. L. 33, 42 n.35 (2006). Likewise, several
articles documentig the rise of formalist tendencies in the courts dtenoat pains to
suggest that the changes seen may not be so prof6aade.g.Grey,supranote144, at

29 (Aa[ A]t i ts t heor etisijustaie old legalepragmatisne, nowe w f or mal i s
mostly in the hands of conservatives rather than Progressives, New Dealers, and post
NewDe a | Il i ber supranoté?) ; aSi d@®&l7, (AAl thoowrgh the battl e ove

interpretation has been waged with harsh words, tis@ipns of the warring camps are
not nearly as far apart as they might seem. Each of the competing methods of statutory
interpretation accepts some of )tTheisensi ghts of the o
pecially the case when combined with the observation that the newer forms of textualism
are more open to contextual considerations than the old.
In scholarship and case law alike, what one finds is convergence of
opinion. On one hand, the gasivism that prevailed in prior decades
has largely disappeared and textualist rhetoric has made its way into
mainstream judicial opinions. On the other hand, even the mast co
mitted textualists have openly acknowledged that text can bé amb
guous, that jdges must read statutes in context, and that statutory pu
poses merit consideration in at least some cases. Ironically, at a time
when the textualism debate seems to beeying more attentiagh and
even making its way into the mainstream pdetisat which uites te-
tualists and prposivists seems to outweigh that which divides them.
Molot, supranote 144, at 3536 (footnotes omitted). While maintaining that their points
of emphasis still differ from noetextualsts, ManningWhat Divides?supra note 146, at
76 (arguing that purposi vi st glypressindpolice textuali sts, W
cues to overcomeo s e fmesaibed textualistpadiaynooregde s ome sel f
these pointsid. at 7576 (agreeing that interpretation requires looking beyond text and
statutory purpose is relevant to construction if not derived from legislativa\bist
160. | am not arguing that textualism is superior to or meggtimate than intenok
nalist or pragmatic schools of judging. Nor am | defending the judicial proponents of
textualist methodology from claims that they apply their doctrine inconsistently or in a
manner that favors a political agenda.
161 CRoOss supranotel52 at 158 (observing that while justices vary in emphasis of
met hodol ogy, fAmost justices show pluralist tendenci e:c
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show potential avenues for doctrinal innovation notwithstanding the
Courtdés trademark formal i sm.

B. ATrademar k Formalismo at the Supreme Cour

Whatever can beaid about the generalizations in the last section with
respect to the judiciary as a whol e, they |
trademark jurisprudence sindevo Pesos Af t er embracing trademar
postLanhamAct-enactment expansion, the Court has siakern a ske-
tical view of further trademark expansion, using textualist rationales to
guide their opposition. These iopns recognize that the Acteven the
expansively worded section 43gali d oes not have boundl ess appl
as a remedy for unfair trade @ ¢ t *?Aceadingly, the Court confined
the dilution cause of actioi°l i mi t ed t he reach of Aireverse
claims!® clarified that the classic fair use defense is a true affirmagve d
fense!®® broadened the functionality doctrib®, and tightenedthe -
quirements for obtaining protection of trade dréé€ontrary toTwo Re-
sos the Court refused to ratify expsionist rulings by other courts absent
any statutory signals of congressional agreement. Instead, thenhuit
tections of the Lanham Adbund a ready audience in a Courpdised to
focus on textual considerations in deciding ¢éradrk case$®®

1. Textual Checks to Further Trademark Expansion

Trademark expansionism hit its Supreme Court peakwo Pesos
Since then, further growth has recel&ant highCourt support with one
exception.Qualitex Co. v. dcobson Products Co., Inepproved the use

162 Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 29 (2003)
(quotingAlfred Dunhill, Ltd. v. Interstate Cigar Co., 499 F.2d 232, 237 (2d Cir. 1974)).
163 Moseley v. V Secret Catalogue, Inc., 537 U.S. 418;:3882003)(holding that
the federal dilution statute required proof of actual dilution and not merely likelihood of
dilution).
164. Dasta, 539 U.S. at387 (2003) (holding the Lanham Actoés prol
designations of origin do not prohibituedri t ed copying of anotheroés wor k).
165 KP Permanent Makdp, Inc. v. Lasting Impression I, Inc., 543 U.S. 111,-121
22 (2004).
166. TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23,3%(2001)
167. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 211 (2000).
168 None of the cases discussed below drew a dissent, which is arguably consistent
with a formali$ narrative.RICHARD A. POSNER How JUDGES THINK 50 (2008)(citing
statistics indicating rising percentage of unanimous opinions in Supreme Courtias poss
ble evidence of increasing legalism among Justices, but proffering caveats and alternative
explanatios ) . To be sure, characterizing the Court
the opinions of the Justices runs afoul of J
trappings of judicial opinions are more the product of law clerk drafting rather aetrue r
lection of how the opinions are decidédl.at 21921.

trad

0s
udge Po
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of color as a trademark?® But this expansion, if it can be called an expa

siont®f ound direct support in the Lanham Actés
a trademark may be any dany wmrd, name, symt
bi nati onf'Btrhaenrdédonfg. 6oneds goods iwith color for
cation is at least arguably the use of a deviéeDther efforts to epand

trademar kdés scope htestawtergtexd orstiuoundati ons i
ture, and they failed as a restift.

169 514 U.S. 159 (1995).
170. The Court noted that its confidence in color as a mark only extended do situ
tions in which the color had achieved secondary meaning (in much the sammseircu
tances as hen a descriptive mark may be a trademadrk)at 163. Later precedentah
racterizedQualitexas holding that color requires secondary meaning to serve asga trad
mark.WakMart, 529 U.S. at 212.
171 15 U.S.C. § 1127 (2006).
172 Justice Breyer, true to tHerm discussed above, invoked backgroundqiples
of trademark, but did so in conjunction with the statutory text:
Both the language of the Act and the basic underlying principles of
trademark law would seem to include color within the universe of
things that can qualify as a trademark. The language of the Lanham Act
describes that universe in the broadest of terms. It says that trademarks
Ainclud[e] any word, name, sgmbol , or device, or
reof.o A 1127. Sincea hiusnyamb @blied enagrs findi ght wuse as
almost anything at all that is capable of carrying meaning, this la
guage, read literally, is not restrictive. The courts and the Patent and
Trademark Office have authorized for use as a mark a particular shape
(of a CocaCola bottlg , a particular sound (of NBCbs three ¢
and even a particular scent (of plumeria blossoms on sewing thread).
See, e.g.Registration No. 696,147 (Apr. 12, 1960); Registration Nos.
523,616 (Apr. 4, 1950) and 916,522 (July 13, 19Ti)e Clarke, 17
U.S.P.Q. 2d 1238, 1240 (TTAB 1990). If a shape, a sound, arat a fr
grance can act as symbols why, one might ask, can a color not do the
same?
A color is also capable of satisfying the more important part of the
statutory definition of a trademark, whichgreres thataps on fius|[ e] 0
or Ai nten[ d] to used the mark fAto identify and
goods, including a unique product, from those ufiactured or sold by
others and to indicate the source of the goods, even if that source is u
k no wlbUG&C. § 1127.
Qualitex 514 U.S. at 162.
173 See alsdGraeme B. DinwoodieThe Trademark Jurisprudence of the Rehnquist
Court, 8MARQ. INTELL.PROP.L.REV.1 8 7, 2 0 2Twdq P=8ognight be (redd as the
high point of trade dress protection under this Gowith Qualitexhinting at both expa
sion and caution. In [later cases], the Court signaled a desire to rein in claims under the

Lanham Act. o0) . Professor Dinwoodie acknowledges the
change of heart, but is more skeptidarn | am with respect to their predeance. He
argues that Athe Courtds inconsistent use of textual

Two PesoandWalMart) shows that other considyerations do infor
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a) Restricting Dilution

Moseley v. V Secret Catalogue, fiéunanimously gected the claim
that the Feder al Trademar k Diih-uti on Act (AF
ood of dilution (in much the sae manner t hat m-he Lanham Act
fringement cause of action only requires a likelihood of confusion). The
reason was simpl e: the statutebs terms at t
acts that ncause] ] dilutionod uand not t hose
tion.!”® This fact sufficed to cabin the dilution cause of actiSh.

Perhaps the most jurisprudentially interesting aspebtasieleyis that
the issue generated a circuit split in the first place. Although some circuits
relied on statutory language to embraceactual dilution standard’ oth-

ers | ooked el sewh MoseleyopiidneultiiBatelye-h  Ci r cui t 6s
versed by the Supreme Court, evaded the FTD,
statutebds | egislative history to conclude t

remedy and was unlikely to have undermined that intention with the diff
cult standard of proof of an actual dilution requirentéhSimilarly, the

s i #.ab207;see alsdinwoodie, Defining Defensesupranotel3, at 143 n.182 és-
ponding to draft version of this Article by arguing
Supreme Court in recent cases are sufficiently coupled with mortidnalist cocerns
not to discourageodo efforts to create defenses). As |
that nontextual factors may influence the Court when it chooses from among textually
acceptable outcomes is a far cry from an invitatioretaer opinions in the common law
style absent some reasonable textual basis.
174 537 U.S. 418 (2003).
175 1d.at 433 (AThis text unambi guouséy requires a sho
ther than a | i ksedalshid(looking tofstatabry diefinttion ofrdiution ;
to further support conclusion). Justice Stevensods op
joined by Justice Scalia) on idatet30d8lHdutut i on provisionbd
the discussion had no bearing on the holding.
176. Unt i | Congress could weigh in. Goengress undid t he
ing theTrademark Dilution Revision Act of 2006, Pub. L. No. 1312, 120 Stat. 1730
(codified as amended in scattered sections of 15 U.&a@énding 15 U.S.C. § 1125(c)
to meke actionable acts causing a likelihood of dilution).
177. See, e.g.Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658, 670
(5th Cir. 2000) ( A [rcwif]s boldimgntleebtine - EDA requees prooti r t h - Cii
of actual harm since thisstanddodde st accords with the plain meaning of
178 V Secret Catalogue, Inc. v. Mosel@b9 F.3d 464, 476 (6th Cir. 2001). It is
worth noting, moreover, how generally worded that history was, considering the mileage
the panel got out of it:
AstheCongressional Record inditates, dilution is #f:
fers materially from that arising out of the orthodox confusion. Even in
the absence of confusion, the potency of a mark may be debilitated by
another's use. This is the essence of dilutiomfiion leads to imes
diate injury, while dilution is an infection, which if allowed to spread,
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Second Circuit had recognized that t he FTD/#
actual dilution stancardtiiom, td@aduses udielsutti
rather thaneri éfoeordr iod'§ Nbhatheldss thalincouét

rejected an actual dilution requirement as

such a standard would permit injury without comptins.*®° At the end
of the day, of course, literalism prevailed at the Supreme Court without
dissent.

b) A Defense Is a Defense Is a Defense

KP Permanent Mak&lp, Inc. v. Lasting Impression |, Inbeld that
the classic fair use defense, codified bgtisa 33(b) of the Lanham Act,
once established, excuses any liability for causing a likelihood ofueonf
sion'®Her e again, the Lanham Actos text suffic:
defense is just that: a defense that may prewativithstandinghe pres-
ence of likely confusion. First, theurden of demonstrating confusion
rests with the plaintiff; second, the terms of the defense itself are silent as
to the relevance of |l i kely confusi on. AStar
points, it takes a long stretch to claim that a defense of faieniséds any

wi || inevitably destroy tHReREFmdverti sing value of
No. 104374 (1995)reprinted in1996 U.S.C.C.A.N. 1029, 1032.

This passage is importamt two respects. First, it evinces an intent to

provide a broad remedy for the lesser trademark violation of dilution

and recognizes that the essence of the dilution claim is a property right

in the fApotencyo of a mark. tyWwhil e this does not
right ingr oss o pr opor tsiearlydilutiorf anafsishiec ht er 6

does demonstrate an understanding that the right to be protected is in a

mark's distindt venes s. Second, dbheomfassiagre ds | atter hal f
leads to immediate injury, while dilutiois an infectionwhich if d-

lowed to spreadwill inevitably destroy theadvertising value of the

ma r dkewinces an intent to allow a remebdgforedilution has aaial-

ly caused eanomic harm to the senior mark.

Id. at 47576.

179 Nabisco, Inc. v. PF Brals, Inc., 191 F.3d 208, 224 (2d Cir. 1999).

180 Id.( A SJuch a readi ng It defedtshe iotentoftkec essi ve | i ter a
statut e. Notwithstanding the use of i-the present tens
bly within Con gnderstapditle statgeaas interglingttaoprovide for an

injunct i on to prevent the harm before it occurs. o). The

statute did not provide for damages unless the dilution was willful, creating the prospect
that a trademark hodat could not stopitution until the harm had been consummated.
At that point, damages for the harm would likely be unavaildtle.

181 543 U.S. 111 (2004). Once again, notwithstanding the apparent simplicity of the
matter as an exercise in textudkirpretation, the case resolved a split in circuiharity.
Id. at 11617.
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burden to ne'fahe extaoftheAcutlus peserved a long
standing trademark defense from being wholly subsumed in théhtikel
ood-of-confusion analysi$&>®

2. Trademar k fAContextuali smo

Anot her purported halsltmefiorktosior t odayds form
nalize bodies of law into coherent wholes, which requires statuttaty i
pretation to fit within the lager context of the relevant field? This goal
dovetails with the modern textualist emphasis on context in statutory i
terpretation:®® In trademark law, the contextualizing urge requires that

182 Id. at 118. The Court elaborated:
It is just not plausible that Congress would have used the descriptive

phrase #Alikely to cause confinsion, or to cause mi
§ 1114 to describe the requirement that a markholder show likelihood

of consumer confusion, but would have relied on t
lyo in A 1115(b)(4) in a fit of terse drafting me

under a burden to negate confusion. Véh€ongress includes paxic
lar language in one section of a statute but omits it in anotbéorsef
the same Act, it is generally presumed that Congress actsiomnily
and purposely in the disparate inclusion or exclusidn.(citations
omitted) (dteration omitted) (quotation omitted). By the same token,

the opinion turned away the eenior userb6s attempt
fensebs presence in the statute was akin to a dr
have been removed whenigpess amended the Lanham Actl989.

Id. at 120621.
Justice Souterés opinion added two doll ops of l egi

joined by the evevigilant Justice Scalia), but they did not guide the anal@ee. id.at
118 n.4, 122 n.5.
183 This is not to say thahe ruling was an unqualified triumph for opponents of
expansive trademark. The Court held open the door for the argument that the presence of
|l ikely confusion may affect a courld@as ruling on the
12 3 (ffikds b reaize that our holding that fair use can occur along with some degree
of confusion does not foreclose the relevance of the extent of any likely consumer conf
sion in assessing whether a defendantds use is o0objec
Circut t ook wup the Courtés invitation to dilute the ef/
that likelihood of confusion is relevant to successfully establishing the defSes&P
Permanent Mak&Jp, 408 F.3d at 609.
184. See supraotel48and accompanying text.
185 See supranote 147 and accompanying texsee alsdEskridge,supranote 144,
at 655, stating:
Justice Scalia adinis ficoherenceodo arguments, that is, argume
ambiguous term is rendered clear if one possible definition is noere c
herent with the relevant legal authorities than other possible definitions.
But, unlike defenders of legislative history, Justiceli@cadmits only
arguments based upon textual, or horizontal, coherence (this meaning is
consistent with other parts of the statute or other terms in siméar st
tutes), and not based upon historical, or vertical, coherence (this mea
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Lanham Act interpretations cohere with the rest of the statute as well as

ot her realms of intellectual property | aw.
of functionality, origin, and product design akem of trade dressflects

the desire for contextual cohererté®.

a) Functionality

TrafFix Devices, Inc. v. Marketing Displays, Iraffers a straightfio
ward example of the Couf THeSixtiGr ademark cont e
cuit rejected a district court rulnthat the duaspring design of a roadside
sign (which prevented wind from blowing it down) was functional and
therefore not protectable under section 43(a) of the Lanham®®the
court of appeals believed that the district court should have consithered t
availability of alternatives to a duapring mechanism (e.g., a-tar quad
spring design). A unanimous Court reversed. Once a product design is
deemed functional, there is no need to engage in ad hoc consideration of
the availability of alternative®® Of note for present purposes, Justice
Kennedyds opinion relied in part on the nee:
tent law to their respective realms. Once a patent expires, the integrity of
the patent regime requires free copying of the invention. Expamnside
dress protection would interfere with the titmaited monopoly bargain at

ing is consistent withhie historical expectations of the authors of the
statute).
186. Cf. supranote 148 As such, my use of thee-term fAcontextual
thing quite different than that of Dinwdie and Janis in their discussiof the trademark
use doctrineSeeDinwoodie & Janisl.essonssupranotel4, at 170809.
187. 532 U.S. 23 (2000).
188 Id. at 27. The Court stated:
It was not sufficient, according to the Court of Appealst tiwwing
exclusive use of a particular feature such as the-shrathg design in
the guise of trade dress woudd Ahinde[r] compet.

t her , Al e] xclusive wuse ofsigrficahte at ure must Oput con
nontreputationrelated disadvaatge 6 bef ore trade dress protection
denied on functionality grounds. 0

Id. at 2728 (alteration in original) (citations omitted).
The functional aspect of the springs was that they allowed the signs to yield to the
wind without toppling over. Arexpired utility @tent covered the design in questidoh.
at 25.
189 I1d.at3334 (AHere, the functionalityjorsof the spring de
need not explore whether other spring juxtapositions might be used. Thspdugl -

signis not antbitrary flour i sh i n the configuration of MDI®&s produc!
device wor ks. Ot her d e s cf.glisceissionsugrainota1148t be attempted. 0
Some courts continue to consider the existefcaternatives in deciding whether a-d

sign is functional in the first instancBee, egVal u Eng o6 g, Il nc. V. Rexnord Cor p.

F.3d 1268, 1276 (Fed. Cir. 2002).
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the heart of patent lai?
b) The Meaning of AOrigino

Dastar Corp. v. Twentieth Century Fox Film Codemonstrates both
the textualist preference for dictionaries over legistahistory and the
modern textualist emphasis on contExtDastar involved a video m-
ducer who opied and edited an cwff-copyright television series and sold
the resulting work under a new titff¥ Plaintiffs claimed that selling the
series without atiibution constt ut ed Ar ever se passing off, 0 ce
consumercons i on as to tH%® productds origin.

Justice Scaliabs analysis emphasized at th
is not an operended common law cause of action to which judges may
supplycom e nd [ Bljiecause of its inherently | imited
never be a feder al icod

ficatirono of the oV
o certain unfair ¢tr
g of the word Aori gl

[
ti obn,bout can apply only t
t e X°t Thequestion, therefore, wasth me ani n

section 43@J>°1 f fAoriginod simply meams physical sou
dant was 1indeed the source of the product
means fAauthoro or the likethen the plainti

190 TrafFix, 532 U. S. at 29 (ATrade dres-s protection mus:
tion tha in many instances there is no prohibition against copying goods and products. In
general, unless an intellectual property right such as a patent or copyright protects an
it em, it owi || be subject t o dngthaytheaubjecd ) . The Court st
of an expired utility patent couldeverbe protedble trade dresdd. at 35, but it was
definitive that the existence of a prior patent was strongly probative of functionhliy,
2930, 32. Mor eover, the Comnsdfiatslleciiad gropertg t o keep the va
protection to their proper domains is hardly a new concgee, e.g.Baker v. Selden,
101 U.S. 99, 10D3 (1879).

191 539 U.S. 23 (2003)Dastarwas an & opinion with Justice Breyer not paitic

pating.

192 Id. at 2627.

193 Id.a't 27 . APassing offod involves representing your
(e. g., putting a TOYOTA | abel on yoer homemade car a
verse passing offod arises when one takes the product
underoneds own mark (e.g., buyi migrianJeyds al ameal yesellin

194. 1d. at 29 (quoting MCCARTHY, supranote26, 8 27:7). Justice Scalia paused to
note that courts had in the past argyadltrun their statutory authorityd. at 2930. In
light of the Lanham Actodés 1988 amendment s, however,
iampl y i.noflrevesse passing @ffif indeed it does notmplicitly adopt the
unanimous couftf-appealsjur s pr udence ofMd.at3B.at subject. o).

195 Id. at 31.

196, The court explained:

I f Aorigino refers only to t

he manufacturer or
fgoodso that are made avail aobl

p
e to the public (i
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Beginningwi t h t he dictionary defn-nition of nor
cluded that fAthe most naturadthaunder standing
source of wards is the producer of the tangible product sold in the-ma
ket pfamhé .l®e t hat <concepmpasmamarkihdit retcho to en
er who ordered or otherwise fAm-tood behindo t
pass the source of the intellectual content (e.g., the author or inventor) of
the product®®

The Courtdos analysis did not end with the
broaderont ext to i nt er'yThe Courtrhageatpete m fori gin. o
tially challengeable empirical observation with respect to consumec-expe

tations. I n the Courtds analysi s, a purchas:¢
will taste like the others she has tried, ama@¢omparatively unconcerned
with who invented the s &UThiésovd or mula in th

however, is fully consistent with the traditional common law undedstan
ing: trademark law has not traditionally focused on matters of authorial
source.

More importantly, Dastar concedes that literary and similar works
may be an exception and that some camss might care about proper

tapes), Dastar was the origin.f , however, Aorigind includes the cr
of the underlying work that Dastar copied, then someone else (perhaps
Fox) was the origin of Dastardés product. At bott

what A 43(a) (1) (A) of t he Lanham Act means by
fgoods. O
Id.
197. Id.
198 Id. at 3132. Professor Dinwoodie argues that the text underdeterminesstlie r
in Dastar.
But given that the language of Section 43(a) is clearly susceptible to
more than one interpretation, one might suspect that there etsomn
else @ing on. TheDastar Court appears willing to reject the endeors
ment of judicial development of this cause of action in the legislative
history to the 1988 Berne Convention Implementation Act. Yet, the
Court was also ready to acceptTiwo Pesoshe endorsaent of jud-
cial expansion of the scope of trade dress actions in the legislative hi
tory to the 1988 Trademark Law Revision Act. Thus, mere statutery i
terpretation tools do not provide a complete explanation
Dinwoodie,supranote173 at 203. A textualist might reply that the apparent contradi
tion is easily reconcilell legislative histry does not matter. Congressional acquiescence
to judicial practice as manifest in actual statutory text does. Incasg, insofar as the
di ffering results suggest a change en attitude towar
mark cause of action between 1992 and 2003, that supports the proposition that the
Courtds trademar k juri spr ivedesoribedl ajovebes with the for mal
199, As modern textualist partisans maintain is appadprSee supraotel147.
200. Dastar, 539 U.S. at 32.
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attribution of authorshif’* But to support such expectations would be to

bring trademark into conflict with copyright law byl@king authors and

their assignees to police activity that the Copyright Act periffits this

Dastaris very much a contextualistlmg, drawing upon the boundaries

set by other bodies ofitellectual property law, as well as the common law

foundetionsd t rademark | aw, to i‘#terpret the Lanh

c) What AboutWakMart?

WakMart Stores, Inc. v. Samara Bros., Iqzesents a harder case for
the claim that the recent history of Supreme Court trademark cases is
strongly formalist, to say nothing ofite | ar ger thesis that todayo¢
are constrained in devising defenses to trademark liabifityh another
unanimous opinion written by Justice Scalia, the Court held that saregi
tered product design is never inherently digtive. Trade dress proteoh
for product design alwaysquires secondary meanify.
WalMart may seem a functionalist departure from the formalist cases
surveyed thus far, particularly in |Iight of
to policy consideration®® No text in the Act distiguishes between o

20L Professor Di nwoodi e argues t hat t his mo v e i s A
presages what is actually a pragmatic opinion. Dinwoodigapra note 173 at 204. It
should be noted, however, that the opinion makes these obsenaftemerriving at an
interpretation of the semantic meaningoth e t er m fAori gind o©on the statute. T
gy, such as it 1is, is considered in determining whet
interpretation; it is not the basis for it.

AAmat eur psychologyo is fairlVygin€densmon in trademark
Ltd. v. Nawab3 35 F. 3d 141, 148 (2d Cir. 2003) . (A[ T] he mor e
greder the likelihood that the public, seeing it used a second time, will assume that the
second use comes from Rogersv.Gamakli,8850F-2d 9% as t he first. o]
1000 (2d Cir. 1989) (A M] ost consumers are wel/|l awar
solely by its title any more than by its cover. We therefore need not interpret the Act to
require that authors select titles that unambiguoudbscrie what the work is

about....0) .
202 Dastar, 539 U. S. at 33. To hold othuerwise would be t
tant copyright l aw t hat limits the pyublicds feder al

r i g Hd & 346(citation omitted) (cptation omitted). Moreover, identification ofia
thors would present difficult challenges for Lanham Act purpd3es.idat 3536.
203 Id.at 37 (A[R]Jeading the phrase 6éorigin of goods 6
dance with t hlavfoAndatidngwhichowarenotrdesigned to protect isr
ginality or creativity), and in light of the copyright and patent laws (whighg, we
conclude that the phrase refers to the producer of t}
204. Wal-Mart Stores, Inc. v. Samara Bros., Inc., 528. 205, 211 (2000).

205 Id. at 212.
206 See,eqgid.at 214 (commenting on virtue of Asummary di
competitived (siiCorhpetsiutiitadn ;i s deterr esd, however, not 1

ful suit but by the plausible threat of sucss$ suit. ... 0id. at 21314 (notingin terro-
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uct design and packaging. I s t-his then a ca:¢
trine to blunt the Lanham Actdés extremes? NO

WakMart is a contextualist holding in the same vein as othems ca
vassed in this Section. It is textualist insadarit elucidates statutory text
based on the context provided by the rest of the statute. The resulting rule
is an elaboration of the statute itself, not a product of common lawtcstat
ry updating. The problem for the Court was that Congress updated the
Lanham Act to broaden its cause of action, but omitted many important
details of how the section 43(a) cause of action was to function. What may
function as an unregistered trade dress was one such open issue.

Notwithstanding this silenc&VvalMart6 s a sl bggns with the
Lanham Actds text, speci ficaegis¢-y the descrip
tered trademark®” The opinion notes the contestable interpretive move
made over time by lower courts to allow protectable trade dress to include

product design, Ut citesQualitexo s i nt er pretation of the term
and Adeviceo in trademarkés d&cefinition to
tice 2%8

This says nothing, however, about what sortuafegisteredtrade
dress is protectabf@? To address this issugyalMart looks first not to
the common | aw or the Courtds perception of
the statutory standards that exist for registered nfatkEhose standards
are found in section two of the Lanham Attwhich rflects the long
standing distinctiorbetween inherently distinctive marks, which ate a
tomatically eligible for protection, and nafistinctive marks, whicher-
ceive protection only if consumers have come to associate them with a
single sourcé’ This contextualist move leaves open an impartares-

remeffect of uncertainty to competitorsjt. at 215 (noting that balance of utilitiem/érs
the Courtds preferred rule).
207. Id. at 209 (discussing section 2 of the Lanham Act).
208 Id. Similarly, Congess appeared to acquiesce in the judicial practice of protec
ing product design under section 43(a) by amending the statute to refer specifically to
such actionsld. (noting § 43(a)(3), which places burden on the party claiming protection
in unregisteredtrade dress to establish its lack of functionality).
209 I1d.at20910( AThe text of A 43(a) promsi des | ittle guid.
tances under which unregistered trade dress may be pr
210 Looking to standards for registered marks to fi# tontent of the cause of-a
tion for unregistered marks is commonplace for actions arising under sectionségf),
MCCARTHY, supranote26, A 27: 18, and was$SwoPdseasWel.urt 6s met hod i n
Seesupra note37 and accompanying text.
211 15 U.S.C. § 1052 (2006) (setting forth registration requirements).
212 WalkMart, 529 U.S. at 210. The Court explained:
The judicial differentiation between marks that areenamtly distirec-
tive and those that have developed secondary meaning has sohd fou
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tion: does every category of mark containammtly distinctive marks?
AiNot hing idnemands. t#e conclusion. o

WakMart thus identifies the applicable rdleno piotection for non
inherently distinctive marks absent secondary me@&nemgd an pen
guestion: Is product design ever inherently distinctive? It is only once the
text runs out that the Court crafts its prophylactic rule, one givingtbreat
ing space to the other relevant textual command of the Lanham Act: fun
tional subject matter doe®inget trademark ptection?** Just asDastar
sought to prevent an innovative trademark claim from intruding og-cop
ri ght 6 s WalMaat prevents & newer form of mark protection from
encroaching upon a lorgjanding exclusion. In shortVakMart is na
fairly described as a Acommon | awo trademar |l
construction of the el ementsWabf the Lanham
Marti mpl ements Actods commands of what may be
place.

Perhaps none of this is persuasieOne may argue thavalMart is
little more than a judgment rooted largely in another contestable empirical
claim about how consoers behave. The same might be said, however,
about a ruling to the contrary. Concluding that consumers (or some of
them) see mduct design as inherently distinctive is also a factuaj-jud
ment. Admittedly, this uncertainty may be reason enough to refer the dec
sion to the factfinder on a cabg-case basis (notwithstanding consaler
tions of judicial economy cited by the Couft.

dation in the statute itself. Section 2 requires that registration be
granted to any trademar kicaditbhgybevhi ch t he goods of
distinguished from the goods of ethr & stibject to various limitedxe
ceptions. 15 U.S.C. § 1052. It also provides, again with limitedpexce
tions, t hat Anothing in this chapter shal/l preve
mark used by the applicant which has become distinctive of thé appl
cant 6s igm od @ rthatasr whiehdis not inherently distinctive
but has become so only through secopdaeaning. § 2(f), 15 U.S.C.
§ 1052(f).
Id. at 211.
213 Id.
214 15 U.S.C. 88 1052(e)(5), 1115(b)(8), 1125(a)(3) (2006).
215 For his part, Professor Bivoodie viewsWValMart as being equally grounded in
concern for dangers to competition as in the text of the Lanham Act or the principles of
trademark law. Dinwoodiesupranote 173 at 198 (labelingiakMart6 $olding as a
Aprudenti al |l y dG&Mearrill,esupramoteb? &t 872 (critiquing textua
ism as seemingly Atransform[ing] sta&tutory interpret
ci al ingenuityo)
216. Professor Dinwoodie argues that the Court could have implemented itsi-concl
sions regarding the relative source iditiig capabilities of product design and product
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Note, however, that individualized scrutiny of the purported trade
dressodés viabil it yWatMamharhenapalygisossnply bl e wunder
must proceed through the prism of secondary meaning, a form of analysis
rooted in the common law of unfair competitiand the text of the Ioa
ham Act?’” TheWalMart rule, therefore, channels thecessary casby-
case determinations into a framework familiar to trademark law rather
than relying on ad hoc standards (which may or may not respect ttre fun
tionality bar) to sparate inherently distinctive from narherently ds-
tinctive design$® WakMart thus fitsthe new formalist narrative thagf
vors enhancing predictability by trying to bring internal coherenceoto b
dieszci)g law and minimizing the unpredictability of casecase adjudia-
tion.

What is important is that the Court viewed itself as doing something
more modest than crafting a new common law rule to ride atop existing
trademark doctrine. Whatever its faults, the dress/design distinction is an
elaboration of thenherent distinctiveness requirement of section 2 of the
Lanham Act. In other words, the Court found its freedom in the Lanham
Act 6s t extd nathad might appear tatufirsteglance, in the st
tut e 6 s “&Codnexiual egptation of operendedtext is statutory

packaging by crafting a rule that would still allow courts to evaluate actual censum
perceptionsonacasg-c ase basi s. il nstead, t heti- Court foreclosed
ny of its (unsupported) social generalization, by embedding that generalization as a rule
o f | Danwaodie,supranotel73 at 197.

2177 15 U. S. C. A 1052(f) ( A E rothmgin thisackhapterx pr essl y excl ud ¢
shall prevent the registration of a mark used by the applicant which has becone distin
tive of the applicantds goods in commerce. 0) .

218 This is not to sayof course, that the secondary meaning inquiry is alwass pr
dictable, simply that it is familiar to trademark law and finds a textual basis in statute. No
similarly deep or londived body of law had evolved regarding the inherent distipetiv
ness of prodet design.Comparel SHOEMAKER, supranote 34, at 208 (describing se
ondary meaning doctrine as understood in 1984t id. A 78 a't 2-nérk (AA trade
must be something distinct from theiele marked; nelier the thing itself nor any part or
quality ofitcanbe atradmar k f or that thing. o).

219 See supraotel48and accompanying text.

220 In a similar veinBurlington Indus., Inc. v. Ellerth624 U.S. 742 (98) created
an affirmative defense to employer li-iability under T
tion of Aemployerodo as including thei-term Aagents. o T
rected federal courts to interpret Title VIl based on agency plexisiven such anxe
plicit instruction, we conclude a uniform and predictable standard must be established as
a matter o 1d af 4 @uotingMeritomaSav. Bank, FSB v. Vinsof77 U.S.
57, 72 (1986) , the Court oononol Wkedd nteh dte mpCory@emr s
clude any o6agentd of an employer, 42 U.S.C. A 20
some limits on the acts of employees for whialpkyers under Title VII are to be held
responlsatbeB.e. o
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interpretation and construction, not an exercise in common law juxispr
dence.

C. Summary

While the contention that we are in a formalist era may be contestable,
the Supreme Courtds recent approach to trade
the chim. This may be bad news for trademark defenses. While the op
nnons canvassed above gener xthalisy restrict tr e
reasons, the text of the Lanham Act generallpsar t s t odayds expansi ve
trademark doctrines. The real bite of the Goérs #fit r ademar k formalism
may therefore be felt as an obstacle to future efforts at reform.

In WakMart, however, the Countevealed one promising avenue for
future development. The Court framed its holding as statutory construction
of openended text. Thee looking to create similar paefendant innoa-
tions might benefit from a search for similar examples of open text in the
Lanham Act.

V. WHATO6S LEFT HFEUMRKDBRFERSES?

This Part surveys available sources of future innovation in trademark
defenses.ltoncl udes with a discussiccon of the fAnor
trine as an example of the uncertainty and problems facing courts that
would craft new dfenses.

A. The Source of Trademark Defenses

In considering trademark defenses, judges may look to the Lanham
Act 6s text, the nfeder al comme-n | awo of tra
guirements. This Section examines why none of these sources are a fully
adequate basis for future judicial creativity.

1. The dHLiteral o Lanham Act

Section 33(b) of the Lanham Act co@i several traditional common
law defenses to trademark infringement and applies them to suits for the
infringement of registered marks, regardless of incontestable $thitse

221 After five years 6 use, a holder of a registered mark may obtain incontestable

status. 15 U.S.C. A 1065 (2006) . I ndontestabl e statuc
ity of the registered mark and of the registration of
of the mak , and of the registrantés exchmusive right to wu
merce. 0 15 U.S.C. A 1115(b) (2006) .

Section 33(b) of the Lanham Act sets forth a list of defenses and defects to which a
mark is subject notwithstanding incontestablatig. 15 U.S.C. § 1115(b). Professor
McCarthy argues that the listed defenses and defects were intended by Congress to
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enumeration of specific defenses has always raised the question bf whet
er thelist is exclusive with respect to incontestable mafk&he Court

has not considered the issue latéfy,but the most recent relevant
precdent suggests a closed list.

Park 6N Fly, 1| nc. 3*‘condierédlwaether®rar k & Fl vy, I
alleged infringermy defend on the basis that the pl ai
mark was nonethelessestriptive, and thus ineligible for protecti6f.

The answer was simple because section 33(b) contains no exceptions for
descriptive marké®To hol d ot h e rswulatsjed wohuel dr efil eenvaa n t
statutory provisior?’

Par k damyliedthatycourts have scant room to maneuver with r
spect to defenses for infringing incontestable m&k®artisans of te

imerely reduc[e] the status of a conclusive presumpt.
the challenger allowed to raise common lawdefee s , 6 not wi t hstcanding the judici
tice of reading the provision as setting forth defenses on the mekitsCBRTHY, supra
note26, § 32:157.
222 CompareDiggins,supranote59, at 195 (AThe fact that Section 33
defenses against an incontestable mark to seven specific issues is possibly not conclusive.
It is difficult to imagine an equity court granting injunctive relief to a registrant who
comesinto court with unclean hands.. owith Symposium|ncontestable Trademark
Rights and Equitable Defenses in Infringemetightion, 66 MINN. L. REV. 1067 (1982)
(arguing that equitable defenses were unavailable underctireent Lanham Act text,
which omitted the defenses). Congress resolved the question in 1988 by addiablequi
defenses to section 33(Mrademark Law Revision Act of 1988, Pub. L. No. 16RY,
sec. 128(b), § 33(b), 102 Stat. 3935, 3944 (current version at 15 U.S.C. § 1115(b)
(2006)).
223 In KP Permanenthe Court reserved comment on the role of alternaifendes
like nominative fair use. KP Permanaviake-Up, Inc. v. Lasting Impression |, Inc543
U.S. 111,115 n.3 (2004). Nominative fair use is discussed in greater detaiv.bSee
infra SectionlV.C.
224 469 U.S. 189 (1985).
225 Because a descriptive mark should not be registered unless the registrant can
show that secondary meaning had beerbbsiteed,P a r k  @d\erel theituation in
which an incontestable trademark was arguably improperly registered in thenfirst i
stanceSeel5 U.S.C. § 1052(f) (2006).
226. Par k 0460 UFS| ay1987.
227. Id.a't 197. Unli ke the rather sparpe use of l egi sl a
nions discussed above, and consistent with the scholarship that reports declining use of
such historysee supranote1l52 Justice O6Connor6s majority opinion i
on t he L anh a e histaryt addpolicies grnd argued that neither contradicted
the clear dictates of the teR.a r k 6460 UFSI ay 19202.
228 Cf. Shakespeare Co. v. Silstar Corp. of Am., 9 F.3d 1091 (4th Cir. 186B)
ing incontestable mark may not be cancelled tutinctionality of mark) But compare
Wilhelm Pudenz, GmbH v. Littlefuse, Inc., 177 F.3d 1204, 1209 (11th Cir. @@}
greeing with Shakespeaje
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tualism might note tha® a r k  addomplished precisely what rigorous
adherepge to statutory provisions is supposed to do: force Congress to
speak on ambiguous matters. Sifca r k ,GCNNgress lyas twice added
new defenses to section 33(b), providing that an equitable defense and the
defense of functionality may be raised inpesse to an infringement
claim of an incontestable mafk These actions, in turn, only reinforce
theinclusio uniusramifications of opinions liké®> a r k .OltNanifot be
argued that Congress has not considered the appropriate content of the
provision. Barring further congressional action, section 33(b) seems a
closed set, which looms as a problem for any defensive innovations that
cannot fit within its provision§®

229 Trademark Law Treaty Implementation Act, Pub. L. No. -B3D, sec.
201(a)(9), 8§ 33(b), 112 Stat. 3068070 (1998) (cafled as amended at 15 U.S.C.
§1115(b) (2006)Xamending section to include functionality defenSg@gdemark Law
Revision Act of 1988, Pub. L. No. 1857, sec. 128(b)(5), (6), 88 33(b), 34(a), 102 Stat.
3935, 394445 (codifiedas amened at 15 U.S.C. 88 1115(b), 1116(2p06)) (amending
section to include equitable defensesge also Wilhelm Pudenil7 F.3d at 1211
(A[ T] he 1l egislative history of the Trademark Law Tr e
that the functinality provisions vere meant to codify existing law and correct the flawed
result reached by the Fourth CircuitShakespeare 0 ) .

230 Nor does the availability of fequi table principl
courts room for innovation. In context, it is clear that ¢béified equitable defenses are
the traditional ones, as the defimhdng i s i mplicated

laches, estoppel, and acquiescencear e appl i cabl e. O mphéasisU. S. C. A 1115¢(b
added). This is the necessary implicatiorPafk & N which leld that the provision
authorizing injunctndiomlsesiaacfcoeguintgy d oditcdhen@triopen th
asserting defenses bas®ar &n 48 Rh gt ROB¥s descriptiveness
the Court gplained:
Whatever the predss boundaries of the courtsé equitable poy
not believe that it encompasses a substantive challenge to the validity
of an incontestable mark on the grounds that it lacks secondary mea
i ng. To conclude otherwise would expand the mean
the point of vitiating the more specific provisions of the Lanham Act.
Id.

I'n addition, the Court reserved tehe question of w
fenses such as estoppel or |l acheso eapply (as the cas
fenses in section 33(b)y. at 203 n.7. If such equitable defenses were capable ofdexten
ing beyond traditional equitable doctrines, the Court would have had to addresg-the ma

ter or explain why not (e.g., d uoksedtiaom a partyds wai Ve
33(b)(9) is in accord.S. REP. No. 100515 at 39 (1988),as reprinted in1988
U.S.C.C.A.N. 5577see als® MCCARTHY, supranote26, A 32: 151 (AdAThe ability to r

6equi tnabpkepd pahdhe doormoany arad all defenses. It is not a eltch
c at e g otingyLew Strauss & Co. v. GTFM, Inc., 196 F. Supp. 2d 971 (N.D. Cal.
2002))).
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2. fFeder al Common Lawo Trademar k Defenses

While the express defenses of the Lanham Actiarigeld, they are not
the end of the story. Section 33(a) signals the existence of o#her d
fense<® but says nothing about what they are, nor does it contain la
guage authoring courts to innovat&®? The statute is likewise silent with

231 15 U.S.C. A 1115(a) (2006) (registration fAshall n
proving any legabr equitable defense or defect, including those set forth in cidrse
(b) of this section, which might have been asserted if such mark had not been regi
teredo) .
232 ltis therefore best read as incorporating trademark requirements fremhets
in thestatute and allocating, where necessary, the burden of going forward. So,nfier exa
ple, a registered (but not incontestable) mark may be presumed valid, bundadéefe
may still claim that it is defective because it is descriptBeel5 U.S.C. § 1115(a)yeg-
istration is prima facie evidence of validitg),f . Pard469 tbNat FOBFPar k 6 N
Fly is in accord:
The Lanham Act expressly provides that before a mark becomes inco
testable an opposing party may prove any legal or equitable defense
which might have been asserted if the mark had not been registered.
Thus, § 33(a) would have allowed respondent tdiclken ge pet i ti oner 6s
mark as merely descriptive if the mark had not become incontestable.
Id. at 196 (citation omitted).
Judge Leval &s argued to the contrary, contending that the Lanham Act is atdelega
ing statute that stands for Acomplete common | aw dev
language is in fact an explicit delegation to the courts. Pierre N. Lévadlemark:
Champion ofree Speec27 CoLuM. J.L.& ARTS187,198(2004);see alsdinwoodie,
Developing Defensesupranotel3, at 138. While the open text of the statute authorizes
some judicial creativitysee infraSectionlV.B, the clause in question is not plausibly
read as doing so. In full, the surrounding sentence reads:
Any registration issued under the Act of March 3, 1881, or the Act of
February 20, 1905, or of a mark registgron the principal register
provided by this chapter and owned by a party to an action shatl-be a
missible in evidence and shall be prima facie evidence of the validity of
the registered mark and of the registration of the mark, of the reg
sgsrant olsi wmwnfertshe mar k, and of the registrantds ex
use the registered mark in commerce on or in connection with the
goods or services epified in the registration subject to any conditions
or limitations stated therein, but shall not precludetizoperson from
proving any legal or equitable defense or defect, including those set
forth in subsection (b) of this section, which might have been asserted
if such mark had not been registered.
15 U.S.C. § 1115(a). In other words, the effect of theselasi to limit the power of resgj
tration with respect to existing defenses or defects. Holders of registered marks are e
titled to certain presumptions, but their rights are subject to other provisions of trademark
law. A caveat to a provision providing tefits to trademark registrants seems an odd
place to bury broad authorization to judges to craft new common law defenses.
Even if the language is read as authorizing interstitial lawmaking, it remains another
leap to interpret it as inviting judgesto gpopeyond tr ademar kds exi sting commort
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respect to defenses infringement of unregistered marks under section

43(a). Nonetheless, in what has been described as an exercise déthe fe

al common law, courts apply the defenses of section 33(b) wheneatjud

ing cases under section 43t&)Why then may courts not darther and

craft new defenses as part of the interstitial law ofice 43(a)?**
First, pastpracticeapplying section 33(b) to section 43(a) cases/

not be as fcommo?4 Inimach the sarme mannerthatpe ar s .

the requirements for trathark regstration inform the scope of protection

for unregistered marks, so the codified defenses for infringement ai-inco

testable marks inform the scope of the rights held by a holder of an unr

gistered mark. In other words, courts are arguably engaging in togtex

ist statutory costruction like that inNa-Mart.?*° If so, it bears noting that

WakMart adopted a rule effectuating a doctrine found in the Lanham

Act s text; i1t did npke. go beyond the statuto
Another way to approach the problem is to nibiet Congress wrote

against existing background principles of law when it ratified the judicial

expansion of section 43(a). The resulting handiwork should therefore be

understood and interpreted against that legal cofitext. other words,

backdrop.See infranotes243-248 and accompanying textf. Dastar 539 U.S. at 29
(A B] ecause of i tsi nignhek eh3 () |ldanm teedvevorbe a feder a
tiond of the overall |l aw of O6unfair competition,d bu
practices prohibited byralquotationseomitted)do) (ci tation omittec
233 5 MCCARTHY, supranote26, A 27: 19 (fA[T]he statutory oO0defensesd
case are merely guidelines to ascertain the federal
a A 43(a) claim.o).
234. Note, however, that even if discretion existsnnovate under section 43(a), the
holding inP a r k  &udgests that such innovations cannot easily migrate to the cause
of action for hfringement of registered marks under section 32.

235 The term ficommon | awd i s useaicommonthe above sente
law sense of interstitial lawmaking to fill gaps left by Congr&ee generalfERWIN
CHEMERINSKY, FEDERAL JURISDICTION 35556, 376 (4th ed. 2003 i Feder al common

law has developed out of necessity. In some instances there are simply taptaim;
the appication of statutory and constitutional provisions often requires the development
of lega | rules. o) (footnote omitted).
236. See supr&ectionlll.B.2.
237. John F. Manning,The Absurdity Doctrie, 116 HARV. L. Rev. 2387, 2467
(2003) [hereinafter, Mannindpbsurdity ( Al f t he meaning of a text depends o
background convgions of the relevant linguistic community, then any reasonable user
of | anguage must k now thetsgeakersaandsthenigendasban s s hared by
dence. Gquoting Fr aWwhkat Ddes Ldglativet Histoly Tedl W&? 66
CHI. KENTL. REV. 441, 443 (1991))). In this manner, a number of doctrines are routinely
applied to text that does not explicitly invokbetm (even if those doctrines were the
product of judicial intervention before becoming part of the legal background against
which future legislatures actedy. at 246670 (colleting examples).
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courts interprethe Lanham Act with longtanding common law andast

tutory defenses in mind, and read opaatusory text accordingly®® This
interpretation constraingther than liberates the courts. It is one thing to
assume that preexisting practices survive passhgestatute that does not
explicitly negate theri>® It is quite another to assume authorization to
create new defenses that lack any statutory tether. Such an assertion rests
on an entirely different conception of the judicial po#@rAbsent a te-

tual bass, there are no standards for courts to employ. While that may not
have mattered in the past, it does totfdy.

238 Manning,What Divides?supranote146, at 82 & n. 42t l(eotbserving that i
common law practices may be part of unstated background in which statotieistaod
to act and citing equitable tolling of statutes of limitations and interpretations ahatim
stautes as examplesJohn F. ManningTextualism and Legislative Inter@1 VA. L.
REV. 419, 43536 (2005)( i Te xt ual i st $aw eeres theg full acray wfrom n
mortlaw connotations; they supplement otherwise unqualified texts with settted co
monlaw practices, where such practices traditionally pertained to the subject matters
covered within the statute... 0 ) .
This reflects the practice of the courts with respect to incorporation of common law
doctrines of geographic scope. Acting in tlzely part of the Twentieth Century, the-S
preme Court had restricted theogeaphic scope of trademark rights to the active markets
and zones of natural expansion of markhold8ee generallyp MCCARTHY, supranote
26, § 26:1:30 (discussing common law use rights). This doctrine persists with respect to
the geographic scope of unregistered marks enforceable by sectiondlE£)6:52 (e-
scribing persistence of dine as federal common law).
239 Following this logic, Wilhelm Pudenz, GmbH v. Littlefuse, Iiheld that inca-
testable marks may be canceled on funmatlity grounds even though the Lanham Act
did not mention the ditrine at the time the litigation arose:
Consequently, the mere fact that functilityais not enumerated in §
1115(b) is not sufficient to indicate congressional inteneliminate
t he dedpgicabkilkydo incontestable registrations. Indeed, given
the absence of any explicit reference to the functionality doctrine,
which is a julicially created concept that predates the Lanham Act, we
should be hesitant to read the Act as | imiting th
normal rule of statutory construction is that if Congress intendsder le
islation to change the interpretation of a judigiadreated concept, it
makes thatit ent speci fic. o
177 F.3d 1204, 1210 (11th Cir. 1999) (quotMgllanti ¢ Na't 06 | Bank tv. New Jersey De
of Envtl Prot, 474 U.S. 494, 501 (1986)).
240. Manning,Absurdity supranote237, at 2466 ( i Moadahingly textualists wunf
rely on legal conventions that instruct courts, in recurrent circumstancepiersent
the bare text witlestablishedjualifications designed to advance certain substantive pol
c i e smpbapis ddesl).
241 See suprdectionlll.B. And even if legislative history bears on the question, the
committee report on the amendment of section 43(a) provides no call for defensive inn
vation. In announcing a codifition of past broad interpretations of liability undec-se
tion 43(a), the report notes that A[b]ecause Secti on
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Even i f one concedes some figap fillingo ai
courts (based either on the absence of detail in section 43(a) or the conu
drums raised by giving uagistered trademarks greater protection than
their registered counterpartsf, that does not necessarily invite further
innovation. The practice of looking to section 33(b), whether as a matter
of construction or interstitial lawmaikg, is a texbound, rather than open
ended, inquiry. It therefore suggestseatrictiverather than an expansive
view of what feder al Acommon | awo defenses n

Another problem with the defenseinterstitiatlawmaking argument,
leaving aside the l&cof clear statutory authorizatidft is that it ms-

concei ves the nature of the fAgapo | eft by Con
federal trademark cause of action demands application of a federal rule,
rather than a borrowed state rule, to a question anginggt hi n t he HApol i cy

bundl ed of t h?*¥ Thatalaes rot nedn thatdhe judge has

in federal unfair competition law, the committee expects the courts to continuers inte
ret the section &. REP. No. 100-515 (1988),as reprinted in1988 U.S.C.C.A.N. 5577,
5603.If anything, the statement in context cheers on further expansions of liability, not
defensive carveouts.
Even the activist period of Lanham Act interpretation is thesgion, not the rule
in American jurisprudenceSeeJohn F. ManningLawmaking Made EasylO GREEN
BAG 2D 191, 196 (2007 di scussing Judge Friendlyds endorsement

ijudges should treat congr es s iubsteativteaggasant s of juri sdi
as invitations to devel op f e dseriagthattvievmmon | aw rul es o
fiis hardly a pervasive feature of Anerican public 1| a\y

ist to appreciate the costs to predictability and certaintgafing judges with broad de
way to fill perceived statutory gaps. They are clear to pragmafstSNER supranote
168, at 49 (AModerate | egal i Sstdspragmatists wewt ched by moder a
believethat the institutional consequences of judicial decisions argue for a judieial a
proach heavily seasoned with respect for the language of contracts, statutes, end prec
d e n t see #0)sypranote159
242 Potentially raising an absurdity objection, which remains an acceptable iterpr
tive tool for textualist judges if not salars. Manning Absurdity supranote237, at 2391
(criticizing the doctrine from atextualst per specti ve, butn-observing that A
chest modern textualists still embrace and apply, even if rarely, at least scioe \of
the absurdity doctrine. 0).
243 CHEMERINSKY, supranote235 § 6.3 437980 ( iThe f ederral judiciary wil/l
mulate a body of common law rules only pursuant to clear congressional intent for such
action. o).
244. Caleb NelsonThe Persistence of General La06 CoLuM. L. Rev. 503,544
(2006). Nelson explains:
Despite thevariety of choiceof-law rules used in different American
jurisdictions, those rules all tend to treat as a package certain issues that
accompany the creation of a cause of action. Under virtually all iAmer
can choiceof-law regimes, for instance, the sasd at e6s o-l aw t hat ¢
verns whether a cause of action exists (and what its elements are) will
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unbounded discretion. As Caleb Nelson argues, judges fill such gaps with

rul es of Odfrdes whese adntent is ot dictated entirely by any

single decisionmad (state or federal), but instead emerges from patterns

fol owed in many di?®°Foeexample, the question dfi cti ons. 0
whether a federal cause of action survives the death of a partyehas fr

guently been decided by reference to evolving communganciples,

rather than borrowing local laff®°

As applied to the question of Lanham Act defenses, even though a
federal court is unlikely to incorporate state law, its discretion with respect
to section 43(a) is limited because application of the getexalooks to
existngdf enses rather t hé&*Ijahdrgverdsstheown i ngenuity
existing common law backdrop of the trademark cause of action guides
the judge. The resulting conservativeequmption against innovation is
only rei nf or sspecificangorpGrationgof teditional, ekis
ing defenses in section 33(b) (statutory defenses to the iefmeny of
incontestable marks). Worse, channeling trademark litigation to the federal
courts limits the prospect that future defensive innovatioight emerge
from state common laf/®

also govern .. the existence of substantive defenses
Id.
245 1d. at 503.
246. 1d. at 54546; cf. Hard Rock Cafe Licensing Corp. v. Concession Servs., Inc.,
955 F.2d 1143, 1148 (7th Cir. 199@®egarding questions of contributory trademank i

fringeme nt , the courts fAhave treated trademark infringem
turned to the common law to guide our inquiry into the appropriate boundatiabilif
tyo) . Not al | Lanham Act guestions have been seen a:

cause of actionSee, e.g.Sears, Roebuck & Co. v. Sears Realty ©82 F. Supp. 392,
401 (N.D.N.Y. 1996) (conclling that state law must govern the validity settlement
agreementsnd er 't h e L bhenaouse therédis o fedleral statute or common law
rule on point that provides a rule of decision, and because the circumstances @b-not ju
fy the creation of a Buf tleedgeneral lpracécof mapdiling | aw r ul e o) .
under section 43(a) has been to look to either the standards for federally registered marks
or traditional common law standards, not the invention of new IadMICGARTHY, supra
note26, § 27:18
247. Nelson, supra note 244, a t 503 (A[ W] hen courts articulate rul
common | awbé to fild]l vacuums created by written fede
power than modern commedtrs typically & g g e <ftid.&t) ; 548 (A[ T] he basic rule i
simple: Absent contrary guidance from Congress, statutes creating federal causes of a
tion to enforce federal duties are typically understood not only to federalize questions
about the proper measure of damsgbut also to draw the substance of the federal rules
from principles of general l aw. 0) .
248 4 McCARTHY, supranote26, § 23:1.50 (observing that courts generally apply a
unified likelihoodof-confusion analgis to cases combining federal and state trademark
claims and that unified approach allows citation of federal precedent); USTA Report,
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The creation of new common law defenses faces a final, morepzonce
tual problem. An affirmative defense is not any old statutory gap. A true
defense defines an activity that is not subject to liability. To innovate in
this area would be to take a congressional declaration that aictlafes
the law and declare that X doest violate the law. Beyond thosesd
fenses, like statute of limitations, that have always been seen as part and
parcel of American jurispdence (andhus the backdrop against which
Conz%réess legislated), defensive innovations seem to negate the s$tatute i
self:

Nor is it a reply to argue that the brolgbility -creatingprovisions of
the Lanham Act compel a reciprocal flexibility in the availabilityuof
enumerated defenses. If the chosen language of the Lanham Act controls
in the absence of any manifest ambiguities, then we must distinguigh situ
tions in which Congress legislated narrowly, as in the case of enumerated
defenses, from those in which iglslated broadly, as it did by choosing
openendedlaguage for the | d@dngressiafiestes of acti on.
legislate with varying levels of specificity, and the courts must live with
the result$>

supranote 33, at 377 (observing fAthe lawandpaoticg!l v feder al cast ¢
and noting that ifeder al courts now deci de, under f e
di sput es. State trademark | aw and state courts are | e

249 This is especially so given that section 43(a), while containing ppavisions,
is hardly without standard€f. Tex. Indus., Inc. v. Radcliff Materials, Inc451 U.S. 630,
64347 (1981)(concluding that while the Sherman Act authorizes creation of a federal
common law, similar authorization does not appear on facesbletdamages provision
to create a right of contribution®etty Petroleum Corp. v. Island Transp. Corp., 862 F.2d
10, 16 (2d Cir. 1988)applying a similar conclusion to the Lanham Act).
250. In other words, some provisions of the Lanham Act may be cteiized as
delegating broad authority to the courtsnpil e ment Congressds wi shes, but ot
not open to that interpretation. The- | awbs provision
gory. See supranote232and accompanying text. Congress is capable of legislating open
defenses in the intellectual property realm, as it did in codifying the fair use defense in
copyright. 17 U.S.C. § 107 (2006).
251 Cf. Frank H. Easterbrooklext, History, and StructureniStatutory Interpret-
tion, 17 HARv. J.L. & PuB. PoLdr 61,68(1994)( i Somet i mes Congress specifies v
or ends, things for the executive and judicial branches to achieve, but often it specifies

means,craa ng | oophol es but gg, WhatDévidesxswpranotei nty. o) ; Mannin
146, at 105 (Alf interpreters pay attrention to the wa
stand language in context, then legislative drafters can choose to convey potityeatire

with greater or | esser degrees of specificity. o).

As Judge Easterbrook argues, a legislature may pursue a goal by allowing courts to
design rules or by designing a rule itself. Whégi s| ati vely selected rules are 0
be imprecise, to be oveandundei ncl usi ven,od tjhuiss idogesa judgeds deci si on
to add to or subtract from Rule Y on the argument that, by doing so, it
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3. External Constraints

Trademark law is not an islandnd external constrairisparticularly
those imposed by the First Amendnémeed to be accommodated.
While such accommations may form the basis of defensive doctrines,
their potential is limited.

We have encountered several analogous accommodationsg diseu
cussion of the Sugirsetne tCoaud e nbasr kit cronltiemxgsu.a T a
cues partly from the estence and requirements of copyright and patent
law, the Court established a pair of defendaendly rules: (1) the La
ham Act does not address failsréo attribute authorship of creative
works; and (2) there is no protection for functional product design despite
the availability of cenpetitive alternatives. It should be noted that these
external doctrines were not used as sources of the resulting bulies
merely guided the interpretation of provisidngernal to the Lanham Act
itself or the traditional law of trahark 2>
The First Amendment is a potentially powerful source of trademark
rules external to the Lanham Act. On oneele free speech intests often
appear to exert a strong gravitational pull on trademark anafys@n
another, the fear of conflict with expressive rights has led various courts to
create balancing tests to ensure that trademark liability maintains a safe
distance from expre#ve considerations”
That said, the commercial speech doctrine restricts the First dvmen
ment 6s promise as a significant check to tr
scrutiny applied to regulation of trademark speech typically limits the

can get more of Goal X. The judicial selection of means to pursue X
displaces and directly overrides the legislativiect®on of ways to b-
tain X. It denies to legislatures the choice of creating or withholding
gapfilling authority.
Frank H. Easterbrool§t at ut e s BOUITalLMaREVNES3, 54647 (1983).
252 See supr&ectionlll.B.2.
253 E.g, Hormel Foods Corp. v. Jim Henson Prods., Inc., 73 F.3d 497, 503 (2d Cir.
1996) (considering parodic intent as part of finding no likely confusion between SPAM
trademark and puppet named fASpabdamo) .
254. Rogers v. Grimaldi875 F.2d9 9 4 , 998 (2d Cir. 1989) (AiBecause oV
of Lanham Act restrictions in the area of titles might intrude on First Amendment values,
we must construe the Act n a rRogerg/theySedormd avoi d such
Circuit concluded that use of atademar k i n an artistic workos tit
where the public interest in avoiding consumer confusidweighs the public interest in
free expdrat 899.iTo that énd, the court adopted a balancing test looking to
whether the use ohé mark is artistically relevant to the underlying work. If the first
prong is met, the test asks whether the use explicitly misleads regarding souroe or co
tent.Id.

a c
e
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room available for juges inclined to innovate in the defense &rédhe
more typical reaction of the courts is to treat the trademark realm as
fenced off from speech concerfis.

B. What 6s Left? The Al mpliedod Lanham Act

Although judicial creativity with respect to defenses quartsfe may
be limited, there is room to maneuver in other provisions of the Lanham
Act. While the statute enumerates specific defenses, it is vaguerewith r
spect to the standards that govern its substantive cause of action. In other
wor ds, t he -esdeddiabiityceedtisg pavipiansmay offer the
best bet for the creation of de facto defensive doctrines.

To take a familiar example, before a trademark claim may succeed, a
plaintiff must have a protectable mark. As discussed in Seliti@n2.c),
existing law allows mostrgthing to be a mark so long as it is distinctive.

But it was the very openness of this requirement that en&tsgd/artd s

distinction between product packaging (which may be inhereligkjnc-

tive) and product design (which always requires secondary meaning). In

other words, the defilantf r i endl y i nnovation stemmed fron
open provisions on mark validity and not its comparatively closed-prov

sions on defenses.

The likelihood ofconfusion standard is the source of several similar
judicial elaborations. Many favor trademark holders. For example, courts
have found the likelihood of confusion requirement met even where co

255. A rigorous application of the doctrine could call much of trademark law into
doubt. SeeTushnet,supranote 11, at 755 (ATaking modern First Amendme
seriously would have gnificant effects on the Lanham Act, affecting everything from
the stadard of proof to the definition of whatount s as mi sl eading. 60). Thus far,
courts have not been so inclinetke idat 747 (obseti ng t hat courts follow fAcurso
First Amendment analysis with respect to trademark claims).

256, SeeMattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 908 (Gir. 2002)( A [ A]
trademark injunction, even a very broad one, is premised on the need to present-co
er confusion. This consumer protection ratiofadeerting what is essentig a fraud on
the consuming publi is wholly consistent with the theory dfie First Amendment,
which does not pr ot e c€ent.cHudeoneGasc& Eelc. Corp.aoud. 0 (ci ting
Pub. Ser v447 UCSo58mB66 (198)0)) White v. Samsung Elecs. Am., Inc., 971
F.2d 1395, 1401 & n.3 (9th Cir. 1992) (rejecting parody defemse ¢ase dealing with
the Lanham Act and publicity c¢claimsy in part because
cial); cf. S.F. Arts & Athletics, Inc. v. U.S. Olympic Comm., 483 U.S. 522 (1987)
(upholding statute granting the United States Olympic Committee éxeluse of the
word AOl ympicod against a First Amenedment chall enge).
liance on the First Amendment in such cases, observing the risks of constitutionalizing
more litigation than necessary. Levalipranote232, at 209.
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sumers are more likely than not to avoid confudidBut theflexibility

of the standard also allows courts to overlook examplexiofal confu-

sion where appropriafé® The freedom to do so stems from the same v

gue text that allows expansivedility.?*® This method can also be used to

craft doctrines that might limt trademar kNoth Ciceradc®sas t he
devel opment of the nominstratési ve fair use ndef e

C. The Curious Case of Nominative Fair Use

The nominative fair use doctrine highlights the ambiguous status of
new trademark defenses. The Ninth Cigust cr eati on eof the doctrir
monstrates the potential for judicial creativity even when courts are co
strained in developing new infringement def
reinterpretation of nominative fair use indicates that the implications of the

Supeme Courtdés ditgmdemmav& Yeotrmao be fully apj
or internalized by the lower federal courts.

1. Development of the Nominative Fair Use Doctrine

Nominative fair use reflects the simple insight thatkently should be
free to refer to goodsnd services by their brand names. Courts handled
this impulse in a variety of ways before the Ninth Circuit translated the
notion into doctrine iMlew Kids on the Block v. News America Publis
. 260
ing, Inc:

In an opinion by Judge KozinskNew Kidsrejected arademark m-
fringement claim by the band against two newspapers that had used the

257. See4d MCCARTHY, supranote 26, § 23:2 (discussing necessary levels of genf
sion in surveys submitted as evidencedaldish likely confusion).

258 See, e.g.Conopco,l n c . V. May Depdét St oe65¢sed Co. , 46 F.3d 15
Cir. 1994)( experience of actually confused purchaser di s mi
i sol at e d see generalildVit€ARTHY;, supranote26, §23:13 (desching cases
that have deemed examples of actual confusion as being result of carelessnessor inatte
tion).

259 On the doctrinal level, the multifactor likelihood of confusion test provides fo
mal recognition of the view that marks in nonadjaaearkets are unlikely to causenco
fusion and therefore are less likely to incur liability. This is perhaps an overlyogesne
interpretation of modern practice. The multifactor test first arose as a mearayafran
likely confusion with respect to maskn noncompeting marketsSeePolaroid Corp. v.
Polarad Elecs. Corp287 F.2d 492, 495 (2d Cir. 1961).

260. 971 F.2d 302, 308 (9th Cir. 1992). Earlier cases include, for exa®piith v.
Chanel, Inc. 402 F.2d 562 (9th Cir. 1968) (protecting ability sller of a smelhlike
perfume to use competitor 6s WCYRI& v.iBostot o mpar ati ve adve
At hl et,i cOAB8s®HN2d 42, 46 (1st Cir. 1991) (concluding
rized use of Boston Marathon mark to describe coverageeadgorting event would not
cause confusion especially since the words were used in their descriptive sense).
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groupds name -inpollsé®bRattien than grpuhddts telding,

as the district court did, in the First Amendm&Hr attempt to shoehorn

the facts into the classifair use defens®? the court focused on the

trademark cause of action itself. The panel
tions that were outside of trademark law. That is, assuming certaiir cond

tions®**def endantsé conduct was cing- definition uj
sion.

Indeed, we may generalize a class of cases where the use of the
trademark does not attempt to capitalize on consumer confusion
or to appropriate the cachet of one product for a different one.
Suchnominative usef a markwhere the oly word reasonably
available to describe a particular thing is pressed into seigge
outside the strictures of trademark law: Because it doesmot i
plicate the sourca@entification function that is the purpose of
trademark, it does not constitute unfair compmti such use is

fair because it does not imply sponsorship or endorsement by the

trademar k hol der . AWhen the mark is used in
deceive the public we see no such sanctity in the word agto pr
vent its beingzeased to tell the truth. o

261 New Kids 971 F.2d at 3040 5 . Questions
on the block?d0 AWhich of thr
is the sexiest?d0 and AWhich o
next fWMoor ?0

262 The panel expressed concern about the ramifications of allowing plaintiffs to
police unauthorized references to the band that bn expressive consideratioSege id.
at 306 (A[W]e need not belabor the moint that some w
veytheirht ended meani nigatt B®M® d¢HiMWhi $ ed)tihe New Kids have
mited property right in their name, thagit does not entitle them to control théira n s 6
use of thei idn®vBaotwhieexmessivé gonsiderations may have exerted
a gvitational pull on the final result, the panel was careful not to ground the opinion on
free expression groundsnvoking the canon of constitutional avoidanize.at 305.

263 While the court noted the existence of the classic fair use defense andiits inco
poration in the Lanham Act, it explained that the situation raised by use of the New Kids

in the copy included, fi \
dfifveo i BNywuwhifalvelRi dDr a
f the New Kids on the B

mark to refertothb and and its members Adildsat3d&t the classic fair
264 The el ements are: (1) Athe prodiulgt or service 1in
identifiable without use of the trademark; o (2) fionl
beusedassi reasonably necessary to identify the product

must do nothing that would, in conjunction with the mark, suggest sponsorship or e
dorsement by theat3dBademar k hol der . 0

265 Id. at 30708 (quoting Prestonettes, Inc. €oty, 264 U.S. 359, 368 (1924)).
Later precedent confirmed that in the NintidDit, nominative fair use is a substitute for
the usual likelihooebf-confusion analysis and not a defenSee, e.g.Playboy Enters.,
Inc. v. Welles, 279 F.3d 796, 801 (9®tr. 2002)( il n c a s e s eféendantvalséesc h t he d
a nominative use defense, the above tfae®r test should be applied instead of the test
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In this mannerNew Kidsavoids the textualist objections that follow
from inventing a new defense to suppknt the defenses in section 33(b).

Rat her than add to the statuteds cl osed tex!
lactic rule under eomprevisiond likdlifoed of awbés most op
confusio® to sort infringing from nofnfringing acts. It is not a trueed

fense, but an alternative method of ascertaining whether liability exists in

the first placé® The opinionér eshadows t he Supreme Courtos
appro&h in WakMart, which establishes a similar rule to sort inherently

distinctive from noninherently distinctive trade dress. In both cases, the

court creates a rule to clarify how a claimant is to establish that me is e

titled to protection under the LarhaAct?®’

The Ninth Circuitds nominatifve fair use te
ficiently protective of a defmndantdés 1inter
tiffos mar k rfoses® Theepbirt forpresent purposesis to
highlight that the courtdund freedom to create a potentially limiting
trademar k doctr i ne -endedliabiteproisonsham Act 6s open

2. The Third Circui't and the Persistence o
Thinking

Some courts continue to innovate outside the confines of the Lanham
A c ttéxtsbecause they have not fullppaeciated the implications of the
Supreme Courtos recent f°0dudgedviargt trademar k |

for likelihood of confusion set forth iBleekcraft 0see alsod MCCARTHY, supranote
26,6 A 23:11 (fAiThe 6nominative fair used analysis is n
is the multifactor test of infringement used by all of theccu i t s . 0 ) .

266. Cf. Pebble Beach Co. v. Tour 18 | Ltd., 155 F.3d 526, 545 (5th 1%98)

(AWhile a claim that the use was toogi dentify the mar|
ous to the statutory fairse defense, it is in actuality a claim that the use is nongiidn
and thus creates no | i kel ofboorsedthabaf couct mayf usi on. 0) . It

find that a use meets the nominative fair use niestvithstandingthe presence of oo
fused consumers. This would suggest that the doctrine may function like afeneal
but courts sometimes deny ordinary trademark claiotsvithstanding the pesence of
actual confision.See supraote258
267. One claiming trade dress in a product design could establish that the design has
achieved secondary meaning with the consuming publaile8ly, the plaintiff of a -
minative fair use case may argue that the defendasd one somet hing to fsu
sponsorship or endor s e MewKids9BlyF.2d dt@8.t r ademar k ho
268 Particularly in light of cases that place the burden endéfendant to deme
strate that the test is met, notwithstanding its purpose of establishing ligbdity.e.g.
Brother Records, Inc. v. Jardine, 318 F.3d 900, 909 n.5 (9th Cir. 2063) T] h& n o mi n
tive fair use defense shifts to the defendant the lmuodi@roving no likelihood of conk
sion. 0) .
269 As perhaps implied by the fact that some of the opinions canvassed in Section
llI.C resolved circuit splits notwithstanding their unanimous resolution on textualis

ggest
|l der . 0O
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on the question whether they may supplement the Lanham Act with do
trines borrowed from background trademark pritegpor of their own
The argument here is not that trademark cases have become

creation®’®

grounds.SeeKP Permanent Makelp, Inc. v. Lasting Impression |, Inc., 543 U.S. 111,
116-17 (2004); Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 428 (ZBOBLS.
Leval, supranote 232, at 2 @lthg witli mew chdlleges in the last quarter e
tury ... we have often read statuteswithessce ve | i teralness. 0) .
270. For an example of borrowing background trademark principlessige® note

239and accompanying texf n

doctrine, which is a seldo#nvoked exception to the territoriality principle. The issue
concerns the priority of trademark use based on etndtorial activity. That is, will the
owner of the WIMBLEDON mark in England prevail against a user in the United States
who used the mark first in the U.S., but after the mark became famous within the United
StatesSeeAll Eng. Lawn Tennis Club (Wimbeldon) Ltd. v. CreationsoAratiques, Inc.,
220 U.S.P.Q.BNA) 1069 (T.T.A.B. 1983)In general, courts flow a strict territoriality
rule. For a use of a mark to confer priority within the United States, said use must be
t he nrSeq e.gdTiCatsl. v.lPanchdiei,rine.482 F.3d 135, 155 (2d

wi t hin

Cir.2007)( not i ng t hat
Precisely because a trademark has a separate legal existence under mach ydu s
ownership of a mark in one country does not automatically confer ugoawher the

excl us

ive right

t he

t o u

example of new creations concerns

territoriality..principle #fAis

se that mar leislonganot her

aws ,

pedigreed and is reflected in section 44 of the Lanham Act, which provides for the regi
tration of, and priority for, foreign marks on the basis ofign registrationSeel15
U.S.C. 8§ 1126 (2006).
A circuit split exists on the question of what to do if a foreign mark achieves fame in
the United Statebeforethe first user engages in a use in the United States or aviails he
self of the procedugein section 44. Ii&rupo Gigante SA De CV v. Dallo & Cdnc,, the
Ninth Circuit relied on policy considerations to create an exception to the territoriality
principle for famous foreign marks. 391 F.3d 1088 (9th Cir. 2004). The court stated:
An absoluteterritoriality rule without a famousark exception would
promote consumer confusion and fraud. Commerce crosses borders. In
this nation of immigrants, so do people. Trademark is, at its core, about
protecting against consumerfou si on and Thgreachnmbe ng of f . 0O
no justification for using trademark law to fool immigrants into khin
ing that they are buying from the store they liked back home.
Id. at 1094 (footnote omitted).
Perhaps no justification exists, but neither does a statutory badisefdNinth Ci-

cuités approach, as t hEC. I'smrfronting theCsamecissue,t recognized in
ITC acknowledges that earlier decisions from the Trademark Trial and Appeal Board had

recognized the famous mar ks idaatcconcernnoe . There is, howi
where ... does the Trademark Board state that its recognition of the famous marks do

tineder i ves from any provision of ITCH&FBanham Act or oth
at 159. In light of its conclusion that neither the Act norttrga supported the doctrinebs
existence, and notwithstanding the &persuasive polic
trine, ITCr ej ects it on purely formalist ter ms. AThe fact

sound policy, however, is not a sufficient ground ferjitdicial recognition, particularly
i ar ea r e tduat 185. Ehd existgncesot asstatute veas especiably rel

I n an

vant here A[i]n

t

he

b a

countryo

Il i ght of the comprehensive and freg
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inexorably formalist, but rather that flagrant departures from the Lanham
Act s text and structure aremerncreasingly |
cartoons, Wile E. Gyote remains suspended in air for a good amount of
time after he runs off the cliff. At some point, however, he must look
down, and that is when heeiitably falls.
Rat her than | ooking down, the Third Circui
fair use demonstragethe persistence of common law habitsCéntury 21
Real Estate Corp. v. Lendingtree, Inthe court rejected the Ninth r€i

cuitdés view that nomi nat iandeheldftlaai r use i s not
the doctrine may excuse liability despite thespreeof a likelihood of
confusion®’*

The source of the holding is less clear. Judge Rendell never explained
the panel 6s authority to annaegtnce a new def
timacy objection that the Ninth Circuit avoids. Becadiw Kidstreats
nominatve use as an act that is not likely to confuse, its version of the
doctrine does not need an independent grounding in the Lanham Act; the
likelihood-of-confusion standard itself is the textual basis. Under this
view, the frustrated trademark plaintiff hbttle to complain about if the
test is met. If there is no likely confusion in the first instance, then she did
not make her case and has no Lanham Act claim.

Not so with the Third ofinativedefentseds true ndef e

scheme for trademark protection setfarth t he Ladham Act . 0
271 Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F.3d 211, 221 (3d Cir.
2005) (analogizing t&KP Permanent Mak&p, Inc. v. Lasting Impression |1, Inc543
U.S. 111 (2009)id.at 223 n. 3 ( AA nomidordytpiowedaimasse def endant nee
and is not required to negate corafonsgdoi on. 0) . The cour
the nominative test. First, it held that a court should first find whether a likelihoochof co
fusion exists, using a modified version of the THtd r c ui t 6 s nmd &t024f act or test .
26. If a plaintiff makes his case, the defendant may still prevail under a modified version

of the Ninth Circuitds test. Under the Third Circuito6d

1. I's the use ebsprgi hoi dedsrmbek (deécpl aintiffod
product or service anmicep 2) defendantds product or

2. I s only so much of the plaintiffds mark use
describe plaintiffés products or services?

3. Does the defendant Htee trazecandd u c t or |l anguage r e
accurate relationship betweem plaintiff and def en
vices?

Id. at 228.
There is much to criticize in thesThird Circuitds

tion of whether it had the authority to create the testit®ee, e.gid. at 232 (Fisher, J.,

concurring in part and dissenting in part) (criticizing modified multifactor test because

ito the extent the majority placegowmany burden on pl &
that plaintiffs might prove likely agfusion on ondappf act or al oned) .
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comes into play only i likelihood of confusion exist€? But if the plan-
tiff proves her case, then the court cannot very well deprive her ofdier vi

tory without a reason. As argued in SectidhA.2, i f a statute says 00X
createslibi | ity, 06 and a judge hol dig- A X exi st s, n e
bility, o the judge is negating the statute
legal authority. Regardless of whether the statute incorporates background

common | aw def en stelsefilled. Fhe existencesof theo figap o

cause of action has answered the question.

Century 21never explains what independent legal reason allows the
court to negate a statutory cause of action. Instead, it focuses on-the S
preme Cour t 0KP Permaeatthat fair usenmay aoexist with
a likelihood of confusio’® True enough, bukP Permanenaddresses a
statutory defense. Invoking that rulimgnoresthe question of whether a
nominative fair use defense, in contrast to classic fair use, has ay ind
pendent legal basis. One searches the opinion in vain for any suctafound
tion, textual or otherwisé’*
Whatever the acceptability @f the Third Ci
proach in the early decades of the Lanham Act, it is increasingly aaachr
nistic today. Ifthe sttute does not create a general common law of unfair
competition, it must be true with respect to the creation of defenses as
much as to the expansion of liability. Under this view, and practical merits
asi de, only the Nintihativ€fair uselappears approach to
|l egiti mate against the backdrop of the Supr
the postamendment Lanham Act.

D. Summary

Efforts to create new trademark defenses lack a stable foundation. The
full consequences of this observation have tgebe internalized by the
lower courts. Today, it is pable for the author ofCentury 21to agree

272 Id.at 222 (
the burden th
fair. o).

273 Century 21425 F.3cat 22-23.

274. At one point the majority suggests that it may view nominative fair use a&s a sp
cies of classic fair use, and thus potentially grounded in section 33(b)(4), but later ind
cates that it views the defenses as disti@ompare idat 22 1 € defSridentdue t h
ti mately uses the plaintiffés mark ©dOn a nominative ¢
uct or services, even an accurate nominative use couldtiadite confuse consumers
about the plaintiffds endor s prodectstors@ic-c sponsorship of
es. 0) (ci twithidan @Mi2t t(eidY)e,t |, the Supreme Court clearl.y
(al beit classic fair use) as an affirmative defense. ¢

fioOnce plaintiff has meey, its burden of pi
en shifts

to defendant to show that i ts
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t hat fAwe ar e Hlahd stil mvent a mabemark defenseoirw 0

a decidedly nontextual opinion. But barring a shiftintbop e me Cour t 6 s
jurisprudence, the writing is on the wall. Sooner or later, the impact of the

Supr eme Canark forinalismt andatde general tenor of the age

will be inescapable, leaving little room for defensive innovations that ca

not be tied to actual provisions of thenham Act.

V. THE FUTURE OF TRADEM ARK DEFENSES

This Part outlines areas of potential development for trademerk d
fenses in light of the foregoing analysis.

A. Lanham Act Amendments

Congressional action is one obvious solution to the problems of the
Lanham Act Congress could add to thefehses available under section
33(b) of the Lanham Act or enact specific safe harbors for activities that
are unlikely to cause confusion or those that may cause confusion, but
whose social utility is high enough that the Heésef immunizing the acts
outweigh any costs. Congress has taken this approach in its dilutisn legi

lation2"®

One problem with a piecemeal legislative approach is that it does little
to solve the fundamental problem of trademark defenses under the current
act. Narrow carveouts and safe harbors will do little to counter fukire e
pansions of trademark liability. Unless the carveouts are Bféatie
Lanham Act 6s und e r-énged lmiglity provisibis anch of open
narrow defenses will continue to causéicllties in future novel co-
texts.

275 See supraote2.
276. 15 U.S.C. § 1125(¢3) (2006) provides:
The following shall not be actionable as dilution by blurring or dilution by thnmét
under this subsection:
(A) Any fair use, including a nominative or descriptive fair use, or
facilitation of such fair use, of a famous mark byter person other
than as a designation of source for the personoés
including use in connection widh
(i) advertising or promotion that permits consumers to compare
goods or services; or
(ii) identifying and parodying, criticizig, or commenting upon the
famous mark owner or the goods or services of the famous mark owner.
(B) All forms of news reporting and news commentary.
(C) Any noncommercial use of a mark.
277. See, e.g.Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 90&(Cir. 2002)
(construing dilutioconommart ait &6 wedense for fAnon



2009] TRADEMARK DEFENSES IN A "FORMALIST" AGE 963

Congress could also give judges explicit authority to devise and apply
flexible defenses to trademark liability when circumstances warrant. In
much the same way @gress amended the Copyright Act to incorporate
the far use doctrine, previously a common law creafidht could legs-
late a similarly operended standard for judges to apply in the trademark
realm. Alternatively, Congress couldlfov the model of the FTC Act and
create a standard that contains some gugldoic courts to follow in d-
termining whether to excuse purportedly infringing cond(itt.

B. Lanham Act Contextual nDefenseso

While the Lanham Act lacks a basis for the wholesale invention of
new defenses, there is interpretive room for de facto defendesintl a wo s
liability provisions. This Section lays a preliminary case for recognition of
an explicit materiality requirement within the likelihood of confusien r
guirement. Consistent with the discussion in the previous Part, however,

t he @def e ndshersare ndtitrsedefeses but rather glosses on
the likelihood of confusion standard. This proves to be both virtue and
vice.

1. Materiality

One promising area of doctrinal development lies in giving a more
overtly qualitative interpretation to the liketiod of confusion requer
ment. Courts could require that any alleged confusion be material before it
is actionable. That is, to establish a likelihood of confusion, a trademark
plaintiff must also prove that the confusion is relevant to the consuming
public in making purchasing decisions.

Such a move would not be entirely novel. Materiality considerations
apply to several provisions of the Lanham AftMost notably, judges
have long imposed a similar materiality requirement for false advertising
claims undeboth the current and pf988 versions of section 43(&}.

Even without an explicit requirement, materiality considerations are

278 See supraote78.

279. The Federal Trade Commission Act authorizes the FTC to police unfaireeomp
tition but provides thatthy may not decl are a commerci al
act or practice causes or is likely to cause substantial injury to consumers which is not
reasonably avoidable by consumers themselves and not outweighed bynailimge
benefits to consumers r t o ¢ o Fgueral Trade €omission Act, 15 U.S.C.
§45(n) (2006).In the trademark realm, @gress could apply a similar standard or call
on courts to balance the costs and benefits to consumers in the aggregate for any given
class of challengedctivities.SeeGrynberg,supranote10, at 11314.

280, See supraote69.

281 5MCCARTHY, supranote26, § 27:25, :35

practice

u
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difficult to avoid in practice. Someone somewhere is always going to be

confused about something. That fact of life plus thdeahility of the |-

kelihood of confusion standard means that a wide range eftgatould

trigger trademark liability. Courts must make judgment Gfisuch as

determining when confusion & minimisand noractionablé®®® Similar-

ly, it is standard prdce to assess likely confusion with the target a

dence in mind. We donodt worry about the vie
determining whether a trademark for jet engineinges?®* We worry

about whet her Areasonably prudadéent pur chaser
would be confused® in part because theirs is the confusion that has a

marketplace impact.

Expanding these precursors into an explicit materiality requirement
does not suffer from a legitimacy objection. The Lanham Act doesenot d

fine Ali kedsihmm.do ofusctonds courts have al way
guantitative asessments about what level of potential confusion amounts
to Alikelihood, 06 they cannot uavoid qualitat

s i ¥iwhat degree of mistaken awareness suffices for confaigiit
conscious confusion? Subconscious? Must it be confusion that mhe co
sumer would confront while shopping, or can it be hypothesized and de
onstrated through laboratory testing or with surveys?

The Lanham Act | i kewi se rdhipersp- not define #fo
proval , 0 so courts must interpret those terr
confusion requiment®®” While confusion as to origin or sponsorship has
obvious relevance to consumers, the importance of appi® less clear
depending on the precie meani ng given to the term. nCo
Aapproval 0 could mean a mistaken belief that
fore a logo could be used on a piece of clothing apparel. Or it could be

282 SeeGrynberg,supranotel0, at 113.
283 See supraote258and accompanying text.
284. The multifactor tests of the various circuits generally consider cogrssophs-
tication. See4 MCCARTHY, supranote 26, 88 24:30:43 (listing factors used by viaus
circuits).
285 Attrezzi, LLC v. Maytag Corp., 436 F.3d 32, 38 (1st Cir. 2006 uot i ng | nt 61
Asso6n of &vWeodpacer Wakers ARICIO v. Winship Green Nursing Citr.,
103 F.3d 196, 201 (1st Cir. 1996%ee alsod MCCARTHY, supranote 26, § 23:91 n.1
(collecting examples of standards).
286. For example, in recognizingaims resting on initial interest or pestle condi-
sion, courts have justified themselves bylaining why such confusion might have a
mar ket i mpact . Brookfield Commcéns, Il nc. V. W. Coast
1064 (9th Cir. 1999) (initial intexsst confusion)Ferrari S.P.A. Esercizio Fabriche Audt
mobili E Corse v. Roberts, 944 F.2d 1235, 1244 (6th Cir. 1g8istsale confusion).
287. 15 U.S.C. § 1125 (2006).
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more restrictive, and refer to those cases in which the mardhabias
placed her reputation behind the product. In choosing between the two,
courts should remember that the benefits of policing consumer confusion
often comes at a cost to nronnfused consumef& Weighing these costs
and benefits may favor the more od t r e agpirroy adf ofnahi ch i s
permitted by the statutory text.
Finally, leaving aside the potential public policy bis of reading a
materiality requirement Pnhe shat Ltaemdsam Act
text and context support such recognitidextualist canons of constru
tion support reading fAapprovato as somet hin

mi ssi®Arn. 6a broader |l evel, trademark | awds t
protection focus militates in favor of reading the Act to actually protect
consumeré™Att he broadest | evel, the Supreme Cour |

Article Ill suggests a materiality requirement. Applying the Lanham Act

to activities that do not affect consumer purchases (and, bycetiph,

sales by the trademark holder) raises a potentiatlérlll standing -

sue®”Wi t hout material confusion the trademark
injury in fact looks dbious. Notwithstanding the poor track record of free

speech challenges to trademark law, one could make a similar claim with

respect to the ilst Amendment. If one finds confusion in situations far

removed from traditional eweptions of consumer harm, one may ask if

288 See supraote74 and accompanying xe

280 1 f a goal of trademark | aw is to Aprotect the pub
purchasing a product . , it owi I get the produBt which it asks
REP. NO. 79-1333, at 3 (1946)as reprinted in1946U.S.C.C.A.N.1274,12745, then a
materiality requirement preserves that goal while creating breathing space for activities
that may cause marginal confusion, but benefit a different subset of the consuiming pu
lic, seeGrynberg,supranotel10, at 11314.

290. One could take agjusdem generieappr oach and argwal @d hat the te
is a general one and should be inteid-preted consi
gindo and fAsponsorship. 0 Thnderthenosoturdecisi ¢ cl ai m may b
canon.See supraotel57.

291 Even if the consumer protection goal shares time with seller prote&li&er.

No. 79-1333, at 3as reprinted inl946U.S.C.C.A.N.1274, 12745.

wn -

292 The Courtdés familiar standing inquiry provides:
[I]n order to have Article Il standing, a plaintiff must adequatelylesta
l'ish: (1) an injury i nafiazcead o iinveas,i oan iconcr et e &
of a fAlegally protected a nfi.ebbatpdly (2) causatic
tracepabberhécti on between thé alleged injury in f
leged conduct of the defendant); and (3) redressability ( i.e., it is
Ao leli 96 and not Amedeltyhadspeéreulpataiivned ff o6s injury

will be remedied by th relief plaintiff seeks in bringing suit).
Sprint Commcoéns Co 128 8. Ct. BFL(635 @@0B)\ciing Lujahwn c .
Defenders of Wildlife, 504 U.S. 555, 5&1 (1992)).
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trademark liability is compatible with even the decreased First Amen
ment scrutiny given to commercial speech under Geatral Hidson

test?®3

2. Safe Harbors

The reformist goal of increasing the number of safe harbors ie-trad
mark law may be accomplished througterpretation of the likelihood of
confusion requiremerit* The nominative fair use doctrine, which ident
fies a class of awfities as per se unlikely to cause consumer confusion, is
the model example.

Nominative fair use operates at a high level of generality, but courts
could make narrower assessments of specific activities as being similarly
unlikely to cause confusion. Fexample, trademark plaintiffs have sued

Google and its clients for the search engin

advertising that enables purchasers to have their advertising returned in
response to a search on a trademarked #&trhese suits are traagle to
the infamousBrookfield opinion, which concluded that arranging to have
oneds website displayed in response to
constitutes actionable #fAdiversiono due
mar k hol de?%rmke cgtentod that the activity satisfies the
confusion requirement is largely definitiofabne that may be just assea
ily resolved to the contrarRy’ There is room for courts to establish, if not
an absolute safe harbor, a presumption that certain activitiesticen-
fusing, much like trademark law has treated comparative adveriSing.
One may object that under the terms of the above analysis, the resul
ing doctrine would be less a safe harbor than a rebuttable presumption of
no confusion, thus robbing the sdiarbor of much of its protective force.
This objection is regrettably correct and reflects a problem inherent to the

293 Cent . Hudson Gas & EI ec. 44T 0.8.b57566 . Pub. Ser v.

(1980) (asking whether a regulation of commercial speech directly advances a substantial
government inteest).But see supraotes255-256.

294. See supraotel3.

295 See, e.g.Google Inc. v. Am. Blind & Wallpaper, No. C &840 JF (RS), 2007
WL 1159950 (N.D. Cal. Apr. 18, 200{enying summary judgment to Google in part).

296 Brookfield Commc &mg moéltncCorw.. , W.17@0a&st3d 1036,

Cir. 1999);see alsdPlayboy Enters., Inc. v. Welles, 279 F.3d 796 (9th Cir. 2088)-
works, LLC v. Midwest Indus. Supply, 575 F. Supp. 2d 1118 (D. Ariz. 2008)
297. Brookfield 174 F.3d at 1062 (equating diversiohconsumers with improper
appropriation of dtillj. ademar k hol derds goo
298 See, e.g.Smith v. Chanel, Inc., 402 F.2d 562 (9th Cir. 1968.noted above,
however, sometimes courts move in the opposite direction lest they be seen to be creating

S €

o a

Co

106

defenses o trademar k | iability, as thedugarsbshi rd Circuitds tr

titute market indicateSee supraote132
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de facto defenses discussed in this Section.
3. The Problem with Contextual Defenses

A lively debate exists in the literature and the cows to whether
trademark law contains a distinct requirement that a plaintiff establish that
her trademark was Aused as a mar ko by the |
likelihood of confusiorf’® Opponents have a strong textual rebuttal. The
classic fair use dense codified by section 33(b)(4) spewdly refers to
use fiot her wi s¥ Butihamnnortradenark usa is &ready
immune from liability, then the statutory fair use defense is superffifous.

Writing in the shadow of these difficulties, MaMcKenna offers a
resolution consistent with the approach described in the previous sections.
He locates a trademark use requirement within the likelihood of confusion
standard and argues that the Lanham Act only polices confusion as to
fisour ce  defined’ desthtbh defines trademark uses as those that,

as a conceptual matter, may cause source coO
of a trademark have theygacity to cause confusion about the source of a
product GJ%Hisseran scvee?rd i siltte imagine hdw t i s di ffic

any use of a mark that does not indicate source could confuse consumers
about source. What would cause the confusion, if not a sourcedindic
ti 020

If Professor McKenna is correct, then the trademark use requirement
has limited bite, foreasons that he himself identifies. The requirement is
so inextricably bound with the underlying factual inquiry on liability as to
be almost meaningless. The malleability of consumer perceptions is the

very force that has helped spur the growth of traalemrk 6 s scope i n the
past, and 0As ourrwaly everything ese in arademark i ke v
l aw, can only be determined®Bas-om the perspe

ing efforts to check trademardé&0s expansion

299, See supraotes8-14.

300 15 U.S.C. §1115(b)(4) (2006).

301 As opponents have note8eeDinwoodie & Janis,Contextualismsupra note
14, at 1617. Similar textual problems arise from treatirg lthbility requirement that a

plaintiff demonstrate a fiuse in commerceodo as being s
provision, given that the infringement provisions appear to be morexgixpaSee idat
160916.

302 McKenna, supra note 13 (manuscript at 381). Professor McKenna defines
Afsourced confusion under modern trademark doctrine 't
tion relationshipsld. (maruscript at 39).

303 Id. (manuscript at 41).

304 Id.

305 Id. (manuscript at 83).
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creates the underlyingrgblem of flexible trademark liability without
solving it.3%

This difficulty, unfortunately, is common to the contextual defenses
described above. Because they rely on text in the Lanham Act, they are
free from the legitimacy obgtion that follows any whiesale invention of
a defense. At the same time, they replicate the fundamental shortcoming
of many existing defensive doctrines because they are bound in the vague
likelihood of confusion inquiry®’ Because they are not true defenses that
would apply everif a likelihood of confusion were established, they leave
room for a markholder to assert a confusion claim within énanpeters of
the defensive doctrine. Even if the plaintiff is ultimately unsuccessful,
courts will not easily be able to dispose of cagean early stage of liag
tion, eliminating much of the benefit of defensive innovatifs.

A materiality requirement, for example, may be unable to counteract
broad merchandising c¢l ai ms. The owner of a
avoid summary judgment bglleging that some consumers care whether
their purchase of branded merchandise benefits the mark dWrigre
claim may be supported by a survey that uncovers respondentsxwho e
press a willingness to pay more for paraphernalia that supports the local
team>'° Even if the ultimate claim fails, it may well survive a motion to

dismissorforsmmary j udgment . I f much of trademar ko

306. Id. (manuscript at 883);seeidf manuscri pt at 64) (A B] ecause trad
can be determined only from the perspective of consumers, it cannot serve as a threshold
requirement separable from the likelihood of confusion inquird ) .

307. See supraote?9.

308 SeeMcGeveransupranotel3, at 11213.

309 SeeMcKenna,supranote 13 (manuscript . 8 3 ) (Al t may be that
some cases, consumers do care about more than the actual source of a product or service
such that other types of &&li onshi ps (6sponsorshipd or o6affiliationte
af fect t hose ¢ ons uomasMak)P;pMcKeorta,dte iNorgnativd e c i s
Foundations of Trademark La82 NOTREDAME L. REv. 1839,1916(2007)( Adducers
are able to frame just about any argument for broader protection in terms of consumer
expectations, which they are in position touleihce systematically throughrkae t i ng. 0) .

310. The holder of the Michelob beer mark used survey evidence to a similar effect in
AnheuseiBusch, Inc. v. Balducci Publn28 F.3d 769 (8th Cir. 1994Jhe caserivolved
a humor magazi ne Gake advertisemernt ofaHe beersnearksi an beimg f
drenched in oil. The court concluded a likelihood of confusion existed, relying in large
part on survey evidence indicating that most viewers
permission was requiredd. at 7727 3 . I n ad dfive percamt, costiupdf thei f t vy
parody as suggesting that Michelob beer is or was in some way contaminated with oil. As
a result, twentytwo percent stated they were less likely to buy Michelob beer inuthe f
t u rle at @73. A fuure plaintiff could try to build a case for material confusion by as
ing instead if a prospective beer buyer would be less likely to purchase thie pldi f 6 s
product if the plaintiff had licensed her mark for an unappealing use.

, at | e
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comes from thén terroremthreat of litigation that cannot be easily turned
away at an early stage, then a matiyiaequirement grounded in the |
kelihood of confusionequirement may prove less useful than hopléd.

C. Rol | Back Trademar koés Expansion

| f courts are incapable of devising new 0
infringement, and quaslefenses tied to the Lanhathct 6 s -l i abi |l ity
creating provisions are inherently weak, w h
which we began: trademar kds expansi on. Rat he

defensive doctrines to cabin trademarkods exfy
may at times be bettspent on the expaion itself.

Hope on this front stems from more than the various academicsropo
als for reforming trademark law. Courts might take their cue from the S
preme Courtdés recent reluctanoe to entertair
der the Laham Act®*? Many especially expansive rulings haeeaived
judicial as well as academic criticism, and removal of their deleterious
consequences could just beaanbanaeview away**®
Optimism is tempered by the knowledge that any change in judicial
policy must accommodate the text of the Lanham Act, which reflects
trademarkdés past gains. So whnl e the Supr em
tually held, that color could not be trademarked without first estatjs
secondary meaning? it viewed itself bound to #h proposition that color
can be trademarked in the first pldé&Similarly, courts may give aer

311 See supraote73and accompanying text.
312 See supr&ectionlll.B. And indeed it may be argued that the current trend is in
favor of defendants when expressive uses of trademarkat assue.SeeMcGeveran,
supranotel3, at 61.
313 Pl ayboy Enters., I nc. 3564 F.34d4026 d83be Commcoédns Cor p.
(9th Cir. 2004)( Ber zon, J. concurring). JBuodkg e Ber zon expres:
field] was wrongly decided and may one day, if not now, need to be reconsitered
banc 6 She argued:
There is a big difference between hijacking a customer to anotloer we
site by making the customer think he or she is visiting the trademark
hol der & sgevewiédnly briefly), .. and just distracting a pate
tial customer with another choice, when it is clear that it is a choice.

Id.

314 SeeQualitex Co. v. Jacobson Prods. G®.1 4 U. S. 159, Mmé&3 (1995) (AWe ca
find in the basic objectives of trathark law any obvious theoretical objection to the use
of color alone as a trademark, where that color has
therefore identifies and distinguishes a particular brand (and thus indicates its
0 s 0 ur cee@lsoNa-Mart Sores, Inc. v. Samara Bros., 529 U.S. 205, 212 (2000)

(AWe held that a color could be protected as a trad:¢
secondary meQualiten5d4 WBS. 4t £6B3))i n g
315 Qualitex 514 U.S. at 162 ( % mcse ah wesamblod idn gosr ndidg h t






